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(i) 
STATEMENT OF QUESTIONS PRESENTED 


The questions presented by this appeal are: 


1, Whether the Commissioner of Patents may 
issue. a patent to the winning party to an interference 
after the losing party has filed a civil action (under 
U.S. C., Title 35, sec. 146) for review of the deci- 
Sion of the Board of Patent Interferences. 


2. Whether the District Court (or this Court) 
should order that issuance of the patent be postponed 
until the proceedings for review are concluded. 











JURISDICTIONAL STATEMENT 


STATEMENT OF THE CASE. 


STATEMENT OF POINTS 


SUMMARY OF ARGUMENT 


ARGUMENT: 


I, 


I. 


Vv. 


The Commissioner Cannot Issue A Patent While An 
Appeal From An Interference Is Pending . * 


A Proceeding (under U.S.C., Title 35, sec. 146) To 
Review A Decision Of The Board Of Patent Interferences 
Is An Appeal ‘ 3 2 um a . . - > 


A. An appeal may include atrialdenovo ., . . 
B. Changes in the relevant statutes ey Sea ae ie 


C. Analysis of the cases cited by the Commissioner , 


Either A Trial Or Appellate Court May Issue Orders To 
Preserve The Status Quo Of A Case While It Is Pending 


U.S.C., Title 35, $135, Does Not Authorize The 
Commissioner To Issue A Patent While A Case Is Being 
Reviewed By A Court oi BOR Te pe he cm 


The Relief Necessary To Protect The Appellants 


CONCLUSION oe Ket ie~ Ser Se iC lene! nen sew ce 
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JURISDICTIONAL STATEMENT 


Jurisdiction over this action was conferred on the District Court 
for the District of Columbia by the Act of June 25, 1948, c. 646, 62 
Stat. 931, U.S.C., Title 28, section 1838, and the Act of June 25, 1948, 
c. 646, 62 Stat. 964, U.S.C., Title 28, sections 2201 and 2202. See 
paragraphs 3 and 4 of the Complaint (J.A. 1, 2). 
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This Court has jurisdiction upon appeal to review the judgment of 
the District Court by virtue of the Act of Oct. 31, 1951, c. 655, 8 48; 
65 Stat. 726; U.S.C., Title 28, section 1291. 


STATEMENT OF THE CASE 


Ugo Monaco, a citizen of Italy, is the inventor of a mechanism and 


method for producing transversely corrugated fiber glass reinforced 
plastic sheets by a continuous process. He assigned his invention to 
Montecatini, an Italian corporation. On September 16, 1952, he filed 
an application for a patent on his invention in Italy. On September 15, 
1953, he filed an application for a patent in the United States Patent Of- 
fice. Inthe meantime Paul Hoffman had filed an application for a patent 
on 2 Similar invention on November 20, 1952 The Commissioner of 
Patents adjudged that Monaco's application interfered in part with the 
application which had been filed by Hoffman. 


Originally Hoffman was the senior party to the interference. 
During the motion period, Monaco moved to shift the burden of proof. 
It was adjudged that Monaco was entitled to claim the benefit of his 
earlier filing date inItaly as provided by U.S.C., Title 35, section 119. 

onaco, accordingly, became the senior party, and Hoffman, as junior 
party, had the burden of proof.) 


In the interference proceedings, Monaco sought to introduce evi- 
dence of his inventive activity in Italy prior to his filing date in that 
country in order to show that he was the first and original inventor of 
the improvements constituting the subject matter of the interference. 
This evidence was excluded. Monaco’s motions to take depositions in 
Italy to show that Hoffman was not the first or original inventor were 
denied, and Monaco was not permitted to take depositions in Italy on 


: Since the assignment does not affect the issues which are involved in this 
case, Monaco and his assignee, Montecatini, are referred to in this brief 
simply as "Monaco." . 
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either the issue of priority or originality. Thus, Monaco was not. 
ie tent Pca tetealibid es i 
permitted toi duce any evidence as to his inventive apr viy abroad, 


except his application for a paten Italy. 


Hoffman, on the other hand, was allowed to introduce evidence to 
show his inventive activity prior to his application for a patent, On the 
evidence which was adduced, the Board of Patent Interferences found 


rn 
that Hoffman's conception date was December 31, 1951, and th that his 
date of reduction to practice was 3 J uly 2 1952. | 


Monaco, inter alia, submitted evidence that he had demonstrated 
his machine at an industrial fair in Milan, Italy, between April 12, 1952 
and April 27, 1952, tthat the machine was described in Italian publica- 
tions during that time, and that American visitors who saw the ‘machine 
returned to the United States with information concerning the machine 
prior to May 1, 1952. This evidence was offered as bearing on the issue 
of originality as well as priority. | 


The Board of Patent Interferences held that "no weight whatever 
can be accorded Monaco's assertion of derivation and Monaco is not 
entitled to establish the dates of his inventive activity in Italy other than 
his filing date on the theory that originality is involved." Accordingly, 


a 


it held he was restricted to September 16 1952, his fil ‘date in Italy, 


for proof of his invention. Having | thus restricted Monaco in the proof 


of his inv the Board awarded Priority of invention m of the 
subject matter in issue to the junior party, Hoffman. 
a NE a SE RO 


The appellants filed an action under U.S.C. , Title 35, section 
146, for review of the above decision of the Board of Patent Interferences 
in the United States District Court for the District of Columbia (Civil 
Action No. 2026-58). Similar actions were instituted in the United 
States District Court for the District of Connecticut (Civil Action No. 
7427) and in the United States District Court for the Southern District 
of Florida (Civil Action No. 8708-M). By stipulations which have 
been filed in the cases, the parties have Stipulated and agreed that the 
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proceedings in the District Courts for the Districts of Connecticut and 
Florida shall be stayed or otherwise suspended during the pendency of 
the action in the District Court for the District of Columbia. 


After the above actions had been instituted for review of the deci- 
sion of the Board of Patent Interferences awarding priority of invention 
to Hoffman, Monaco filed a petition in the Patent Office requesting the 
Commissioner of Patents to withhold issuance of the patent to Hoffman 
during the pendency-of the proceedings for : for review of the decision of the 
Board of Patent-Interferences. The Commissioner denied this petition. 
In his opinion, he stated that he could not withhold the issuance of a 
patent merely because the losing party had instituted proceedings for 
review of the decision of the Board of Patent Interferences as provided 
by U.S.C., Title 35, section 146. 


<Upon the denial by the Commissioner of their petition to withhold 
issuance of the patent pending the review proceedings, the plaintiffs- 


appellants instituted this action in the District Court for the District of 
Columbia for a declaratory judgment as to the duty of the Commissioner 
of Patents in the premises and to restrain him from issuing the patent 
pending the review proceedings S The Commissioner moved to dismiss 


the complaint on grounds that the court lacked jurisdiction over the 


onc OAR eit SA ME BS 
subject matter and that the er and that the complaint fe failed to st to state a claim upon which 


relief could be gran The District istrict Court Court granted the motion to dis- 


miss, without opinion, This is an appeal from the order of the District 


STATEMENT OF POINTS 


1. A proceeding in a United States District Court under U.S.C., 
Title 35, section 146, to review a decision of the Board of Patent Inter- 
ferences is an appeal. 


2. When an appeal is taken from a decision of an administrative 
agency to a court, jurisdiction over the matter is transferred to the 
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reviewing court so that the agency can proceed no further with regard 
to the matter until the appeal is terminated. | 


3. Since a proceeding in a United States District Court under 
U.S.C., Title 35, section 146, is an appeal, the Commissioner should 
withhold the issuance of a patent pending the review proceedings as he 
does when an appeal is taken to the Court of Customs and Patent Appeals 
under U.S.C., Title 35, section 141. The two statutes merely provide 
for alternate modes of appeal. | 


4. Although U.S.C., Title 35, section 135, provides that a deci- 
sion of the Board of Patent Interferences "shall constitute the final re- 
fusal of the Patent Office of the claims involved, and the Commissioner 
may issue a patent to the applicant who is adjudged the prior inventor, x 
the statute neither requires nor authorizes the Commissioner to issue a 
patent while an appeal is pending. ! 


5. Either a trial or appellate court may issue orders to maintain 


the status’ quo of a case while it is pending. 


6. Appellants will suffer irreparable harm if a patent is issued 
to the other party to the interference pending review by the courts. 


7. The parties have stipulated that the actions in the United 
States District Courts in Florida and Connecticut shall be stayed pend- 
ing the decision in the case which was filed in the District Court for the 
District of Columbia. Since the parties have agreed that their contro- 
versy shall be determined in the District Court for the District of Co- 
lumbia, the Commissioner should not issue a patent until the termina- 





tion of the litigation in that court. 
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SUMMARY OF ARGUMENT 


When an appeal is taken from a lower tribunal or administrative 
agency to an appellate court, jurisdiction over the matter is transferred 
to the appellate court, and the court or agency from which the appeal is 
taken can proceed no further with respect to the subject matter of the 
appeal until the appeal has been disposed of. A civil action (as provided 
by U.S.C., Title 35, section 146) to review a decision by the Board of 
Patent Interferences is an appeal. Consequently, the Commissioner of 
Patents cannot issue a patent to the winning party to an interference 
after the losing party has instituted such a proceeding to review the deci- 
sion of the Board of Patent Interferences. 


Although U.S.C., Title 35, section 135, provides that the deci- 
sion of the Board of Patent Interferences "shall constitute the final re- 
fusal by the Patent Office of the claims involved, and the Commissioner 
may issue a patent to the applicant who is adjudged the prior inventor," 
that section does not change the usual rule with regard to the effect of an 
appeal. This is recognized by the Commissioner, as is evidenced by 
the fact that when an appeal is taken to the Court of Customs and Patent 
Appeals (under U.S.C., Title 35, section 141), issuance of the patent 
is withheld until the appeal is terminated. 


The Commissioner contends that an action under U.S.C., Title 
35, section 146, to review a decision of the Board of Patent Interfer- 
ences is an action de novo rather than appeal. Under prior statutes, 
there were reasons for so holding, but (as will be shown in the argu- 


ment) such an action under the present statute constitutes an appeal. 


Even if the proceeding in the District Court for review of the deci- 


sion of the Board of Patent Interferences were an original action, the 
Court should order issuance of the patent to be withheld until the case 
is decided. Either a trial or appellate court may issue orders to 
preserve the status quo during a judicial proceeding. 
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If the Court holds (as we are thoroughly convinced it should) that 
a proceeding under U.S.C., Title 35, section 146 is an appeal and, | 
therefore, automatically divests the Commissioner of jurisdiction to 
issue a patent while the case is pending, no further orders will be neces- 
sary in order to protect the appellants. If, however, the Court holds 
(contrary to our contentions and belief) that a proceeding under Ue Wes 
Title 35, section 146 is an original action rather than an appeal, then an 
order should be entered staying issuance of the patent until the case is 
adjudicated by the District Court. | 


ARGUMENT 





THE COMMISSIONER CANNOT ISSUE A PATENT 
WHILE AN APPEAL FROM AN INTERFERENCE 
IS PENDING 


When an appeal is taken by the losing party to an interference, 


+ Re aE ARN AE RE 


the Commissioner of Patents cannot issue a patent to > the winning party 
while the appeal is is | pending. “it is universally . recognized that, when an 
appeal is taken from a trial court or administrative agency, the tribunal 
from which the appeal is taken can proceed no further with the case be- 
cause jurisdiction over the action has been transferred to the appellate 
court. With regard to the effect of an appeal on the jurisdiction of the 


lower tribunal, 3 Am. Jur. 192 (Appeal and Error, sec. 528) states: 





“The general rule is universally recognized 
that a duly perfected appeal or writ of error 
divests the trial court of further jurisdiction of 
the cause in which the appeal has been taken. 
The jurisdiction over the action is transferred “— 
to the appellate court." | 


The Commissioner of Patents recognizes that this is the general 
rule. In paragraph 7 of the "Points and Authorities," which was filed 
by the Commissioner in support of his motion to dismiss the complaint 


in this case in the District Court, the Commissioner States: 
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"In the absence of specific statutory direc- 
tions to the contrary, an appeal operates as a 
supersedeas and in the absence of positive 
provisions of the statute to the contrary, an 
appeal perfected as the law requires does 


proprio vigore stay proceedings under the order 
appealed from. 44 Corpus Juris Secundum, 
section 627a; Adler & Sons Co. v. Maglio, 

198 Wis. 24, 223 N.W. 89; Slabosbeske v. 
Chikowske, 273 Wis. 144, 77 N. W. 2d 497; 
Hudson v. Smith, 9 Wis. 122." 

In the case of In re Allen, 115 F. 2d 936 (C.C.P.A. 1940), the 
applicant for a patent filed a petition for reconsideration of a decision 
by the Board of Patent Appeals disallowing one of his claims. About 
six weeks later he filed a notice of appeal. On the day after the notice 
of appeal was filed, the Board rendered a decision on the petition for 
reconsideration. It found the claim had been rejected through inadvert- 
ence and should have been listed as allowable. In an attempt to correct 
this inadvertent error, the Board granted the petition for reconsideration 


and allowed the claim. The Court of Customs and Patent Appeals held 
the Patent Office did not have jurisdiction to allow the claim after an ap- 
peal was filed, even though the petition for reconsideration had been filed 
before the notice of appeal. The court said: 


The general rule is that where an appeal 
has been taken the effect of which is to transfer 
jurisdiction of the cause to the appellate court, 
the court from which the appeal is taken can 
proceed no further with respect to the subject 
matter of the appeal until the appeal has been 
disposed of. 


"Corpus Juris Secundum (4 C.J.S., Appeal 
and Error, 8 607) states the rule as follows: 
'The perfection of the appellate proceedings, 
and consequent transfer of jurisdiction vests 
the appellate court, with exclusive power over 
the subject matter of the proceedings, and sus- 
pends the power of the lower court with refer- 
ence thereto, although it retains power to do 

ng necessary to the prosecution of the 
case in the appellate court.’ (citing cases)." 
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In paragraph 23 of the "Additional Points and Authorities" which 
was filed by the Commissioner in support of his motion to dismiss the 
complaint in this case, he says that subsequent to the decision in the 
case of In re Allen, supra, "it has been and is the policy of the Commis- 
sioner not to issue a patent to an interference winner when there is 
pending an appeal under 35 U. S. C. 141 to the United States Court of 
Customs and Patent Appeals." | 


The Manual of Patent Examining Procedure (2d Ed., 1953), which 
is published by the Patent Office, also shows that this has been the 
policy of the Commissioner. Section 1109 of the Manual states: 


Sunder 35 U. S. C. 135, the Commissioner may 
at once issue a patent to the applicant who is ad- 
judged by the Board of Patent Interferences to be 
the prior inventor, without waiting for appeal by 
the loser S However, in or Cc 
policy of the Office not to issue a patent to the 
duri riod within whic 
peal may be taken to the Court of Customs and aT 


Patent Pmt or during the pendency of such 
appear. eretore, the files are not retur to 
the examining division until after the termina- 
tion of the appeal period, or the termination of 
the appeal, as the case may be. Jurisdiction of 
the Examiner is automatically restored with the 
return of the files, and the cases of all parties 
are subject to such ex parte action as their 
respective conditions may require, even though, 
where no appeal to the Court of Customs and 
Patent Appeals, was filed the losing party to the 
interference may file a suit under 35 U. S.C. 
146." 


The reason for the policy of the Commissioner of Patents of 
withholding the issuance of a patent when the losing party to an inter- 
ference has appealed to the Court of Customs and Patent Appeals is 
stated by the Commissioner in paragraph 6 of the "Points and Author- 
ities" which he filed in the District Court in support of his motion to 
dismiss the complaint in this case. In paragraph 6 of his "Points and 
Authorities" the Commissioner said: 
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"An appeal to the United States Court of 
Customs and Patent Appeals from an award of 
priority by the Board of Patent Interferences 
deprives the Commissioner of Patents of juris- 
diction of the subject matter. In re Allen, Jr., 
28 C.C.P.A. 792, 115 F. 2d 936; Meyers, etc. v. 
Polk Miller Products Corp., 40 C.C.P.A. 739, 
201 F. 2d 373." 
It is thus apparent that the Commissioner of Patents recognizes 
that, when an appeal is taken from a decision of the Board of Patent 


Interferences, he does not have jurisdiction to issue a patent while the 
appeal is pending. 


Tl. A PROCEEDING (under U.S.C., Title 35, sec. 
146) TO REVIEW A DECISION OF THE BOARD 
OF PATENT INTERFERENCES IS AN APPEAL 


A. An Appeal May Include A Trial De Novo 


As is shown above, the Commissioner of Patents recognizes that 
an appeal by the losing party to an interference deprives him of juris- 
diction to issue a patent to the winning party while the appeal is pending. 
He also recognizes that an appeal to the Court of Customs and Patent 
Appeals (under U. S. C., Title 35, sec. 141) is an "appeal." Conse- 
quently, when the losing party to an interference appeals to the Court 
of Customs and Patent Appeals, the Commissioner refuses to issue a 
patent to the winning party during the pendency of the appeal. However, 
when the losing party seeks review of the decision of the Board of 
Patent Interferences by a United States District Court (as provided by 
the patent to the arty immediately, notwithstanding the fact 
that the Board's-decision is being reviewed by the District Court. The 
_Commissioner acts in this contradictory manner because he thinks a 
proceeding in a district court for review of a decision of the Board of 


Patent Interferences is an action de novo rather than an appeal. 
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Although formerly there was much to be said for this viewpoint, 
the statutes (U.S.C., Title 35, sections 141 and 146) now provide alter- 
native methods of appeal. Section 141 provides for a limited review by 
the Court of Customs and Patent Appeals. Section 146 provides for a 
plenary review by a district court. 


Those two methods of review have long been recognized in the 
Anglo-American legal system. With regard to the scope of review, 
2 Am. Jur. 843-844 (Appeal and Error 8 2) states: 


"In the development of the English judicial 
System many methods of review came into use, 
each adapted to accomplish some particular 
purpose or suited to the procedure of one or the 
other of the two great systems of jurisdiction, 
namely, equity and law. Speaking generally, 
there are two fundamental methods. In one the 
case is heard de novo in the appellate court and 
the judgment is the judgment of that court. In 
the other the case is heard upon claimed errors 
of the lower court and the result is to affirm, 
modify, or reverse the judgment of the lower 
court. In other words, one is, in effect, a new 
trial, while the other passes merely upon the 
alleged errors made in the lower court. The 
former was the method of review in equity; the 
latter, the method of review at law." 


It is readily apparent that the "appeal" provided by U.S 
a eM 
Title 35, sec. 141, is comparable to review by the common law writ of 
eae Saati SE 2 atin _ ainsi test dalle! i 


error. The review by civil action, which is provided C., 
Title 35, sec. 146, is comparable to the appeal uity. ! 


In paragraph 8 of the "Points and Authorities" which the Com- 
missioner filed in support of his motion to dismiss this pti he 
stated: 


"A civil action under 35 U. S. C. 146 
(formerly part of R. S. 4915) is an action de 
novo in which additional evidence may be ad- 
duced. It is not an appeal." 
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That is the fundamental error which was made by the Commis- 
sioner and by the District Court. The fact that additional evidence may 
_ 


be adduced _in the appellate court does not prevent the proceeding from 
being an appeal. As the court said in Simmons v. Stern, 9 F. 2d 256 
(C.C.A. 8, 1925): 


“An appeal in equity is a trial de novo 
(Dower v. Richards, 151 U. S. 658, 663, 14 S. Ct. 
452, 38 L. Ed. 305; Central Improvement Co. v. 
Cambria Steel Co., 210 F. 696, 700, 127 C.C.A. 
184; Anderson v. Hultberg, 247 F. 273, 279, 159 
C.C.A. 367; Unkle v. Wills (C.C.A.) 281 F. 29, 
34; Emerson-Brantingham Implement Co. v. 
Johnson (C.C.A.) 1 F. 2d 212)." 


Many of our state courts likewise hold that an "appeal" is a trial 
de novo. For example, it has been held that the word "appeal," in its 


technical and appropriate sense, means taking a suit or cause and its 
final determination from an inferior court after final judgment therein 
to a superior court for trial de novo on its merits. In re Manufacturer's 


Freight Forwarding Co., 294 Mich. 57, 292 N.W. 678. Generally, unless 
otherwise indicated, where a statute uses the term "appeal," it provides 
a trial de novo, that is to say, a trial in all respects the same as if the 
case had originated in the appellate court. Griffitts v. Rockford Utility 
District, 34 S. W, 2d 33 (Tenn. App.). In Grimes v. City of Burlington, 
74 Iowa 123, 37 N.W. 106, the court said, "Whenever an appeal is 
authorized by a statute, unless otherwise restricted, the proceeding in 
all cases is anew, and in order to determine the very merits of the 
matters in dispute." 


In State ex rel. Spurck v. Civil Service Board, 226 Minn. 240, 
32 N.W. 2d 574, the court said an "appeal" strictly speaking, is a pro- 
ceeding by which a case is removed from a lower court to a higher 
court for trial there de novo, either upon the record made in the lower 
court or upon evidence newly introduced. Under a statute granting an 
employee an "appeal" to the state civil service board from a 
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classification of the employee by the civil service director, it was held 
that the appealing employee was entitled to a trial de novo before the 
board with all the incidents of a trial, including the right of being heard, 
production of witnesses and documents, the taking of evidence, exami- 
nation and cross-examination of witnesses, representation by counsel, 
presentation of arguments, decision upon the merits, and everything 
incident thereto. : 


It is true, of course, that nerally additional evidence cannot-be 


adduced in the appellate courts of the United This is because 
sSpSuI EVE WEUAIIy Ween Fesisicied by ahctore me review of the record. 
Where a statute merely gives a right of "appeal," the appellate review 

is as broad as that provided by U. S. C., Title 35, sec. 146, i.e., a trial 
de novo. In order to reduce the burden of the Supreme Court of the 
United States in reviewing cases on appeal, an early statute limited the 
introduction of additional evidence to admiralty and prize cases. This 

is explained in United States v. Coe, 155 U. S. 76, 15 S. Ct. 16, 39 L. 

Ed. 76, wherein Chief Justice Fuller said: | 


". . . a8 observed by Chief Justice Ellsworth, 
in Wiscart v. D'auchy, 3 Dall. 321, 'an appeal is a 
process of civil law origin and removes a cause 
entirely; subjecting the fact, as well as the law, to 
a review and retrial; but a writ of error is a proc- 
ess of common law and it removes nothing for 
examination but the law.' 


"The remedy by appeal in its original sense 
was confined to causes in equity, ecclesiastical, 
and admiralty jurisdiction. Undoubtedly, appel- 
late courts proceeding according to the course of 
the civil law may allow parties to introduce new 
allegations and further proofs, .... As to ap- 
peals to this court from the decrees of Circuit 
Courts in equity causes, it was provided by the 
Second section of the Act of Congress of March 3, 
1803, c. 40, 2 Stat. 244, carried forward into sec- 
tion 698 of the Revised Statutes, which was the 
first enactment giving the remedy by appeal, 'that 
ho new evidence shall be received in said court, 
on the hearing of such appeal, except in admiralty 
and prize causes.'" 
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In some jurisdictions, appellate courts are expressly authorized 
by statute to hear additional evidence. 3 Am. Jur. 379 (Appeal and 
Error 8 835). In jurisdictions where additional evidence cannot be 
introduced in the appellate court, the case may be remanded to the trial 
court for the taking of additional evidence. In the federal courts, it is 
familiar appellate practice to remand cases to the trial court to permit 
further evidence or additional findings. See Ford Motor Co. v. Labor 
Board, 305 U. S. 364 (1949). 


As shown in the first part of the argument, after an appeal has 
been perfected the tribunal from which the appeal is taken can proceed 
no further with respect to the subject matter of the appeal because 
jurisdiction is transferred to the appellate /eourt. This is true regard- 
less of whether additional evidence may be adduced in the reviewing 
court. (See the authorities cited in the first part of this brief.) 


It seems strange that the Commissioner of Patents is contending 
that an appeal to the Court of Customs and Patent Appeals from an 
award of priority by the Board of Patent Interferences (under U. S. C., 
Title 35, sec. 141) deprives the Commissioner of jurisdiction of the 
subject matter, but that a review by a District Court (under U. S. C., 
Title 35, sec. 146) does not. In other words, the Commissioner is con- 
tending that a court making a broad review has less power over the 
subject matter of the appeal than a court making a limited review. 
Obviously, if any distinction were to be made, the court making the 
broad review should have more power and control over the subject 
matter than a court making a limited review. We do not believe the 
Commissioner would make such an argument in the abstract. He is 
making the argument in this case only because he is relying upon old 
decisions whose ratio decidendi has been annihilated by subsequent 
statutory changes. 





= a5 
B. C es In The Relevant Statutes 


In order to evaluate the decisions which the Commissioner has 
relied upon, it is necessary to consider the various statutory changes 
which have occurred. | 


U.S. C., Title 35, sec. 146 (under which the appellants tn this 
case are proceeding) is derived from the Act of July 8 1870, c. 230, 
5 52, 16 Stat. 205, R. S. § 4915 as amended by the Act of Feb. 9, 1893, 
c. 74 $9, 27 Stat. 436; the Act of Mar. 2, 1927, c. 273, 8 11, 44 Stat. 
1336; the Act of Mar. 2, 1929, c. 488, 6 2(b), 45 Stat. 1476: the Act of 
Aug. 5, 1939, c. 451, 8 4, 53 Stat. 1212; and the Act of July 19, 1952, 
c. 950, 8 1, 66 Stat. 803. ) 


The pertinent sections of the Patent Act of 1870 provided: 
a eel 


"Section 48. And be it further enacted, 
That if such party, except a party to an inter- 
ference, is dissatisfied with the decision of the 
Commissioner, he may appeal to the Supreme 
Court of the District of Columbia, sitting in banc. 
(See Revised Statutes, Section 4911.) 


ss a Bis 


"Section 52. And be it further enacted, 
That whenever a patent on application is refused, 
for any reason whatever, either by the commis- 
sioner or by the Supreme Court of the District 
of Columbia upon appeal from the commissioner, 
the applicant may have remedy by bill in equity; 
and the court having cognizance thereof, on 
notice to adverse parties and other due proceed- 
ings had, may adjudge that such applicant is en- 
titled, according to law, to receive a patent for 
his invention, as specified in his Claim, or for any 
part thereof, as the facts in the case may appear. 
And such adjudication, if it be in favor of the 
right of the applicant, shall authorize the com- 
missioner to issue such patent, on the applicant 
filing in the Patent Office a copy of the adjudica- 
tion, and otherwise complying with the requisitions | 
of law. And in all cases where there is no opposing | 
party a copy of the bill shall be served on the com- 
missioner, and all the expenses of the proceeding 








16 


shall be paid by the applicant, whether the final 

decision is in his favor or not. (See Revised 

Statutes, Section 4915)." 

Under the Patent Act of 1870, the losing party to an interference 

had only one remedy, namely, a bill in equity as provided by R. S. § 4915. 
Any party, except a party to an interference, who was dissatisfied with a 
decision of the Commissioner of Patents could: (1) appeal to the Supreme 
Court of the District of Columbia (under R. S. § 4911); (2) file a bill in 
equity (under R. S. 8 4915) for an adjudication that he was entitled to a 
patent; or (3) appeal to the Supreme Court for the District of Columbia 
and, if he lost, file a bill in equity. His remedies were not mutually 
exclusive. No time limit was provided by the statute (R. S. § 4915) for 
filing the bill in equity. 


Section 9 of the Judiciary Act of 1893 provided: 


"That the determination of appeals from the 
decision of the Commissioner of Patents, now 


vested in the general term of the Supreme Court 
of the District of Columbia, . . . shall hereafter 
be . . . vested in the Court of Appeals created 
by this Act; and in addition, any party aggrieved 
by a decision of the Commissioner of Patents in 
any interference case may appeal therefrom to 
said Court of Appeals." 


After the Act of 1893, the losing party to an interference could 
either: (1) appeal to the Court of Appeals immediately, (2) file a bill 
in equity, or (3) appeal to the Court of Appeals and, if he lost, later file 
a bill in equity. The remedies were not mutually exclusive, and there 
was no time limit for filing the bill in equity. 


By the Act of March 2, 1927 (44 Stat. 1335), R. S. 8 4915 was 
amended so as to provide as follows: 


"Section 4915. Whenever a patent on appli- 
cation is refused by the Commissioner of Patents, 
the applicant, unless appeal has been taken from 
the decision of the Board of Appeals to the Court 
of Appeals of the District of Columbia, and such 
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appeal is pending or has been decided, in which 
case no action may be brought under this section, 
may have remedy by bill in equity, if filed within 
six months after such refusal; and the court 
having cognizance thereof, on notice to adverse 
parties and other due proceedings had, may ad- 
judge that such applicant is entitled, according to 
law, to receive a patent for his invention, as 
specified in his claim or for any part thereof, as 
the facts in the case may appear. And such ad- 
judication, if it be in favor of the right of the ap- 
plicant, shall authorize the commissioner to 
issue such patent on the applicant filing in the | 
Patent Office a copy of the adjudication and other- | 
wise complying with the requirements of law. In | 
all cases where there is no opposing party a copy 
of the bill shall be served on the commissioner; 
and all the expenses of the proceedings shall be 
paid by the applicant, whether the final decision 

is in his favor or not. In all suits brought here- 
under where there are adverse parties the record | 
in the Patent Office shall be admitted in whole or | 
in part, on motion of either party, subject to such 
terms and conditions as to costs, expenses, and 
the further cross-examination of the witnesses as | 
the court may impose, without prejudice, however, | 
to the right of the parties to take further testi- | 
mony. The testimony and exhibits, or parts 
thereof, of the record in the Patent Office when 
admitted shall have the same force and effect as 

if originally taken and produced in the suit." 





The Act of 1927 made several important changes. In the first 
place, it made an appeal to the Court of Appeals and a bill in equity in 
a District Court mutually exclusive remedies. In the second place, it 
provided a time limit of six months within which the bill in equity must 
be filed. In the third place, it provided for admission of the record in 
the Patent Office in the District Court. With these changes, the bill in 
equity (as provided by R. S. 8 4915) became an alternative method of 
appeal. | 


In 1929 the Court of Customs and Patent Appeals was created, 
and the jurisdiction formerly vested in the Court of Appeals for the 
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District of Columbia in respect of appeals from the Patent Office in 
patent and trade mark cases was transferred to the Court of Customs 
and Patent Appeals. 


No essential changes were made in the statute by the 1939 amend- 


ment. 


Under the Patent Code of 1952, a party who is dissatisfied with a 
decision of the Board of Patent Interferences may either appeal to the 
Court of Customs and Patent Appeals (under U. S. C., Title 35, sec. 141) 
or file a civil action in a District Court (under U. S. C., Title 35, sec. 

' 446). If he appeals to the Court of Customs and Patent Appeals, any 
adverse party may elect to have further proceedings conducted in a 
district court. 


The Patent Code of 1952 provides that the time within which an 
appeal (under sec. 141) or a civil action (under sec. 146) may be filed 
shall be within such time as the Commissioner shall appoint, which 


shall not be less than sixty days. U.S. C., Title 35, sections 142 and 
146. By rule 304 the Commissioner has provided that the time shall be 
sixty days in either case. 


Insofar as they are relevant to our present discussion, U.S. C., 
Title 35, sections 141 and 146 provide: 


"8141. An applicant dissatisfied with the 
decision of the Board of Appeals may appeal to 
the United States Court of Customs and Patent 
Appeals, thereby waiving his right to proceed 
under section 145 of this title. A party to an 
interference dissatisfied with the decision of the 
board of patent interferences on the question of 
priority may appeal to the United States Court 
of Customs and Patent.Appeals, but such appeal 
shall be dismissed if any adverse party to such 
interference, within twenty days after the appel- 
lant has filed notice of appeal according to sec- 
tion 142 of this title, files notice with the Com- 
missioner that he elects to have all further 
proceedings conducted as provided in section 146 
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of this title. Thereupon the appellant shall have 
thirty days thereafter within which to file a civil 
action under section 146, in default of which the 
decision appealed from shall govern the further 
proceedings in the case. July 19, 1952, c. 950, 
8 1, 66 Stat. 802. 


"8 146. Any party to an interference dis- 
Satisfied with the decision of the board of patent 
interferences on the question of priority, may 
have remedy by civil action, if commenced with- 
in such time after such decision, not less than 
Sixty days, as the Commissioner appoints or as 
provided in section 141 of this title, unless he 
has appealed to the United States Court of Cus- 
toms and Patent Appeals, and such appeal is 
pending or has been decided. In such suits the 
record in the Patent Office shall be admitted on 
motion of either party upon the terms and 
conditions as to costs, expenses and the further 
cross-examination of the witnesses as the court 
imposes, without prejudice to the right of the 
parties to take further testimony. The testi- 
mony and exhibits of the record in the Patent 
Office when admitted shall have the same effect 
as if originally taken and produced in the suit. 


"Such suit may be instituted against the 
party in interest as shown by the records of the 
Patent Office at the time of the decision com- 
plained of, but any party in interest may become 
a party to the action. If there be adverse parties 
residing in a plurality of districts not embraced 
within the same state, or an adverse party re- 
Siding in a foreign country, the United States 
District Court for the District of Columbia shall 
have jurisdiction and may issue summons 
against the adverse parties directed to the mar- 
shal of any district in which any adverse party 
resides. Summons against adverse parties re- 
Siding in foreign countries may be served by 
publication or otherwise as the court directs. 
The Commissioner shall not be a necessary 
party but he shall be notified of the filing of the 
Suit by the clerk of the court in which it is filed 
and shall have the right to intervene. Judgment 
of the court in favor of the right of an applicant 
to a patent shall authorize the Commissioner to 
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issue such patent on the filing in the Patent Office 
of a certified copy of the judgment and on com- 
pliance with the requirements of law. July 19, 
1952, c. 950, 8 1, 66 Stat. 803." 


C. Analysis Of The Cases Cited By The Commissioner 


In denying plaintiffs’ petition to withhold issuance of the patent 
pending review of the decision of the Board of Patent Interferences, the 
Commissioner relied upon the following cases: In re Sargent 1877 
C. D. 125, 12 O. G. 475; Whipple v. Minor, 115 Fed. 117 (D. Mass., 
1883); Wells v. Boyle, 1888 C. D. 36, 43 0. G. 753; McIntyre v. Perry, 
1911 C. D. 92, 169 O. G. 943; Fischer v. Pater,, 1928 C. D. 13, 368 
O. G. 493; Sanford v. Kepner, 179 Ms. Dec. 515; In re McDonough (1955), 
file of Patent No. 2,736,323, paper No. 29; Eckert and Mauchly v. 


Williams, Interference No. 85,809, paper No. 65. 


Only one of the above cases :is.a decision by. a, court, viz. ,.Whipple v. 
Minor, which will be analyzed infra. The others are decisions by the 
Patent Office. Moreover, the later decisions were decided merely by 
reliance upon the earlier ones without taking into consideration the 
intervening statutory changes. Thus, the Commissioner's authorities 


are not as impressive as they, at first, appear. 


In the case of In re Sargent, 1877 C. D. 125, 12 O. G. 475, the 
Secretary of Interior held the Commissioner of Patents could not refuse 
to issue a patent to the winning party to an interference proceeding 
merely because an action was brought by the losing party under former 
R. §. 4915. The reasons given for the decision were that the proceed- 
ing under R. S. 4915 was a "proceeding de novo” and "in no sense an 
appeal.” As the statutes under which this case was decided were the 


same as those involved in Whipple v. Minor, the two cases will be 
discussed together. 


In Whipple v. Minor, 115 Fed. 117 (D. Mass., 1883), the losing 
party to an interference proceeding brought an action (under R. S. 4915) 
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for an adjudication that he was entitled to a patent and to enjoin the 
issuance of a patent to the other party to the interference proceeding. 
The court held: | 


", . . the case is put on the simple legal 
proposition that the statute above cited is in- 
tended to give the courts a purely and strictly 
appellate jurisdiction in cases of interference, 
and that the appeal suspends the original judg- 
ment. 


"I do not find the law to be so. The statute 
applies primarily to ordinary cases which are 
heard ex parte in the patent office, and though 
the language is broad enough to include a case 
where there has been a contest, yet it is, 
plainly; amindependent, original jurisdiction 
which is given to the courts. If it were not so, 
the mode of appeal, and the security to be given 
the adverse party, would undoubtedly be provided 
for, but especially the time within which the ap- 
peal should be taken, so that the commissioner 
might know whether he could issue the patent or 
not. Under the theory of the bill, it is left to the 
mere discretion of the defeated party when, and 
under what circumstances, the action of the office 
shall be suspended. This cannot be the law." 





The above case is the most important authority relied upon by 
the Commissioner. His other cases are merely decisions of the Patent 
Office which were decided on authority of Whipple v. Minor. When the 
court's reasoning is analyzed, it is obvious that the case would have 
been decided differently under the present statutes. | 


In holding that former R. S. 8 4915 did not give the court appel- 
late jurisdiction, the court relied upon the following factors: (1) the 


statute applied primarily to ordinary cases which were heard ex parte 
in the Patent Office; and (2) if the statute gave appellate jurisdiction, 
the mode of appeal and security to the adverse party would be provided 
for, but especially the time within which the appeal should be taken so 
the Commissioner might know whether he could issue the patent or not. 
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The statutes have since been amended so as to supply each of those 
elements. 


In the first place, present U. S. C., Title 35, sec. 146 (unlike 
former R. S. 8 4915) applies only to review of decisions of the Board of 
Patent Interferences. In the second place, the mode of review is now 
specifically provided for, and security for costs must be given. (It is 
interesting to note that no security need be given when an appeal is 
taken to the Court of Customs and Patent Appeals). In the third place, 
an action for review by a district court must now be filed within 60 days 
after the date of the decision by the Board of Patent Interferences. See 
U.S. C., Title 35, sec. 146; Patent Office Rule 304. The same time 
limit is now provided for review by a district court as for an appeal to 
the Court of Customs and Patent Appeals. This corrects the major 
deficiency which the court found in Whipple v. Minor, supra. The Com- 
missioner now knows within 60 days whether he can issue a patent. 


What has been said with regard to the case of Whipple v. Minor 
applies with equal force to the case of In re Sargent, supra, since the 
statutes involved in each case were the same. The same is true of the 
case of Wells v. Boyle, 1888 C. D. 36, 43 O. G, 753, which was also 
decided under the same statutes and in reliance upon the above cases. 


Mcintyre v. Perry, 1911 C. D. 92, 169 O. G. 943, is the next case 
relied upon by the Commissioner. In that case, the losing party to an 
interference appealed to the Court of Appeals for the District of Colum- 
bia. After that court had affirmed the decision of the Commissioner, 
he filed an action under R. S. 4915 and filed a motion that further pro- 
ceedings in the patent office be suspended and stayed and a patent to the 
winning party withheld until the termination of the suit under R. S. 4915. 
The motion was denied. It was contended that the suit under R. S. 4915 
was in effect an appeal from the judgment of the Court of Appeals for 
the District of Columbia, but the court held the suit under R. S. 4915 
was an independent suit. 
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That case was also decided while there was no time limit within 
which to institute an action in a district court for review of a decision 
of the Board of Patent Interferences. Moreover, an action could be 
brought in a district court after an appeal to the Court of Appeals for 
the District of Columbia.’ An appeal to the Court of Appeals had actually 
been taken in that case, and the patent had been withheld pending review 
by the Court of Appeals. Since that case was decided, the jurisdiction of 
the Court of Appeals of the District of Columbia in such cases has been 
transferred to the Court of Customs and Patent Appeals; the jurisdiction 
of that court and the district courts in the review of Patent Office deci- 
sions has been made mutually exclusive; and a party must select the 
court in which he wants his case reviewed and institute his proceedings 
within 60 days after the decision of the Board of Patent Interferences. 
Thus, the statutes now provide two mutually exclusive methods of 





review -- which is quite a contrast to the chaotic situation which pre- 
vailed under the statutes which were in force at the time M Meintyr ev. 
Perry was decided. 


In Fischer v. Pater, 1928 C. D. 13,368 O. G. 493, it was held that: 


"The Commissioner of Patents has no author- 
ity to withhold the issuance of the patent to the : 


winning party in an interference pending the deter- 
mination of the suit under section 4915 (see Wells: 
v. Boyles, 43 O. G. 753, 1888 C. D. 36, and : 
McIntyre v. Perry, 169 O. G. 943, 1911 C. D. 92, 
and cases therein cited; also Whipple v. Minor, 

io ©... 117)” 


. With regard to this practice, Mr. Ralph J. Gilbert recently seik: "Under 
this construction an almost comic situation resulted. Applicant first appealed 
from a decision of the Commissioner of Patents to the Court of Appeals for the 
District of Columbia. If the decision was adverse to him, the a applicant could 
then file a bill in equity in the lower court of the District of Columbia. This 
court would hardly be likely to overrule the decision of its own court of appeals, 
which had already made an adverse decision. If it did overrule such decision, 
the appeal was taken to the court which had made the adverse decision in the 


first place." Gilbert, Supreme Court Review of Patent and Trademark Deci- 


Sions, 48 Trademark Reporter 8, 13 (1958). 
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That case was decided solely upon reliance upon the decisions 
which were discussed above. The other more recent cases, which are 
relied upon by the Commissioner, were also decided by the Patent 
Office simply by reliance upon the above decisions, without taking 
account of the statutory changes which have occurred. Consequently, 
it would serve no purpose to extend this brief so as to discuss them at 
length. 


As we have shown, all of the cases cited by the Commissioner 
are predicated on the authority of Whipple v. Minor, 115 Fed. 117 (D. 
Mass., 1883), and the reasons for the holding in that case presently do 
not exist, because of statutory changes. Obviously, that case is no 
longer authority. Cessante ratio legis, cessat et ipsa lex. The elements 
of an appeal which the court found to be lacking under former R. S. 
§ 4915 have now been supplied. Clearly, a proceeding under U. S. C., 
Title 35, 8 146, for review of a decision of the Board of Patent Inter- 
ferences by a district court, now constitutes an appeal. 


I. EITHER A TRIAL OR APPELLATE COURT MAY ISSUE 
ORDERS TO PRESERVE THE STATUS QUO OF A CASE 
WHILE IT IS PENDING 


For the reasons which we have discussed above, a proceeding in 
a district court (under U. S. C., Title 35, 8 146) for review of a decision 


nana 

of a Board of Patent Interferences is an appeal. Consequenty. the Com- 
Cee eee eaaaiaETENE aaa 

missioner of Patents cannot issue a patent to one of 


the review proceedings are pending. However, even if such a proce 
a eeneinneniiiiations] 


ing were not an appeal, the district court could neverthele such 


orders as might be necessary to preserve the status quo of the case 
issue orders to preserve 8 quo of a case while it is being 
adjudicated. 


It has sometimes been said that, where the Courts of Appeals 
are given jurisdiction to review orders of federal administrative agencies, 
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such jurisdiction is original rather than appellate, and that the courts of 
appeals may issue orders to protect the rights of the parties in the same 
manner as a trial court of general jurisdiction in an injunction suit. For 


example, in Natural Gas Pipeline Co. v. Federal Power Commission, 
128 F. 2d 481 (C. C. A. 7, 1942), the court said: , 


"We think it well settled that in respect to 
review of orders of Federal Boards and Com- 
missions, the jurisdiction of the Circuit Court 
of Appeals, when granted by Congress, is orig- 
inal rather than appellate in character and that, 
being endowed with original jurisdiction, the 
court may by its own orders protect the rights 
of the parties in any manner in which any trial 
court of equity of general jurisdiction might do 
So in an injunction suit. Butterick Co. v. Fed- 
eral Trade Commission, 2 Cir., 4 F. 2d 910; 
Silver Co. v. Federal Trade Commission, 

6 Cir., 292 F. 752; Chamber of Commerce v. 
Federal Trade Commission, 8 Cir., 13 F. 2d 
673; Federal Trade Commission v. Balme, 

2 Cir., 23 F. 2d 615, certiorari denied 277 

U. S. 598, 48 S. Ct. 560, 72 L. Ed. 1007; Indi- 
ana Quartered Oak Co. v. Federal Trade Com- 
mission, 2 Cir., 58 F. 2d 182." 





Although it seems more accurate to regard a judicial review of 


an order of a federal administrative agency as an appeal, it makes 
little difference insofar as the power of the reviewing court is con- 
cerned. In Scripps-Howard Radio v. Federal Gommenicstions Comins 
sion, 316 U.S. 4, 86 L. Ed. 1229, 62 S. Ct. 875 (1942), the court held: 


"Where, pursuant to the provisions of 
8 402(b) of the Communications Act of 1934, 
an appeal has been taken to the United States 
Court of Appeals for the District of Columbia 
from an order of the Federal Communications 
Commission, that court, in order to preserve 
the status quo pending appeal, has power to 
stay the execution of the Commission's order 
from which the appeal was taken, pending the 
determination of the appeal." 
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The rule which was expressed in those cases has been adopted by 
the Administrative Procedure Act. Section 10(d) of that Act (Act of 
June 11, 1946, c. 324, 8 10; 60 Stat. 243; U. S. C., Title 5, 8 1009(d) ) 
provides: 


“Pending judicial review any agency is 
authorized, where it finds that justice so re- 
quires, to postpone the effective date of any 
action taken by it. Upon such conditions as 
may be required and to the extent necessary 
to prevent irreparable injury, every review- 
ing court (including every court to which a 
case may be taken on appeal from or upon 
application for certiorari.or other writ to a 
reviewing court) is authorized to issue all 
necessary and appropriate process to post- 
pone the effective date of any agency action 
or to preserve status or rights pending con- 
clusion of the review proceedings." 


<The Administrative Procedure Act thus authorizes either the 


Patent Office or any reviewing court to postpone issuance of a patent 
pending a review of a decision by the Board of Patent Interferences. ) 


Iv. U.S. C., TITLE 35, 8 1385, DOES NOT AUTHORIZE 
THE COMMISSIONER TO ISSUE A PATENT WHILE 
A CASE IS BEING REVIEWED BY A COURT 


In refusing to withhold issuance of the patent until the decision of 
the Board of Patent Interferences could be reviewed by the District 
Court, the Commissioner relied upon the following provision of U. S. C., 
Title 35, 8 135: 


"The question of priority of invention 
shall be determined by a board of patent 
interferences (consisting of three examiners 
of interferences) whose decision, if adverse 
to the claim of an applicant, shall constitute 
the final refusal by the Patent Office of the 
claims involved, and the Commissioner may 
issue a patent to the applicant who is adjudged 
the prior inventor." 
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The first part of the above statute merely states that the decision 
of the Board of Patent Interferences is the final refusal by the Patent 
Office of the claims involved. Its purpose is to make clear that no 
further action is to be taken by the Patent Office with respect to the 
claims. 


The last clause of the above statute, which provides that "the 
Commissioner may issue a patent to the applicant who is adjudged the 
prior inventor," is the part upon which the Commissioner is relying in 
this case. But an applicant has not been "adjudged" the prior inventor 
when an appeal is pending. The case is still under adjudication. In re 
Allen, 28 C. C. P, A. 792, 115 F. 2d 936. The Commissioner recognizes 
that this is the case when an appeal is taken to the Court of Customs and 
Patent Appeals under U.S. C., Title 35, 8141. In paragraph 6 of the 
"Points and Authorities" which he filed in support of his motion to dis- 
miss, he said: | 





"An appeal to the United States Court of 
Customs and Patent Appeals from an award of 
priority by the Board of Patent Interferences 
deprives the Commissioner of Patents of juris- 
diction of the subject matter." 

The above statute (U. S. C., Title 35, 8 135) has the same appli- 
cation to an appeal to the Court of Customs and Patent Appeals as it 
does to a proceeding for review by a district court. The statute affords 
no basis for holding that a patent must be withheld when a decision of 

ee 
the Board of rferences is being reviewed by the Court of 
Customs and Patent but cannot be withheld when the decision 
is being reviewed by a district court. The statute applies with ies 


force to both methods of review. 


It should be noticed that the statute does not provide that the 
Commissioner may issue a patent "immediately after the decision of 
the Board of Patent Interferences." The statute provides that the 
Commissioner may issue a patent to the applicant who is "adjudged" 


| 
| 
| 
| 
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the prior inventor. A controversy is not "adjudicated" until the time 
for review has expired. United States v. Utah-Idaho Sugar Co., 96 F. 
2d 756 (C. C. A. 10, 1938). 


The mere fact that a statute provides that an administrative 
agency "may" take certain action does not preclude a court which is 
reviewing the agency's decision from postponing the effective date of 
the agency's action pending review. For example, in Scripps-Howard 


Radio v. Federal Communications Commission, 316 U. S. 4, 86 L. Ed. 
1229, 62 S. Ct. 875 (1942), the Federal Communications Act provided 
that "any station license or construction permit may be modified by the 


Commission . ..." The Act was silent as to whether a reviewing 
court could stay such orders pending appeal. The Commission granted 
a construction permit to Station WCOL in Columbus, Ohio, allowing it 
to change its frequency from 1210 to 1200 kilocycles and to increase its 
power from 100 to 250 watts. The appellant's station (WCPO in Cin- 
cinnati) operated on a frequency of 1200 kilocycles with power of 250 
watts. A stay of the Commission's order was requested by the appel- 
lant pending disposition of its appeal. The Supreme Court held a stay 
order could be issued. Justice Frankfurter, speaking for the Court, 
said: 


"No court can make time stand still. The 
circumstances surrounding a controversy may 
change irrevocably during the pendency of an 
appeal, despite anything a court can do. But 
within these limits it is reasonable that an ap- 
pellate court should be able to prevent irrepa- 
rable injury to the parties or to the public re- 
sulting from premature enforcement of a 
determination which may later be found to 
have been wrong. It has always been held, 
therefore, that as part of its traditional equip- 
ment for the administration of justice, a fed- 
eral court can stay the enforcement of a judg- 
ment pending the outcome of an appeal. In re 
Claasen, 140 U. S. 200; In re McKenzie, 180 
U. S. 536." 
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As is shown elsewhere in this brief, the rule of the above cases 
has since been written into Section 10(d) of the Administrative Pro- 
cedure Act. (U. S. C., Title 5, 8 1009 (d)). Under Section 10(d) of the 
Administrative Procedure Act, any administrative agency and every 
reviewing court is authorized to postpone the effective date of any 
agency action pending conclusion of the review proceedings. : 


V. THE RELIEF NECESSARY TO PROTECT THE 
APPELLANTS 

It is essential that issuance of the patent be withheld so as to 
preserve the status quo while the decision of the Board of Patent Inter- 
ferences is being reviewed by the District Court. If it is not withheld, 
the appellants may suffer irreparable injury.<If a patent is issued to 
Hoffman and the District Court later finds that Monaco is entitled to 
the patent, there will be two patents outstanding. Although Section 135 
of the Patent Code (U. S. C., Title 35, 8 135) provides that a final judg- 
ment adverse to a patentee shall constitute cancellation of the claims 
involved from the patent, eee appellants coul could _ 


acuon oder Section 201- Section 135 Caectan as have relevant) revels 
provides: 


"A final judgment adverse to a patentee from | 
which no appeal or other review has beenorcan | 
be taken or had shall constitute cancellation of the | 
claims involved from the patent, and notice thereof 
shall be endorsed on copies of the patent ehareatier 
distributed by the Patent Office." 





If a patent is granted to Hoffman, he can immediately eae 
institute infringement actions or injunction suits against the appellants 
or any of their licensees. Even if Hoffman did not bring an infringe- 
ment action or suit for injunction immediately, the appellants could not 
use their invention without running the risk of an infringement action 
against them at some later date. Moreover, as a practical matter, 
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Hoffman would be able to license his patent and collect royalties, while 
appellants could not. Although a license agreement can be entered into 
before a patent is issued, anyone interested in the invention would take 
a license from Hoffman (if he had a patent) rather than from appellants. 
By taking a license from Hoffman they would be taking no risk -- regard- 
less of the outcome of the litigation between Hoffman and Monaco. If 
Hoffman won, of course they would suffer no injury. If Monaco won, 
they would not be liable as infringers. 40 Am. Jur. 659 (Patents 8 177); 
3 Walker on Patents (Deller Ed.) 8 450; Agawam Woolen Ca. v. Jordan, 
7 Wall. 583, 19 L. E. 177. On the other hand, a licensee of Monaco 
would be liable as an infringer if Hoffman ultimately prevailed. He 
might even be held liable as an infringer and enjoined from using his 
license while the litigation between Monaco and Hoffman is pending. 
Therefore, in order to avoid all risk, parties interested in the invention 
would obtain a license from Hoffman rather than from Monaco. While 
in such a favorable position, the party who had the patent could hardly 
be expected to try to expedite the proceedings for review of the decision 
of the Board of Patent Interferences. In fact, he would have every in- 
centive to delay the litigation as much as possible. He would have his 
patent, and even the limited relief of cancelling claims to his patent 
(under section. 135) could not be given to the other party until he ob- 
tained a final judgment from which no appeal or other review could be 
had. If he ultimately loses, he will have had free use of the invention 
during the litigation. If he wins, he can obtain damages for infringe- 
ment from the other party. 


On the other hand, if issuance of the patent is withheld while the 
decision of the Board of Patent Interferences is being reviewed by the 
District Court, both parties will stand on the same level. Neither will 
have any advantage over the other. In fairness to the parties and in the 
public interest, a patent should be withheld pending the review proceed- 
ings. As the court stated in Turchan v. Bailey Meter Co., 119 U.S. P. Q. 
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165 (D. Del., 1958), an action under Section 146 "is in reality a con- 
tinuation of the Interference Proceeding." In that case the court also 


said: ! 


"It is customary that, when a suit filed under : 
Section 4915, or the present statute, Section 146, 
is pending, the Patent Office will not permit the 
winning party in the Patent Office to proceed to | 
have the patent issued." | 
| 
<< Commissioner says it is now his policy to withhold issuance 
of a patent when a decision of the Board of Patent Interferences is being 
reviewed by the Court of Customs and Patent Appeals (under Section 
141), but to issue the patent when the Board's decision is being reviewed 
by a District Court (under Section 146). There is no basis for such a 
difference in policy. The same reasons require withholding the patent 
in both cases until the controversy can be determined by the court. 


The parties to the action in the District Court for the District of 
Columbia for review of the decision of the Board of Patent Interferences 
have all recognized that their differences should be finally determined 
by the litigation in that Court. They have therefore stipulated that the 
actions in other courts shall be stayed until after the termination of the 
case in the District Court for the District of Columbia. The Commis- 
sioner should not interfere with such a stipulation by issuing a patent 
to one of the parties. He should leave the parties to litigate their 
controversy in the District Court for the District of Columbia on an 
equal footing, as they have agreed to do. 


If this Court holds (as we think it should) that a proceeding under 
U. S. C., Title 35, 8 146, is an appeal and, consequently, the Commis- 
sioner cannot issue a patent after such a proceeding is instituted, no 


further orders will be necessary in order to protect the appellants. 
The mere declaration of the principle of law involved will be sufficient. 
We are satisfied that the Commissioner would not issue the patent after 
such a decision. Even if he did, the patent would be invalid, and an 
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adjudication to that effect could be obtained by an application for further 
relief under U. S. C., Title 28, 8 2202. 


If, however, the Court holds (contrary to our contentions and ex- 
pectations) that a proceeding under U. S. C., Title 35, 8 146, is an 
original action, then an order should be entered staying issuance of the 
patent until the case is adjudicated by the District Court. As was shown 
above, the courts are authorized to issue such orders by Section 10(d) 
of the Administrative Procedure Act. U.S. C., Title 5, 8 1009(d). 


CONCLUSION 


For the foregoing reasons, we believe the Court should hold that 
the Commissioner of Patents does not have jurisdiction to issue a 
patent until after the termination of the proceeding in the District Court 
for review of the decision of the Board of Patent Interferences. If, 
however, the Court finds that the filing of the proceeding in the District 


Court does not ipso facto compel the Commissioner to withhold issuance 
of the patent, an order should be entered staying issuance of the patent 
while the review proceedings are pending. 


Respectfully submitted, 
TOULMIN & TOULMIN 
Harry A. Toulmin, Jr., Esq. 
F. E. Drummond, Esq. 


1248 Pennsylvania Building 
Washington, D. C. 


Attorneys for Appellants 


George W. Stengel, Esq. 
Of Counsel 
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APPENDIX 





STATUTES, REGULATIONS, AND RULES 


PATENT ACT OF 1870, 16 STAT. 205 


SECTION 48. AND BE IT FURTHER EN- 
ACTED, That if such party, except a party to 
an interference, is dissatisfied with the deci- 
Sion of the Commissioner, he may appeal to 
the Supreme Court of the District of Columbia, 
sitting in banc. 

SECTION 52. AND BE IT FURTHER EN- 
ACTED, That whenever a patent on application 
is refused, for any reason whatever, either by 
the commissioner or by the Supreme Court of 
the District of Columbia upon appeal from the 
commissioner, the applicant may have remedy 
by bill in equity; and the court having cogni- 
zance thereof, on notice to adverse parties and 
other due proceedings had, may adjudge that 
such applicant is entitled, according to law, to 
receive a patent for his invention, as specified 
in his claim, or for any part thereof, as the 
facts in the case may appear. And such ad- 
judication, if it be in favor of the right of the 
applicant, shall authorize the commissioner to 
issue such patent, on the applicant filing in the 
Patent Office a copy of the adjudication, and 
otherwise complying with the requisitions of 
law. And in all cases where there is no oppos- 
ing party a copy of the bill shall be served on 
the commissioner, and all the expenses of the 
proceeding shall be paid by the applicant, 
whether the final decision is in his favor or not. 


JUDICIARY ACT OF 1893, C. 74, 89, 27 STAT. 436 


SECTION 9. That the determination of 
appeals from the decision of the Commissioner 
of Patents, now vested in the general term of 
the Supreme Court of the District of Columbia, 
in pursuance of the provisions of section seven 
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hundred and eighty of the Revised Statutes of 
the United States, relating to the District of 
Columbia, shall hereafter be and the same is 
hereby vested in the Court of Appeals created 
by this act; and in addition, any party aggrieved 
by a decision of the Commissioner of Patents 
in any interference case may appeal therefrom 
to said Court of Appeals. 


ACT OF MAR. 2, 1927, 44 STAT. 1335 


SECTION 4915. Whenever a patent on ap- 
plication is refused by the Commissioner of 
Patents, the applicant, unless appeal has been 
taken from the decision of the Board of Appeals 
to the Court of Appeals of the District of Co- 
lumbia, and ‘such appeal is pending or has been 
decided, in which case no action may be brought 
under this section, may have remedy by bill in 
equity, if filed within six months after such re- 
fusal; and the court having cognizance thereof, 
on notice to adverse parties and other due pro- 
ceedings had, may adjudge that such applicant 
is entitled, according to law, to receive a 
patent for his invention, as specified in his 
claim or for ahy part thereof, as the facts in 
the case may appear. And such adjudication, 
if it be in favor of the right of the applicant, 
shall authorize the commissioner to issue such 
patent on the applicant filing in the Patent Office 
a copy of the adjudication and otherwise comply- 
ing with the requirements of law. In al! cases 
where there is no opposing party a copy of the 
bill shall be served on the commissioner; and 
all the expenses of the proceedings shall be 
paid by the applicant, whether the final decision 
ts in his favor or not. In all suits brought here- 
under where there are adverse parties the 
record in the Patent Office shall be admitted in 
whoie or in part, on motion of either party, sub- 
ject to such terms and conditions as to costs, 
expenses, and the further cross-examination of 
the witnesses as the court may impose, without 
prejudice, however, to the right of the parties to 
take further testimony. The testimony and ex- 
hibits, or parts thereof, of the record in the 
Patent Office when admitted shall have the same 
force and effect as if originally taken and pro- 
duced in the suit. 
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ACT OF MAR. 2, 1929, C. 488, 82(b), 45 STAT. 1476 


SEC. 2. (a) The jurisdiction now vested 
in the Court of Appeals of the District of Co- 
lumbia in respect of appeals from the Patent 
Office in patent and trade-mark cases is vested 
in the United States Court of Customs and 
Patent Appeals. 


U. 8... TITLE 35, #5 Dor OF JULY 19, 1952, c. 950, 8 1; 66 
STAT. 801) ! 


Whenever an application is made for a 
patent which, in the opinion of the Commis- 
sioner, would interfere with any pending ap- 
plication, or with any unexpired patent, he shall 
give notice thereof to the applicants, or appli- 
cant and patentee, as the case may be. The 
question of priority of invention shall be deter- 
mined by a board of patent interferences (con- 
sisting of three examiners of interferences) 
whose decision, if adverse to the claim of an 
applicant, shall constitute the final refusal by 
the Patent Office of the claims involved, and 
the Commissioner may issue a patent to the 
applicant who is adjudged the prior . 
i fiual Fouguent vdvates eb abodes from 
which no appeal or other review has been or 
can be taken or had shall constitute cancella- 
tion of the claims involved from the patent, 
and notice thereof shall be endorsed on copies 
of the patent thereafter distributed by the 
Patent Office. 


A claim which is the same as, or for the 
same or substantially the same subject matter 
as, a claim of an issued patent may not be 
made in any application unless such a claim 
is made prior to one year from the date on 
which the patent was granted. 





U. S. C., TITLE 35, 8 (41\(ACT OF JULY 19, 1952, c. 950, 8 1; 
STAT. 802) : 


An applicant dissatisfied with the deci- 
sion of the Board of Appeals may appeal to 
the United States Court of Customs and Patent 
Appeals, thereby waiving his right to proceed 
under section 145 of this title. A party to an 
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interference dissatisfied with the decision of 

e board of patent interferences on the ques- 
tion of priority nay a peal to the United States 
Court of Custom a and Patent pee 
appeal shall be dismisse any adverse party 
to such interference, within twenty days after 
the appellant has filed notice of appeal accord- 
ing to section 142 of this title, files notice with 
the Commissioner that he elects to have all 
further proceedings conducted as provided in 
section 146 of this title. Thereupon the appel- 
lant shall have thirty days thereafter within 
which to file a civil action under section 146, 
in default of which the decision appealed from 
shall govern the further proceedings in the 
case. 


U. 8. C., TITLE 35, fisfacr OF JULY 19, 1952, c. 950 8 1; 66 
STAT. 803) 


Any party to an interference dissatisfied 
with the decision of the board of patent inter- 


ferences on the question of priority, ra 
remedy_by civil action, if commenced within 


such time after such decision, not less than 
sixty days, as the Commissioner appoints or 
as provided in section 141 of this title, unless 
he has appealed to the United States Court of 
Customs and Patent Appeals, and such appeal 
is pending or has been decided. In such suits 
the record in the Patent Office shall be ad- 
mitted on motion of either party upon the terms 
and conditions as to costs, expenses, and the 
further cross-examination of the witnesses as 
the court imposes, without prejudice to the 
right of the parties to take further testimony. 
The testimony and exhibits of the record in 

the Patent Office when admitted shall have the 
same effect as if originally taken and produced 
in the suit. 


Such suit may be instituted against the 
party in interest as shown by the records of 
the Patent Office at the time of the decision 
complained of, but any party in interest may 
become a party to the action. If there be ad- 
verse parties residing in a plurality of districts 
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not embraced within the same state, or an ad- 
verse party residing in a foreign country, the 
United States District Court for the District of 
Columbia shall have jurisdiction and may issue 
summons against the adverse parties directed 
to the marshal of any district in which any ad- 
verse party resides. Summons against adverse 
parties residing in foreign countries may be 
served by publication or otherwise as the court 
directs. The Commissioner shall not be a neces- | 
Sary party but he shall be notified of the filing of 
the suit by the clerk of the court in which it i 
filed and shall have the right to intervene {Judg- | 
ment of the court in favor of the right of an*appli- | 
cant to a patent shall authorize the Commissioner | 
to issue such patent on the filing in the Patent | 
Office of a certified copy of the judgment and on 
compliance with the requirements of law. 





U. S. C., TITLE 5, 8 1009(d) (ACT OF JUNE 11, 1946, c. 324, 
60 STAT. 243) : 


(d) Pending judicial review any agency is 
authorized, where it finds that justice so re- 
quires, to postpone the effective date of any ac- 
tion taken by it. Upon such conditions as may 
be required, and to the extent necessary to pre- 
vent irreparable injury, every reviewing court 
(including every court to which a case may be 
taken on appeal from or upon application for 
certiorari or other writ to a reviewing court) 
is authorized to issue all necessary and appro- 
priate process to postpone the effective date of 
any agency action or to preserve status or 
rights pending conclusion of the review pro- 
ceedings. 


U. S. C., TITLE 28, § 1291 (ACT OF OCT. 31, 1951, c. 655, 8 48; 
65 STAT. 726) : 


The courts of appeals shall have jurisdic- 
tion of appeals from all final decisions of the 
district courts of the United States, the District 
Court for the Territory of Alaska, the United 
States District Court for the District of the 
Canal Zone, the District Court of Guam, and 
the District Court of the Virgin Islands, except 
where a direct review may be had in the Supreme 
Court. 
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U.S. C., TITLE. 28, § 1338(a) (ACT OF JUNE 25, 1948, c. 646; 62 
STAT. 931) 


(a) The district courts shall have original 
jurisdiction of any civil action arising under 
any Act of Congress relating to patents, copy- 
rights and trade-marks. Such jurisdiction 
shall be exclusive of the courts of the states in 
patent and copyright cases. 


U. S. C., TITLE 28, 8 2201 (ACT OF JUNE 25, 1948, c. 646; 62 
STAT. 964) 


In a case of actual controversy within its 
jurisdiction, except with respect to Federal 
taxes, any court of the United States, upon the 
filing of an appropriate pleading, may declare 
the rights and other legal relations of any in- 
terested party seeking such declaration, 
whether or not further relief is or could be 
sought. Any such declaration shall have the 
force and effect of a final judgment or decree 
and shall be reviewable as such. 


U.S. C., TITLE 28, 8 2202 (ACT OF JUNE 25, 1948, c. 646; 62 


STAT. 964) 


Further necessary or proper relief based 
on a declaratory judgment or decree may be 
granted, after reasonable notice and hearing, 
against any adverse party whose rights have 
been determined by such judgment. 


PATENT OFFICE RULE NO. 304, U.S.C.A., Title 35, App. I, 81.304 


The time for filing the notice and reasons 
of appeal to the U. S. Court of Customs and 
Patent Appeals (@ 1.302) or for commencing a 
civil action (8 1.303) is sixty days from the 
date of the decision of the Board of Appeals or 
the Board of Patent Interferences. If a petition 
for rehearing or reconsideration is filed within 
thirty days after the date of the decision of the 
Board of Appeals or Board of Patent Interfer- 
ences, the time is extended to thirty days after 
action on the petition. No petition for rehearing 
or reconsideration filed outside the time speci- 
fied herein after such decision, nor any pro- 
ceedings on such petition shall operate to extend 
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the period of sixty days hereinabove provided. 
If a defeated party to an interference has taken 
an appeal to the U. S. Court of Customs and 
Patent Appeals and an adverse party has filed 
notice under 35 U. S. C. A. 141 that he elects 
to have all further proceedings conducted under 
35 U. S.C. A. 146 (8 1.303(c)), the time for 
filing a civil action thereafter is specified in 
35 U. S.C. A. 141. 
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JOINT APPENDIX 


[Filed August 27, 1958] 
IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


UGO MONACO and 
MONTECATINI SOCIETA 
GENERALE PER L'INDUSTRIA 





> 
Via F. Tureti 18, Milan, Italy | 
Plaintiffs Civil Action No. 2209-58 
v. | 


ROBERT C. WATSON, 
COMMISSIONER OF PATENTS, 


Defendant. 


ae Nee Nee Nee See See” See Se ee ee Se Ss 


BILL OF COMPLAINT 
FOR WITHHOLDING OF THE ISSUANCE OF 
LETTERS PATENT 


Plaintiffs for cause of action against the defendant complain and 


allege: 
1. That the plaintiff Monaco, is a citizen of Italy and a resident 
of Milan, Italy, and is the inventor of certain improvements described 
in an application for Letters Patent Serial No. 380, 247 filed September 
15,1953, in the United States Patent Office. The plaintiff Montecatini 
is a corporation duly organized under the laws of Italy and having a 
principal place of business at Via F. Tureti18, Milan, Italy, and is 
the assignee of the invention described in said application Serial No. 
380, 247, by instrument duly recorded in the United States Patent Office. 
2. The defendant Watson is the Commissioner of Patents of the 
United States Patent Office and has his official residence within the 
District of Columbia. 
3. This action arises under the patent laws of the United States. 
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4. Jurisdiction of this Court is founded upon Section 1338 of the 
United States Judicial Code, Title 28, and upon Sections 2201 and 2202 
of the United States Judicial Code, Title 28, with respect to the de- 
claratory relief herein sought. 
5. Heretofore, namely, prior to September 16,1952, the plain- 


tiff Monaco was'the true, original and first inventor of certain new and 
useful improvements in the continuous production of glass fiber rein- 
forced corrugated plastic sheets not known or used by others in this 
country and not patented or described in any printed publication in this 
or any foreign country prior to the invention and discovery thereof by 
said Monaco or for more than one year prior to his application for 
Letters Patent therefor as hereinafter cited, and for which invention 
no application for Letters Patent had been filed by him or his legal 
representatives or assigns in any foreign country more than twelve 
months prior to his application for Letters Patent in the United States 
as hereinafter cited, and which invention had not and has not been 
abandoned but which invention forms the basis of an application for 
Letters Patent filed in Italy and given a filing date of September 16, 
1952, and Serial No. 13, 352 by the Italian Patent Office. 

6. Being, as stated, the original, first and sole inventor of said 
invention and entitled to a patent therefor, the said Monaco on or about 
September 15,1953, duly filed in the United States Patent Office an 
application ior Letters Patent on said invention, said application com- 
plying in all respects with the requirements of the law in such cases 
made and provided. Said application was given a filing date of September 
15, 1953, and Serial No. 380, 247, and after the examination required 
by law and other due proceedings had, the Commissioner of Patents 
adjudged that the invention described and claimed in said application in 
part interferred with a certain other pending application for Letters 
Patent filed by one Paul H. Hoffman, which application had been given 
Serial No. 321, 667 filed November 20, 1952. 

7. Upon motion duly filed in the interference proceedings and 
upon examination and other due proceedings had, the Commissioner of 
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Patents adjudged that the plaintiff Monaco was entitled to claim the 
benefit of his filing date in Italy as hereinbefore recited and as pro- 
vided by 35 U.S.C. 119. In addition, upon motion made and in com- 
pliance with the requirements of the law in such cases made and pro- 
vided, the burden of proof was shifted from the plaintiff Monaco to the 
aforementioned interfering party Hoffman, thereby making Monaco the 
senior party and presumptively the inventor,, with the burden of proof 


on Hoffman. | 

8. The plaintiffs duly presented to the Commissioner of i 
as required by law, full and sufficient proof before and after Monaco's 
filing date in Italy establishing the fact that Monaco, as heretofore 
alleged, was the true, original and first inventor of the improvements 
constituting the subject matter of said interference. After due pro- 


ceedings were had including the presentation of evidence by Hoffman, 
the presentation of some evidence by Monaco and a tender by Monaco of 
the sworn evidence he sought to take before his. filing date in Italy 
together with exhibits, the Commissioner of Patents denied priority of 
the invention in interference to said senior party Monaco and awarded 
priority to said junior party Hoffman. | 

9. In adjudicating said interference issue and awarding priority 
to Hoffman, the Commissioner of Patents erred both in his application 
of the facts as adduced by the evidence submitted by the respective 
parties, and in the application of law in such cases made and provided, 
by discriminating in the type and amount of evidence which Monaco 
was allowed to introduce in sustaining his case. 

10. In order to prevent the issuance of a patent to a party not 
duly and lawfully entitled thereto, the Commissioner of Patents has by 
Section 1200 of the Manual of Patent Examining Procedure established 
the practice of holding any application in abeyance until the time for 
appeal has elapsed or if appeal is taken, a decision is rendered therein. 
Similarly, by Section 1109 the Commissioner of Patents has provided 
for the holding in abeyance of an application which was awarded priority 
during the pendency of an appeal of the adjudication of sialic to the 
Court of Customs and Patent Appeals. 
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Relying upon such salutary provisions in the practice estab- 

y the Commissioner of Patents, the plaintiffs have petitioned 
the Commissioner to hold the application of Hoffman pending adjudication 
of the errors of fact and of law by the United States courts. The peti- 
tion is appended hereto as Exhibit A. Despite the procedure in cases 
similar to the above, the Commissioner has denied this petition, and 
unless the relief hereinafter sought is granted will issue a patent to 
Hoffman, which patent will contain claims covering the invention made 
by the plaintiff Monaco and for which protection is sought by his appli- 
cation Serial No. 380,247. An affidavit of the Commissioner's action 
is appended hereto as Exhibit B. 

12. Since the Commissioner of Patents has no power to with- 
draw a patent once issued, there will be outstanding two patents having 
identical claims when the District Courts adjudicate Monaco's right to a 
patent. The conflicting claims presented in two outstanding patents 
containing claims to the same invention will irreparably damage the 
plaintiffs through loss of reputation and will require that the plaintiffs 
expend funds, effort and energy in litigation to definitively adjudicate 
the conflicting claims to the same invention. 

13. Granting of the relief hereinafter sought in this complaint would 
conform to the Commissioner's practice in cases pending before the Patent 
Office and would eliminate irreparable harm which would be suffered by 
the present plaintiffs. 

WHEREFORE, plaintiffs pray: 

(1) That this Court adjudge that the issuance of a patent on the 
application of Hoffman during the pendency of the adjudication of priority 
between the applications of Hoffman and Monaco in the Federal Courts 

reparably harm the plaintiff Monaco; 
That this Court decree that the Commissioner of Patents 


That this Court decree that the Commissioner of Patents be 
ried from issuing a patent to Hoffman during the pendency of the 
civil action in the Federal Courts initiated by the complaint appended 
hereto as Exhibit A; 


bs) hold from issue any patent upon the application of Hoffman; 
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(4) That this Court adjudge that the issuance of a patent to 
Hoffman would irreparably harm plaintiffs and would be an abuse of the 
discretion vested in the Commissioner of Patents under the sca 
and law in such cases made and provided; 
(5) That this Court decree that the Commissioner of Patents 
must withhold issuance of a patent to Hoffman in accordance with the 
Commissioner's regulations as set forth in Chapter 12 of the Manual 
of Patent Examining Procedure; 
(6) That plaintiffs have such other, further and ditferent relief 
as to the Court is just and proper in the premises. 
TOULMIN AND TOULMIN 


By /s/ H. A. Toulmin, Jr. 
1248 Pennsylvania Building 
Washington, D. C.) 


Attorneys for Plaintiffs 





[Filed August 27, 1958] [EXHIBIT A] 


PETITION TO STAY ISSUANCE OF PATENT | 
PENDING INTERFERENCE APPEAL PROCEEDING 


Applicant Monaco, through his counsel, respectfully petitions the 
Commissioner of Patents to withhold granting of the patent to Hoffman 
on the application involved in the above entitled Interference now ter- 
minated in the Patent Office but pending appeal in the Federal Courts. 

The reasons for requesting this withholding of the allowance of 
patent grant to Hoffman on the aforementioned application (Paul H. 
Hoffman, Ser. No. 321,667), are as follows: | 

(1) THAT applicant Monaco has appealed to the Federal 

District Court in a suit filed in the District of Columbia, 
Florida and Connecticut, which is taken from the de- 

cision of the Patent Office of the Board of Interferences 

and which challenges the issues decided by that Board; 
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(2) THAT it is manifest that the United States Patent Office 
should not issue a patent to the Party Hoffman during 
the pendency of this appeal to the Federal Court from the 
decision of the Board of Interferences and before the same 
is decided; otherwise a patent may issue to the party not 
entitied thereto; 
THAT it is further manifest that a patent should not be 
issued by the Patent Office when it is not known whether 
or not applicant is the first and original inventor. This 
may happen provided the Patent Office proceeds to issue 
the patent on the above entitled application which has been 
in Interference with applicant; 
THAT it is further to be pointed out that applicant is in 
substantially the same position as if the case had been 
appealed to the United States Court of Customs and Patent 
Appeals since in such cases the adverse party could move 
to have the case considered in the Equity Federal Court. 
Accordingly, applicant's position would be impaired pro- 
vided the Patent Office proceeded to grant a patent on the 
application of the party Hoffman, which application was 
in interference with applicant and the Interference decision 
was still pending on appeal; 
THAT it is further to be pointed out that the Patent Office 
Rules require that the patent in the United States be issued 
to the original and first inventor (see Section 102 Paragraph 
{f} )}. This cannot be properly determined until the appeal 
now pending from the Board of Interference Examiner's 
decision has been decided and thus it is manifest that in 


all fairness and to carry out the clear tenor of the patent 
laws, that a patent should not be allowed to issue to one 
party of an Interference until it has been decided on appeal 
that he is entitled thereto. 


TOULMIN & TOULMIN 


Washington, D.C. By 
August 18, 1958. 


[Certificate of Mailing] 





(EXHIBIT B] 


[Filed August 27, 1958] 
AFFIDAVIT ! 
FOLSOM E. DRUMMOND, being duly sworn, deposes and says: 
That he is an associate patent attorney of the firm of 
Toulmin & Toulmin; : 
THAT he has filed a petition to stay issuance of a aereer 
pending before the Patent Office after Interference pro- 
ceedings were had and such decision is now pending be- 
fore the Federal Court in the District of Columbia, 
Florida and Connecticut; 
THAT he has discussed the Petition with the Office of 
the Commissioner of Patents and that he has not been 
assured that the Commissioner would withhold the 
issuance of Letters Patent to the party Hoffman who 
was in Interference proceedings with the party Monaco, 
and which decision from the Board of Interference Ex- 
aminers is now being contested by suits in the Federal 
Courts as aforementioned; ! 
THAT no assurance has been given counsel for appli- 
cant by the Patent Office that they would not proceed to 
issue a patent to the party Hoffman notwithstanding the 
petition before them and appeals pending in the Federal 
Courts. 
/s/ Folsom E.’ Drummond 
[JURAT dated Aug. 15, 1958. ] : 


[Filed October 24, 1958] 
MOTION TO DISMISS : 
Now comes the defendant, Robert C. Watson, Commissioner of 
Patents, and moves that the complaint in the above-entitled civil action 
be dismissed on the following grounds: 
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L The Court lacks jurisdiction over the subject matter of the 


complaint. 
t. The complaint fails to state a claim against defendant upon 
which relief can be granted. 
A prompt oral hearing is requested. 


Respectfully submitted, 


/s/ C. W. Moore 
Solicitor, United States Patent 
Office, Attorney for Defendant. 


October 24, 1958 


[Filed October 24, 1958] 
POINTS AND AUTHORITIES 

1. By their complaint in this case, the plaintiffs seek to control 
the actions of the Commissioner of Patents in his statutory duty, under 
35 U.S.C. 6, 102, and 135, of superintendence with respect to the 
granting and issuing of Letters Patent of the United States. Partic- 
ularly, plaintiffs would have the Court intervene to enjoin the Com- 
missioner of Patents, during the pendency of civil actions under 35 
U.S.C. 146 brought by plaintiffs in three District Courts, from issuing 
2 patent on Hoffman's application, Serial No. 321, 667, filed November 
20,1952, the applicant in which application was awarded priority by the 
Board of Patent Interferences in Interference No. 87, 523 over plain- 
tiff Ugo Monaco, the applicant in application, Serial No. 380, 247, the 
above-mentioned civil actions being based upon plaintiffs’ dissatisfaction 
with that award of priority. 

2. That the alleged court actions initiated by plaintiffs to over- 
come the effect of the interference award of priority to Hoffman are 
civil actions in District Courts under 35 U.S.C. 146 and not an appeal 
to the United States Court of Customs and Patent Appeals is clearly in- 
dicated in paragraph 12 and prayer 3 of the complaint and on pages 1 
and 2 of plaintiffs’ Exhibit A, attached to the complaint. 
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3. The statute, 35 U.S.C. 6, confers on the Commissioner of 
Patents broad supervisory authority respecting the granting and re 
of patents, which he cannot abdicate or avoid. 


Kingsland v. Carter Carburetor Corp. 83 U.S. ee 
D.C. 266, 168 F.2d 565. i 


4. The statute, 35 U.S.C. 102, states that a "person shall be 
entitled to a patent unless * * * (g) before the applicant's invention 
thereof ‘the invention was made in this country by another who had not 
abandoned, suppressed, or concealed it’ (emphasis added). The award 
of priority to Hoffman by the Board of Patent Interferences inherently 
includes the finding that, before Hoffman's invention of the issue in the 
interference, plaintiff Monaco did not make it in this country without 





abandonment, suppression, or concealment thereof. 

dS. The statute, 35 U.S.C. 135, reads in part: ! 
"Whenever an application is made for a patent which, 

in the opinion of the Commissioner, would interfere with 
any pending application, or with any unexpired patent, he 
shall give notice thereof to the applicants, or applicant and 
patentee, as the case may be. The question of priority of 
invention shall be determined by a board of patent inter- | 
ferences (consisting of three examiners of interferences) 
whose decision, if adverse to the claim of an applicant, ! 
shall constitute the final refusal by the Patent Office of the 
claims involved and the Commissioner may issue a patent 
to the applicant who is adjudged the prior inventor. A final 
judgment adverse to a patentee from which no appeal or | 
other review has been or can be taken or had shall constitute 
cancellation of the claims involved from the patent, and notice 
thereof shall be endorsed on copies of the patent thereafter 
distributed by the Patent Office." | 
6. An appeal to the United States Court of Customs and Patent 

Appeals from an award of priority by the Board of Patent Interferences 


deprives the Commissioner of Patents of jurisdiction of the subject 


matter. 
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In re Allen, Jr., 28 C.C.P.A. 792, 115 F.2d 936. 


Meyers, etc. v. Polk Miller Products Corp., 
40C.C.P.A. 739, 201 F.2d 373. 


7. In the absence of specific statutory directions to the contrary, 
an appeal operates as a supersedeas and in the absence of positive pro- 
visions of the statute to the contrary, an appeal perfected as the law re- 
quires does proprio vigore stay proceedings under the order appealed 
from. 

4A Corpus Juris Secundum, section 627a. 

Adler & Sons Co. v. Maglio, 198 Wis. 24, 223 N. W. 89. 
Slabosheske v. Chikowske, 273 Wis.144, 77 N. W. 2d 497. 
Hudson v. Smith, 9 Wis. 122. 

8. A civil action under 35 U.S.C. 146 (formerly part of R.S. 
4915) is an action de novo in which additional evidence may be adduced. 
It is not an appeal. 

Butterworth v. Hoe, 112 U.S. 50,61. 

Whipple v. Miner, 15 Fed. 117. 

Butler v. Shaw, 21 Fed. 321. 

Gilbert v. Marsall, 89 U.S. App. D.C.1, 182 F.2d 389. 

9. It is well established that under 35 U.S.C. 135, and its pre- 
decessor statute, R.S. 4904, the Commissioner has no authority to 
withhold the issuance of a patent to the winning party of an interference 
merely because of the filing by the losing party of a civil action under 
35 U.S.C. 146 (formerly part of R.S. 4915). 

In re Sargent, 1877 C.D. 125, 120.G. 475. 

Wells v. Boyle, 1888 C.D. 36, 430.G. 753. 

Mcintyre v. Perry, 1911 C.D.92, 169 O. G.943. 

Fischer v. Pater, 1928 C.D. 13, 368 O.G. 493. 

Sanford v. Kepner, 179 Ms. Dec. 515. 

In re McDonough, file of patent No. 2, 736,323, paper No. 29. 


Eckert and Mauchlyv. Williams, Interference No. 85,809, 
paper No. 65, relating to Williams patent No. 2, 817, 477. 


Whipple v. Miner, 15 Fed. 117. 





cs 

10. A ‘court cannot substitute its own discretion for that of exe- 
cutive officers in matters belonging to the proper jurisdiction of the 
latter. But it has been well settled, that, when a plain official duty, 
requiring no exercise of discretion is to be performed, and performance 
is refused, any person who will sustain injury by such refusal may have 
a mandamus to compel its performance; and when such a duty is 
threatened to be violated by some positive official act, any person who 
will sustain personal injury thereby, for which adequate compensation 
cannot be had at law, may have an injunction to prevent it. In such 
cases the writs of mandamus and injunction are somewhat correlative 
to each other. In either case, if the officer plead the authority of an un- 
constitutional law for the pie epee or violation of his 7 it 
will not prevent the issuing of the wri | 

Board of Liquidation v. McComb, 92 U.S. 531, 541. | 
Pennoyer v. McConnaughy, 140 U.S. 13. 

11. Neither mandamus nor injunction will lie to direct the Com- 
missioner to act or not to act contrary to his duty of authority. Neither 
mandamus nor injunction will lie to control his actions in matters com- 
mitted by law to his discretion. i 


U.S. ex rel. Dwiggins v. Ewing, 43 App. D.C. 204; 
cert. denied, 238 U.S. 640. : 


Commissioner of Patents v. Whitely, 71 U.S. 
4 Wall.) 522, 534. 





Allen v. U.S. ex rel. Lowry, 203 U.S. 476. 
ing v. U.S. ex rel. Fowler Car Co., 244 U.S. 1. 


U.S. ex rel. Dunkley Co. v. Ewing, 42 App. D.C. 176. 


U.S. ex rel. Trussed Steel Concrete Co. v. Ewing, | 
42 App. D.C. 179. | 


U.S. ex rel. International Money Machine Co. v. Newton, 
47 soe D.C. 449. 


riggs v. Commissioner of Patents, 48 App. D.C. 175. 
ee v. Whitehead, 50 App. D.C.196, 269 Fed. Rep. 112, 


U.S. ex rel. Mishawaka Rubber & Woolen Mfg. Co. ve 
Robertson, 58 App. D.C. 266, 29 F. 2d 639. ! 


Wigton v. Coe, 62 App. D.C. 367, 68 F.2d 414. 
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U.S. ex rel. American Gas Accumulator Co. v. Coe, 
66 App. D.C. 21, 84 F.2d 398. 


Svenson v. Coe, 69 App. D. C. 359, 101 F.2d 684. 


Geophysical Development Corp. et al. v. Coe, 78 U. Ss. 
App. D.C. 39, 41, 136 F.2d 275. 


12. Plaintiffs have cited no authority that the Commissioner has 
a duty not to issue a patent to the winner of an interference proceeding 
in the Patent Office until the loser's civil action under 35 U.S.C. 146 
bas been finally adjudicated. In an interpretation of 35 U.S.C. 135 most 
favorable to plaintiffs’ position, the Commissioner would have discretion 
to issue or withhold a patent to the interference winner during the pen- 


dency of a civil action under 35 U.S.C. 146 arising from the inter- 


ference. Such discretion would not be controllable by injunction. 

13. Until a court having jurisdiction of one of plaintiffs’ civil 
actions under 35 U.S.C. 146, enters a judgment in favor of plaintiffs, 
plaintiffs have a status no better than that of a stranger with respect to 
the winning party Hoffman's application. Mell v. Midgeley, 31 App. 
D.C. 534,538. They cannot be damaged by the existence of Hoffman's 
patent prior to a judgment in their favor in the civil action. 

14. There could be no damage to plaintiffs (as alleged in para- 
graphs 12 and 13 of the complaint) by the existence of Hoffman's patent 
after a final judgment in a 35 U.S.C. 146 civil action in favor of plain- 
tiffs, since the claims involved would be cancelled in the Hoffman 
patent as a consequence of that final judgment. See 35 U. S.C. 135, 
third sentence. 

15. The possibility of any damage to plaintiffs, by the existence 
of Hoffman's patent if plaintiffs should ultimately prevail in the 35 U.S.C. 
146 civil actions, must be weighed against the possibility of damage to 
Hoffman by the present withholding of his patent in the event that he pre- 
vails. “It would be highly improper to .enjoin the successful applicant 
from receiving his patent upon the mere suggestion that the commissioner 
was mistaken."’ Whipple v. Miner, 15 Fed.117. As to damage, see 
also In re Sargent, 1877 C.D. 125, 12 O.G. 475. 
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16. The statute, 28 U.S.C. 2201, does not enlarge the cal 
diction of the district courts. 


Skelly Oil Co. v. Phillips Petroleum Co., 339 U.S. 667, 
671, 672. 


Putnam v. Ickes, 64 App. D.C. 339, 78 F.2d 223. 


Utah Fuel Co. v. National Bituminous Coal Commission 
69 App. D.C. 33, 101 F.2d 426. 


Miles Laboratories, Inc. v. Federal Trade Crwatantion 
etal., 78 U.S. App. D. C. 326, 140 F. 2d 683, cert. denied 
$22 U.S. 752. 


U.S. ex rel. Jordan v. Ickes, 79 U.S. App. D.C. 114, 143 
F.2d 152, cert.denied 320 U.S. 801. : 


Di Benedetto v. Morganthau, 80 U.S. App. D. C. 34, 148 F. 
2d 223, cert. dismissed 326 U.S. 686. 


Clark v. Memolo, 85 U.S. App. D.C. 65, 174 F. 2d 978. 


Cadillac Publishing Co. v. Summerfield, 97 U.S. App. D. Cc. 
14, 227 F.2d 29. 


E. W. Bliss Co. v. Cold Metal Process Co. (C. a8) 
102 F.2d 105. 





The statute, 28 U.S.C. 2201, creates no new Sunaiaatiye 


Utah Fuel Co. v. National Bituminous Coal Commission 
69 App. D.C. 333, 101 F.2d 426. 


Miles Laboratories, Inc. v. Federal Trade Ccimnibeioa 
etal., 78 U.S. App.D.C. 326, 140 F.2d 683, cert. dented 
$22 U.S. 752. 


18. The statute, 28 U.S.C. 2201, provides no substitute for 
mandamus or injunction where mandamus or injunction does not lie. 


Doehler Metal Furniture Co. v. Warren, 76 U. S. App. 
D.C. 60, 62; 129 F.2d 43, 45, cert. denied 317 U.S. 663. 


U.S. ex rel. Jordan v. Ickes, 79 U.S. App. D.C.114, 143 
F.2d 152. 


Bradley Lumber Co. v. National Labor Relations Beles 
ic A, a) 84 F.2d 97, 100, cert.denied 299 U.S. 559. 
Marshall v. Cretty (C.A. 1), 185 F.2d 622. | 


Palmer v. “Walsh, 78 F.Supp. 64. 
Marshall v. Wyman et al., 132 F. Supp. 169. 
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19. A complaint may be dismissed for insufficiency if it appears 
to a certainty that plaintiff is entitled to no relief under any state of 
facts which would be proved in support of the claim. 


Moore's Federal Practice, Section 12.08, page 2245. 


Domestic and Foreign Commerce Corp. v. Littlejohn, 
83 U.S. App. D. C. 13, 165 F.2d 235. 


Tahir Erk v. Glenn L. Martin Co., 116 F.2d 865 (C. A. 4, 
1941). 


20. For purposes of a motion to dismiss, well pleaded facts are 
admitted but conclusions and allegations as to matters of law are not 
admitted. 


Moore's Federal Practice, Second Edition, Volume 2, 
page 2244, 


Green v. Brophy, 71 App. D.C.299, 304; 110 F. 2d 539, 
944, and decisions cited therein. 


United Transport Serv. v. National Mediation Board, 
85 U.S. App. D. C. 352, 358; 179 F.2d 446, 452. 


Federal Life Ins. Co. v. Eftman (C.A.8), 120 F.2d 837, 839. 


Dunn v. Gazzola (.C.A.1), 216 F.2d 709. 

Sexton v. Barry (C.A.6), 233 F.2d 220. 

Homan Mfg. Co. v. Russo (C.A.7), 233 F.2d 547. 

Ogden River Water Users' Association v. Weber Basin 

Water Conservancy (C.A. 10), 238 F.2d 936. 
Respectfully submitted, 


/s/ C. W. Moore 
Solicitor, United States Patent Office, 
Attorney for Defendant. 


George C. Roeming, 
Of Counsel. 


October 24, 1958. 
[Certificate of Service] 
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[Filed November 10, 1958] 


REPLY BRIEF IN OPPOSITION TO 
DEFENDANT'S MOTION TO DISMISS 





THE ACT OF ISSUING A PATENT 
IS A MINISTERIAL ACT 


The acts of the Commissioner of Patents in issuing a patentare 


merely ministerial acts. The question involved in this action is not of 
interference with the Commissioner's discretionary powers to investi- 
gate patentability and to adjudicate priority, but deals merely with the 
ministerial act of preparing a patent for signature. 

Thus, initially, it should be clear that the adjudication of the 
present action would in no event interfere with the Commissioner's 
discretionary powers, but seeks merely to adjudicate plaintiff's right 
to obtain a decree with respect to a mere ministerial act on the part 
of the Commissioner. A multitude of cases could be cited on this 
point. However, this is conceded by the defendant in his motion to dis- 
miss (point 10), and the citation of cases would be mere surplusage. 


THE PATENT STATUTE SETS FORTH THE REQUIREMENT 
THAT THE FIRST AND ORIGINAL INVENTOR IS THE ONLY 
PERSON TO WHOM A PATENT SHALL BE ISSUED. 


The present patent code sets forth the requirement that a 
person shall be the first and original inventor before he is entitled to 
a patent (35 U.S.C. 102 f & g). 

The patent code provides that the inventor or ene may ob- 
tain a patent only if the conditions of Title 35 of the United States Code 
is complied with in its entirety (35 U.S.C. 101). : 

One of the conditions of Title 35 is the right to review of the 
adjudication of the Patent Office under Chapter 13 to Title 35 of the 
United States Code. Thus, until the completion of Patent Office ad- 
judication and the review of this adjudication by the courts, the intent 
of the patent statute would be thwarted by the issuance of a patent to an 
applicant who has not satisfied all the requirements of the Title. 
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The differentiation between review of the Patent Office decision 
by the C.C.P.A. and review of a Patent Office decision by an action 
in the District Court is erroneous. 

In brief in support of defendant's motion, defendant differentiates 
between review of a Patent Office decision by the C.C.P.A. and review 
of a Patent Office decision by an action commenced in the District 
Court. This differentiation is in error, both logically and historically. 

While it is true that there is some difference in procedure before 
the C.C.P.A. and the District Court in reviewing the decisions of the 
Patent Office, the difference in procedure is trivial and does not consti- 
tute any substantive difference in the review procedure. The only 
difference between the two methods of review is that in the C.C.P.A, 
the parties seeking review must seek the review on the record made in 
the Patent Office. In the District Court, review might be had either on 
the record or on the record plus new evidence introduced by the party. 

Since the Patent Office must accept the judicial adjudication on 
the issue of the priority of inventorship, (35 U.S.C., 146) it is only 
after the action has been adjudicated in the District Court that the mat- 
ter will be finally determined. Since the District Court may adjudicate 
that the present plaintiff is the first inventor, the issuance of a patent 
to Hoffman by the Commissioner would result in the issuance of an in- 
valid patent. The impact on manufacturers and the public of an invalid 
patent is clearly undesirable. Further, as in other matters, it would 
seem clear that the Commissioner of Patents should, out of deference 
to the powers of the Federal Judiciary, suspend action until such time 
as the Court has had opportunity to act. 

The defendant's interpretation of the cases and the statutes is 
erroneous and contrary to the intent of Congress. The cases cited by 
the defendant are early cases involving entirely different procedure than 
that presently provided by the patent statutes. Following this early pro- 
cedure, applicants involved themselves in a multiplicity of appeals; first 
to specialized courts and then to the general Federal Judiciary. In an 
attempt to improve upon the practice and to offer a more clear-cut and 
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defined procedure, Congress has from time to time enacted statutory 


modifications of the original proceedings under the patent act. : 

By the Act of March 2, 1927, Congress provided for appeals 
from the Patent Office in interference matters and also provided for 
the mutually exclusive remedies of an appeal to a specialized court 
and to the Federal Judiciary. At this time Congress set forth clearly 
its intent that the mutual exclusive remedies should not result in dif- 
ferent effects upon the applicant. To make this clear, Congress pro- 
vided that no matter which remedy was elected, a patent should not 
issue until the adjudication had been completed. The Congressional in- 
tent was set forth in the following language: : 

"If the appellant shall file such bill within said thirty 

days and shall file due proof thereof with the Commissioner 

of Patents, the issue of a patent to the party awarded priority 

by said Board of Appeals shall be withheld pending the final 

determination of said proceeding under said section 4915. ’ 

This expression of Congressional intent has never been repudiated. 
However, in 1939, when various changes were made in the patent statute, 
this expression was dropped from the Act. Review of the Congressional 
Record indicates that this dropping did in no way express a desire on 
the part of Congress that the applicant be faced with different results by 
his election of the remedies available for review of Patent Office pro- 
ceedings. Since the intent of Congress once clearly expressed in the 
statute may not be presumed to have changed without clear proof there- 
of, it is also clear that the present interpretation of the patent statute 
by the defendant is in error. | 

The Commissioner of Patents has distorted the clear sate 
of Congressional intent. If an applicant dissatisfied with the decision 
of the Patent Office wishes to obtain review thereof in the C.C.P.A., 
the Commissioner will withhold the issuance of a patent until the 
C.C.P.A. had adjudicated this issue. It is inconsistent and illogical to 
have different results flowing from the election of an applicant as to the 
method of review when two such methods are provided in the patent act. 
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This is particularly true in patent matters where the only 
reason for a review by the specialized court of the C.C.P.A. was to 
alleviate the congestion in the Federal tribunals (See Congressional 
Record, 1927 Act) and not to provide a different type of review giving 
different results. 

The present interpretation by the Commissioner of Patents treats 
the Federal Judiciary as an unwanted step-child, and completely dis- 
regards the implied powers of the Federal Judiciary as well as the 
powers imparted by the patent statute by acting independently of the 
courts in a matter which, by statute, is pending before the Federal 
courts. Since review of a Patent Office decision by the Federal courts 
is provided by the very statute which establishes the Patent Office, it 
is clear that the Commissioner of Patents cannot render ineffective 
this review by taking the very action which is the subject of court re- 
view during the pendency of the issue in the Federal court. If the 
Commissioner were to be allowed complete freedom of action, this 
would be clearly spelled out in the statute and the review by the Federal 
Judiciary would be abolished. 


CONFLICTING POSITIONS BY THE 
PATENT OFFICE SOLICITOR 


The facts 

An interference was declared by the Patent Office between the 
application of an Italian citizen, Monaco, and a United States citizen, 
Hoffman. Monaco filed his patent application in Italy under the Inter- 
national Convention and pursuant to Sections 104, 115, 119 and 120 of 
the Patent Act of 1952-53. 

The tribunals of the Patent Office and the Commissioner of Patents 
in person held that, while Monaco was the first to file and presumably 
the first inventor under the law Monaco was denied the right to prove his 
actual dates of invention prior to his filing date in Italy, While his 
opponent Hoffman, the junior party, a United States citizen, was not 
only permitted to introduce proof prior to his date of filing his appli- 
cation in the United States, but also the decision of the Patent Office 
was based upon such dates proved prior to Hoffman's filing date in the 
United States. 
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The Court will recall that 8 115 of the Patent Code says the 

person to be granted the patent must be: | 
... "the original and first inventor”. 

You will also recall that in 8119 of the Patent Code it says: | 

"An application for patent for an invention filed in this 

country by any person who has, or whose legal representa- 

tives or assigns have, previously regularly filed an appli- 

cation for a patent for the same invention in a foreign ! 

country which affords similar privileges in the case of , 

applications filed in the United States or to citizens of | 

the United States, shall have the same effect as the same 


application would have if filed in this country on the date 
on which the application for patent for the same invention 


was first filed in such foreign country, .. ." 
This issue is now pending before this court in Montecatini et al v. 


Hoffman et al, Civil Action No. 2026-58, United States District Court 
for the District of Columbia. 

As a companion to this action we have brought the instant suit 
of Montecatini et al v. the Commissioner of Patents to restrain him 
from issuing the patent to Hoffman while this determination for Civil 
Action No. 2026-58 is pending and awaiting decision by this Court. 

The Commissioner of Patents has filed a Motion to Dismiss in 
Civil Action No. 2209-58 on the ground that this court lacks jurisdiction 
of the subject matter and that it fails to state a claim a the defen- 
dant upon which relief can be granted. 

As the Patent Office itself says that getting the right inventor is 
of "transcendent importance” in its own Manual of Procedure and as the 
Supreme Court in Kennedy vs. Hazelton, 128 U.S., 667, has taken a 
similar position, as well as in other cases before the Supreme Court, 
we are opposing the Motion to Dismiss and are asking this Court to exer- 





cise its supervisory authority over the permissive actions of the Com- 


missioner of Patents as to issuing the patent. 
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PROPOSITION I 
THE STATUTE AND ITS CONGRESSIONAL HISTORY 

The fundamental position Congress has taken is expressed in 
Section 135, Interferences.of the Patent Code 66 Stat. 802, Public Law 
593, where it says:- 

"The question of priority of invention shall be deter- 
mined by a Board of Patent Interferences (consisting 
of three Examiners of Interferences) whose decision 
if adverse to the claim of applicant shall constitute 
the final refusal by the Patent Office of the claims in- 
volved, and the Commissioner MAY issue a patent to 
the applicant who is adjudged the prior inventor." 

Thus Congress has left the question open to the discretion of the 
Commissioner of Patents. In Turchan v. Bailey Meter Co., 119 
U.S. P.Q. 165-168, Fed. Suppl. (District Court of Delaware), decided 
September 29, 1958, the Court said:- 

"it is customary that, when a suit filed under Section 
4915, or the present statute, Section 146, is pending, 
the Patent Office will not permit the winning party in 
the Patent Office to proceed to have the patent issued," 

To the same general effect is the case in this Court of Torok v. 
Watson, 122 F.Supp. 788, District Court of the District of Columbia, 
decided August 3, 1954, this Court said:- 

"Although as indicated in the Reviser's note, decision 
is made discretionary with the Commissioner, the 
Court interprets the section as permitting judicial re- 


view to determine whether the inventions claimed are 
independent and distinct." 

The foregoing holding of this Court overruled the same position 
in the above case that is taken by the Patent Office Solicitor in this 
case. With correct respect for this Court, once having spoken, it 
would seem that the matter should be settled but the Solicitor of the 
Patent Office is persisting in this case. 
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In the above case Torok v. Watson, counsel for the Commissioner 


said:- 
"In fact, the new law somewhat differs from the old 
law in that it says that the Commissioner may re- 
quire division when he deems it proper and there ! 
are distinct inventions, making the whole matter 
one of discretion in the Office and not reviewable 
by any Court.” 

You will, therefore, see from the above that this Court has spoken 
in the Torok case and that this Court does have a perfect right to review 
the discretionary action of the Commissioner of Patents. ~ is what 
we are seeking in this case. : 

The foregoing .shows the policy that has been followed in the 
Courts of reviewing the discretionary acts of the Commissioner that are 
not in accordance with fairness, common sense or orderly procedure. 
The position of the Solicitor to the contrary is the usual bureaucratic 
position that "The King Can Do No Wrong". That doctrine was dis- 
carded in the American Revolution and the District Courts as well as 
other tribunals, including the Congress, have specifically provided as 
indicated above, that the issuance of the patent to Hoffman is a dis- 
cretionary act that can be reviewed by this Court whose judgment we seek, 

Our position is that, under the circumstances of this case, it is 
an abuse of his discretion to issue a patent where the presump tion of law 
is that Monaco is the first inventor because he was the first to file. When 
there is such a presumption of law (See P.O. Rule below*) then any abuse 
of his discretion where the presumption is such as indicated above may 
be controlled by the Court. 


——— | 

*"257. Burden of proof. The parties to an interference will be pre- 
sumed to have made their invention in the chronological order of the 
filing dates of their applications for patents involved in the interference 
or the effective filing dates which such applications have been accorded; 
and the burden of proof will rest upon the party who shall seek to estab- 
lish a different state of facts." ! 
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If Monaco had been the second to file the situation might be entirely 
different. 
Because of the presumption of law that the first to file is the 
first and original inventor, and because secondly the Patent Office 


made the error of law in not permitting Monaco to prove his priority 
even ahead of his earlier filing date, which privilege was granted to 
Hoffman, there is a dual reason why this Court has the right to re- 
strain the Commissioner of Patents from exercising his permissive 
authority (it is obvious that the word "may" does not give him full 
authority to act without exercising an intelligent discretion) and the re- 
fore in this case, this being a permissive duty, the fact that Monaco is 
according to the authorities and the presumption of the Patent Office 
the first, that alone should be sufficient to give ground for this Court 
to restrain the Commissioner's action in issuing the Hoffman patent 
until the litigant Monaco, who is presumed the first, shall have his day 
in Court without the irrevocable step of issuing a patent to Hoffman 
taking place. 

The Patent Office has ignored the presumption that Monaco, was 
first; and second, has deprived Monaco of equal rights with Hoffman 
to prove his dates ahead of his filing date which the United States Patent 
Code says in Section 119: 

“shall have the same effect as if Monaco had filed 
in the United States on the date he filed in Italy." 

Your Honor will have to weigh, in making your decision, the 
damage done to the general public by the issuance of the Hoffman patent 
as contrasted with the delay to give this Court an opportunity to decide 
who is the first inventor so that whatever patent is issued will be of un- 
impeachable integrity. The Patent Office in its Manual says that this 
is of “transcendent importance". As this Court has the choice between 
following the business-like course of waiting to find out in the companion 
case we have brought to decide who is the first inventor as between 
Monaco and Hoffman, then its judgment will be final. But if it permits 
the patent to be issued to Hoffman under the permissive right of the 
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Commissioner of Patents, and if this Court decides that Monaco is in 
fact the real inventor, then this Court, is not so acting to restrain the 
Commissioner, will find that its decision will confront it with the fact 
that it has made two decisions on the same subject flatly oe os 
to one another. i 

We submit that this Court should not find itself in the position of 
letting the Commissioner issue the Hoffman patent and at the same time 
it will go on and permit the party Monaco to have his patent. This will 
present the strange spectacle of a single Court by its actions permn(tting 
two patents to issue for the same invention. 

We respectfully submit no Court should put itself in that caine 
position which certainly cannot contribute to the respect for judicial 
judgment; and the only way to prevent it is to suspend the issuance of 
the Hoffman patent. 


PROPOSITION II : 
The power of a Court to control the action of an officer of the 


Sovereign, such .as the Commissioner of Patents of the United States, 
has been recently upheld by the Supreme Court of the United States. 
In the case of Joint Anti-Fascist Refugee Committee vs. 
McGrath, 341 U.S. 123, the Supreme Court of the United States upheld 
the suit against the Attorney General of the United States and cited the 
case of Larson v. Domestic and Foreign Commerce Corporation 337 
U.S. 682, as authority, which Larson case said:- 
“only recently this Court recognized that 'by action of 
an officer of the Sovereign (by it holding, taking or | 
otherwise legally affecting the plaintiff's property) can 
be regarded as so illegal as to permit a suit for speci- 
fic relief against the officer as an individual. . .' if 
it is not within the officer's statutory powers or if ! 
within those powers. . . if the powers, or their exer- 
cise in the particular case, are constitutionally void. * 
The instant case is one where the action of an officer of the 
Sovereign (the Commissioner of Patents) legally affects the plaintiff's 
| 


\ 
| 
' 
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property of Monaco, and this action would therefore lie to permit this 
suit, for specific relief against the officer as an individual if not within 
his statutory power, or if, as in this case, if the powers, or their exer- 


cise, are constitutionally void because the action of the Commissioner 


of Patents in permitting the Hoffman patent to issue prematurely would 
deprive the plaintiff of his property rights which would be legally af- 
fected by such course of action on the part of the Commissioner of 
Patents. 

Monaco comes here under the International Convention and the 
Treaty of Friendship as well as our Patent Code. The International 
Convention alone has some fifty other countries as members of the 
Convention. The grant of the United States patent to Hoffman would 
amount to a publication and would materially disturb the foreign rights 
of Monaco. 


PROPOSITION Il 

Additionally, the Commissioner of Patents, through his Solicitor, 
apparently has one rule for foreign applicants and another rule for 
domestic applicants. We will illustrate this by a recent extraordinary 
proceeding, if you can accept the claim of the solicitor of the Patent 
Office, that the filing of a de novo action in this Court completely stops 
any action in the Patent Office because the jurisdiction of the Patent 
Office has passed to this Court only. 

This lip service to this principle in this case has not been followed 
in practice by the Patent Office in other cases. We realize that the 
DuPont Company is a great and powerful company, but we did not know 
that it was to enjoy special privileges in the United States Patent Office 
as the following would indicate. The following shows that the position 
now taken by the Solicitor in this case is flatly contrary to his recent 
practice in connection with a DuPont: case. 

We refer to the United States patent application of Arthur W. 
Larchar et al, Serial No. 240, 044, filed August 2,1951, for "Poly- 
merization of Ethylene at Super-Pressures". This patent application 
was rejected by all of the tribunals of the Patent Office on hearing and on 
re-hearing. 
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Then the DuPont Company filed a Bill of Complaint as an action 
de novo in this Court as all Patent Office negotiations, amendments, 
etc. were concluded and the application was finally rejected. ‘Claims 8, 


10 and 12 were in the de novo action as the only claims in = in this 
application Serial No. 240, 044. | 
This case was awaiting assignment for trial in the United States 
District Court for some time. This action was filed April 23, 1956 in 
the United States District Court. The Government (the United States 
Patent Office) filed its answer denying patentability on June 1, 1958. 
No further action was taken in this Court until a "Stipulation for 
Dismissal" was filed by the Solicitor for the Patent Office and DuPont 
counsel, on August 14, 1957, and filed in the United States District 
Court on August 20,1957. We attach a copy of Paper #27 from the file 
wrapper of this transaction constituting a notice of civil action under 
35 U.S.C. 145, signed by the solicitor of the Patent Office, Cc. M. 
Moore. Later on a different typewriter, Mr. Moore signed the follow- 
ing as of August 14, 1957: ! 
"Under a stipulation of counsel, signed August 14, 1957, 
the above action was dismissed with prejudice as to 
claims 8, 10 and 12,, but without prejudice as to the 
claims which stand allowed or are deemed to be : 
allowed in this application." 
Now what has happened between April 23, 1956 when this Court 
took jurisdiction of this DuPont’ application and the date of August 14, 
1957? | 
According to the Solicitor of the Patent Office in our instant case, 
when a case is filed in the United States District Court the Patent Office 
loses all jurisdiction to act, but in the DuPont case, between April 23, 
1956 when this case was filed in this Court, and August 14, 1957 stipu- 
lation with the DuPont counsel allowing claims in the application while 
pending in this Court, the case was being prosecuted in the Patent 
Office to allowance of claims 13 and 14, wholly new claims, and the 
cancellation of Claims 8, 10 and 12 on which the de novo action was 
founded, despite the pendency of the de novo suit. 
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In other words, the position of the Patent Office that it has no 
jurisdiction when a case is once filed in the United States District Court 
is repudiated . by its own action in this DuPont case last year. . 
But in this DuPont case, between the filing of it in this Court on 
April 23, 1956 and August 8, 1957, and until the final notice of allowance 


dated August 14,1957, this very same subject in this Court on de novo 
action was being actively prosecuted by the United States Patent Office 
as will be seen from a photostat of the prosecution of this case in the 


file wrapper of DuPont which we tender as Exhibit Therefore, the 
filing of a suit in the United States District Court does not mean action 


in the Patent Office stops. If the Commissioner has jurisdiction he can 
halt the issuance of the Hoffman patent. 
IS THIS DISCRIMINATION BETWEEN APPLICANTS 
IN GOOD FAITH ? 

In the DuPont case, after the Action was filed in this Court on 
April 23, 1956, about four months elapsed. From a glance at the 
Larchar et al application file wrapper, it will be seen as acknowledged 
officially in Paper #2 of October 3, 1957, which shows that in June and 
July 1957 there was active prosecution by the DuPont Company in the 
Patent Office of this application which was still awaiting trial in the 
United States District Court for the District of Columbia. Paper #32, 
dated October 7, 1957 shows this to be a fact, as signed by counsel for 
the DuPont applicants Larchar et al, and the comments of the Patent 
Office counsel, Mr. Moore. 

The basic question is: does the Patent Office Solicitor on behalf 
of the Commissioner of Patents have one rule for DuPont by which it 
can retain jurisdiction of a case that is filed in this Court and continue 
to prosecute it, allow it, and then use the process of this Court for a 
stipulation entitled in this Court of allowance of claims and dismissal 
which, toa layman, would indicate approval of this Court and another 
rule in the instant case. 

Press statements about this matter which show that the public 
was led to believe that this Court had had a formal trial and allowed 
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these claims that appeared in the DuPont patent as the stipulation was 
entered into and filed in this Court which gave that impression to the 
public. No such trial was held. While the DuPont case was pending in 
this Court, it was actually being prosecuted in the Patent Office and 
allowed as a patent contrary to the present position of the Commissioner. 

Publications all over the nation were deceived, such as "Business 
Week" as "to get an over-riding patent, DuPont persuaded a: Federal 
Court to reverse a Patent Office refusal"; and the December 28, 1957 
issue of "Chemical Week", pages 25 and 26 arrived at the same con- 
clusion. : 

This "Stipulation for Dismissal" was headed with the title of the 
United States District Court, but it went outside of the issues in the 
case and contained new matter as to the new claims which gave the im- 
pression that the Court had decided in favor of DuPont and had reversed 
the Patent Office. This was false, and even the business publications 


were fooled. | 
Similar conclusions were arrived at by reason of this stipulation. 





when the reporters looked at the public record in the United States 

District Court, for it appeared in many of the leading magazines, such 
as "Chemical & Engineering News", an American Chemical Society 

publication and other publications. : 

It was the Solicitor of the Patent Office who entered into the stipu- 
lation which was entitled with the heading of the United States District 
Court for the District of Columbia, whereas actually it was the private 
action of the DuPont Company and the Solicitor of the Patent Office and 
it was not the action of this Court. 

The present position of the Solicitor that the Patent ottice loses 
all jurisdiction over Patent Office interferences when a de novo action 
is once filed by the defeated applicant is wholly inconsistent with his 
conduct as set. forth above in the DuPont case. | 

May we suggest and respectfully urge upon this Court ithat in 
view of what follows as to the intent, of Congress, that this Court hold 


it does have the power, having once had this present civil action before it, 
| 
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to protect its own orders that may be entered granting the patent to 
Monaco upon the de novo trial on all the facts, by restraining the . 
Patent Office by Writ of Mandamus from issuing the patent to Hoffman 
which is a part of this controversy. 


Fundamental questions of law are raised in the companion case 
in this Court on the issue of priority and the right to prove the date of 
Monaco in Italy prior to his filing date, both on originality and. 
priority. 

The Patent Office seeks to "beat the gun" by prejudging this 
Court's action and opposing this application for Writ of Mandamus so 
that if we win in the companion action in this Court, and which action 
is not yet tried, it would be a moot victory because the Patent Office 
will not wait for the judgment of this Court but will rush the Hoffman 
patent out because it would not permit Monaco to prove his date of in- 
vention on originality or priority before he filed his application in Italy 
under the International Convention, the Treaty of Friendship, and the 
United States Patent Code. 

It is also significant that the Patent Office itself, in In re Lemieux, 
has recently decided by its Board of Appeals, that when there is an 
issue of originality raised in the Patent Office as in this interference 


between Monaco and Hoffman, that the foreign party can prove his dates 


of invention prior to filing in his ‘home country. That right was denied 
by the Patent Office in this case in direct contravention of the decision 


of the Board of Appeals of the Patent Office in In re Lamieux acting for 
the Commissioner of Patents as his final judicial agent. 


CONCLUSION 

If this Court decides with us that Monaco is the first, the Patent 
Office will be in a position of having issued the patent to Hoffman who 
is not the "first and original inventor" under Section 115 of the United 
States Patent Code. Aside from the necessity for decent courtesy to 
this Court, the serious fact that confronts the Patent Office is that the 
Hoffman patent will always stand as being earlier than the Monaco patent, 
causing great injury, because this fact that he is not will have to be 
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proved in every case upon which Monaco may bring action when he gets 
his patent. | 

The public will be misled that Hoffman is the first and Monaco 
will be gravely injured. | 

There is only one way to get rid of the Hoffman patent and that 
would be for the Department of Justice of the United States to ask can- 
cellation for fraud. The record shows that there has been only one 
fraud case, so far as counsel can find, that was ever won in the United 
States by the Department of Justice which resulted in cancellation of a 
United States patent for fraud. Counsel who signs this Brief was the 
Special Assistant to the Attorney General of the United States in the 
sole successful case and represented the Attorney General in its action 
and the Government of the United States. That is the only case that 
diligent search can find up until recently that was ever won by the Govern- 
ment in action for fraud. : 

Therefore, it would seem that the chances of getting rid of the 
Hoffman patent when once issued are dim indeed. We submit the correct 
course is to hold it up in its issuance until this de novo action can be 
decided in the companion case as well as in the instant case. | 

In short, the Solicitor of the Patent Office in this case says the 
filing of the de novo action completely removes any jurisdiction of this 
Court over any of its actions as to the subject matter in controversy, 
but in the DuPont case, despite the de novo action which had been filed, 
it continued to function and prosecute the case and then used the Court 
for confirming its action by entitling the stipulation in this Court with- 
out authority, as one continuous proceeding. | 

The Patent Office and its Solicitor should make up its mind 
whether a de novo action deprives them of jurisdiction as they claim 
now in this case or it still gives them jurisdiction over the subject 





matter in controversy as in the DuPont case; all of this is aside from 
the established practice of decent respect for the United States District 
Court which should compel the Commissioner of Patents to withhold the 


patent to Hoffman until this Court can act and determine in the companion 
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case who is the "first and original inventor" entitled to the patent. 

We have an old fashioned idea that such profound and deep re- 
spect for the United States Court by a Government Agency is the very 
foundation of respect for the law and for judicial process. Evidently 
from the brief of the Solicitor of the Patent Office he does not agree 
with this. 

The defendant errs as a matter of law in his interpretation of the 
patent act. 

The defendant's action with respect to the issuance of a patent is 
merely ministerial. This Court has a clear power to issue the writ of 
mandamus prayed for. 

It is, therefore, urged that defendant's motion to dismiss should 
be denied. 

Respectfully submitted, 
TOULMIN & TOULMIN 


/s/ H. Toulmin, Jr. 
ak * x * * 


Counsel for Plaintiffs 


/s/ F. E. Drummond 
* * * * * * 


Of Counsel 
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[Filed November 10, 1958] EXHIBIT I 
NOTICE OF CIVIL ACTION UNDER 35 USC 145 
A civil action under 35 USC 145, entitled E. L du Pont de 
Nemours & Company v. Robert C. Watson, Commissioner of Patents 
and Sinclair Weeks, Secretary of Commerce, Civil Action No. 1687-56, 
involving this application was filed in the United States District Court 
for the District of Columbia, on April 23, 1956. 


/s/ C. W. Moore 
Solicitor 


Under a stipulation of counsel, signed August 14, 1957, the above 
action was dismissed with prejudice as to claims 8, 10, and 12, but 
without prejudice as to the claims which stand allowed or are deemed 





31 


to be allowable in this application. 


/s/ C. W. Moore. 
Solicitor | 


[Filed December 15, 1958] 


SUMMARY OF THE ARGUMENT 
ON ADDITIONAL COMMISSIONER'S BRIEF 


I, 


MONACO FORCED TO COME TO THIS COURT: | 
COULD NOT GO TO COURT OF CUSTOMS AND PATENT APPEALS. 
re 


All that the Commissioner says is that his discretion and judg- 
ment can be reviewed by the Court of Customs and Patent Appeals and 
he will withhold the issuance of the patent until it does so, but he is 
not so bound when in this Court and does not pay it the same respect. 
Monaco and his assignee, Montecatini, are forced to use this Court 
to get justice instead of the Court of Customs and Patent Appeals be- 
cause there are diverse claimants to the ownership of the Hoffman 





patent application and Monaco, being a foreigner, can, under the 
Statute, go only into this Court. The Statute providing for an action de 
novo is so worded as to provide only in this Court for relief when the 
factual conditions are such as in this case with claimants disputing 
amongst themself as to who owns the Hoffman patent application. 
(Monaco v. Hoffman, C.A. 2026-58 now pending in the District of 
Columbia and also pending in Connecticut and in Florida where the 
claimants are located). Monaco et al should not be penalized for the 
way the Statute is worded. 


118 
SUSPENSION OF PATENT OFFICE ACTION. 

The Patent Office suspends the issue of a patent if you file an 
appeal to the Court of Customs and Patent Appeals based on its de- 
cision and the patent will be withheld until the Commissioner's decision. 
In re Allen, C.D. 176 (1941). The Patent Office refuses to give the same 
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consideration to the proceedings in this District Court, although Monaco 
and his assignee, Montecatini, are forced to come to this Court. 


Il. 
THIS COURT'S RIGHTS TO REVIEW 
DISCRETIONARY ACTS OF THE 
COMMISSIONER 
In Turchan et al v. Bailey Meter Company, 119 USPQ 165, 167, 
168 (DC Del.) Judge Layton refers to the discretionary act in this Court 
saying: 

"Turchan and Walker then had two courses that they 
might follow. They might appeal to the Court of Customs 
and Patent Appeals, or they might bring suit under re- 
vised statutes, Section 4915, in the United States District 
Court for the District of Columbia asking the Court to 
direct that the applicants were entitled to a patent. Suit 
was then begun in the United States District Court for the 
District of Columbia against the (Commissioner of Patents 
under Section 4915, now U.S.C. 44., Section 146. In the 
suit in the United States District Court for the District of 
Columbia, Turchan and Walker ur:ged that a proper dis- 
closure of the subject matter of C:laim 36 was made in the 
application as originally filed. 

"After trial in the United Statt2s District Court, the 
Court, speaking through Judge Tasmm, held that the appli- 
cants Turchan and Walker did mak e the disclosure under 
the ‘Doctrine of Inherency'." 

The Court further said: 

"Under the Rules of Practice of’ the Patent Office, 

Turchan and Walker then had thirty days in which to make 


their next move. In other words, they must appeal to the 


Board of Customs and Patent Appeals or file suit under 
Section 146 within thirty days. They elected the latter. 
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"It is customary that, when a suit filed tinder Section 
4915, or the present statute, Section 146, is pending, the 
Patent Office will not permit the winning party in the : 
Patent Office to proceed to have the patent issued. How- 
ever, in this case, the usual practice was not followed — 
and Johnson was permitted to proceed and have a patent | 
issued to him embodying the claim which was involved : 
in the Interference and which is involved in the present | 
suit. | 
"The present cause of action is in reality a continua- 
tion of the Interference Proceeding between Turchan and 
Walker on the one part and Johnson on the other part as | 
the Interference was set up by the Patent Office." | 
As to the foregoing quotation, the Patent Office says in its reply 
that this is dictum, which it can hardly be, as it was an essential ele- 
ment in the Turchan v. Bailey case. The Commissioner's effort to 
quote his self-serving manuals and his published instructions to his 
Patent Office staff certainly cannot deprive this Court of doing justice 
in accordance with the law. 
The District Court of the District of Columbia said in mi case 
of McCashen v. Watson, 131 F.Supp. 233,235, the following: - 
"This is a trial de novo in which the decision of the 
Patent Office is presumptively correct and entitled to | 
great weight. Yet the evidence adduced here overcomes | 


this presumption and convinces the Court that the finding 
of the Patent Office of no invention was not justified." 


(Emphasis ours). 


IV. 


STATUTE CREATING THIS COURT PUTS NO 
LIMITATION ON ITS POWER TO REVIEW THE 
COMMISSIONER'S ACTS 


In Torok v. Watson, 122 F.Supp. 788, 794 (DC DC Aug. 8, 1954) 
the Court said: | 
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™* * * The pertinent statute, 35 U.S.C. 8 121 (1952 ed.), 
which enacts as law the existing practice as to division with 
some changes, provides: 'If two or more independent and 
distinct inventions are claimed in one application, the Com- 
missioner may require the application to be restricted to 
one of the inventions.’ Although, as indicated in the Reviser's 


note, division is made discretionary with the Commissioner, 
the Court interprets the section as permitting judicial review 
to determine whether the inventions claimed are independent 


and distinct." (Emphasis ours). 

It is obvious that the Congress having given either a right of an 
appeal to the Court of Customs and Patent Appeals or the right to a de 
novo action in the District Court of the District of Columbia intended 
that in either event, the issue of priority in an interference leading to a 
grant of a patent to one of the parties in the contest was an inherent right; 
and the Patent Office does not dispute our right to come to this Court, 
but it does dispute the right of this Court to require the Patent Office 
to await its judgment before issuing the patent to Hoffman. 

The remedy in either Court is the same, but the privilege in this 
Court is to be able to bring in additional testimony and have a de novo 
trial. Can it be that the Patent Office fears this Court's full investi- 
gation of the facts that would show up the improvident decision awarding 


Hoffman the patent, contrary to law? 

The Supreme Court in Ickes v. Fox, 300 U.S. 82, 96, 97, has 
settled this matter that you may have an order restraining a Government 
official personally in the performance of a ministerial duty. The Court 
said: 


"The suits do not seek specific performance of any 


contract. They are brought to enjoin the Secretary of the 
Interior from enforcing an order, the wrongful effect of 
which will be to deprive respondents of vested property 
rights not only acquired under Congressional acts, state 
laws and government contracts, but settled and determined 
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by his predecessors in office. That such suits may be : 
maintained without the presence of the United States, i 


has been established by many decisions of this court, _ 
of which the following are examples: Noble v. Union | 


River Logging R. Co., 147 U.S. 165, 171, 172, 176; 
Philadelphia Co. v. Stimson, 223 U.S. 605, 619; 
Goltra v. ,Weeks, 271 U.S. 536, 544;. Work v. 
Louisiana, 269 U.S. 250, 254; Payne v. Central 
Pacific Ry.Co., 255 U.S. 228, 238. These decisions 
cite other cases to the same effect."" (Emphasis ours). ! 
In Land v. Dollar, 330 U.S. 731, 735, 736, 737, as to securing 

a property right held by a Government official unjustly, the Court said: 

"It further held that while such an adjudication is _ 

not res judicata against the United States because it 


cannot be made a party to the suit, the courts have 
jurisdiction to resolve the controversy between those 
who claim possession. And it concluded that an agent 





or officer of the United States who acts beyond his au- ! 
thority is answerable for his actions. And see Philadelphia 
Co. v. Stimson, 223 U.S. 605, 619-620; Sloan Shipyards 
Corp. v. United States Fleet Corp., 258 U.S. 549, 567. 
"Where the right to possession or enjoyment of | 
property under general law is in issue, and the defen- 
dants claim as officers or agents of the sovereign, the | 
rule of United States v. Lee, supra, has been repeatedly 
approved. * * *'*, | 
In Larson v. Domestic and Foreign Commerce Corp., 337 U.S. 
682, 686, 687, 689, citing Goldberg v. Daniels, 231 U.S. 218 and 
Goltra v. Weeks, 271 U.S. 536, the Court held: 
"If those actions are such as to create a personal 
liability, whether sounding in tort or in contract, the 
fact that the officer is an instrumentality of the sovereign 


does not, of course, forbid a court from taking jurisdiction 
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over a suit against him. Sloan Shipyards v. U. S. Fleet 
Corp., 258 U.S. 549, 567 (1922). As was said in Brady v. 
Roosevelt S.S. Co., 317 U.S. 575, 580 (1943), the prin- 
ciple that an agent is liable for his own torts ‘is an 
ancient one and applies even to certain acts of public 
officers or public instrumentalities.*" 


NEW CASES CITED BY THE 
PATENT OFFICE | 


The Patent: Office, not content with its Motion to Dismiss and the 
authorities cited covering some eleven pages, now files an additional 
thirteen pages of decisions and quotations. In this reply memorandum 
of additional authorities, the very first case of Heston v. Kuhlke, 179 
F.2d 222, says that the Court can proceed and can reverse the Com- 
missioner "unless the contrary is established by testimony which in 
character and amount carries thorough conviction". This case does not 
support the Patent Office position that we should not even have the oppor- 
tunity of establishing by testimony such thorough conviction of the error 
of the Patent Office. 

The reliance on Morgan v. Daniels, 153 U.S. 120, does the 
Commissioner no good because his own quotation shows that if the 
testimony produced in this case is of such character and amount to 
carry thorough conviction that Monaco is the real inventor and there is 
no doubt about it,’ that the patent will issue to Monaco. It is only "if 
doubtful the decision of the Patent Office must control" as stated by 
the Supreme Court in Morgan v. Daniels, supra. 

We find it unnecessary to belabor this Court and this case to 
answer the Commissioner's brief. The fact that he has gotten away 
with this injustice in a great many cases is not a justification for his 
continuing the practice and that is all that his reply brief amounts to. 

The diligence of Government counsel is commendable, but this 
great volume of citation of authorities leaves a great deal to be de- 
sired and ignores the whole point of this proceeding. 
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The Patent Office, as confirmed throughout the Solicitor’s 
office, is -relying for their arguments upon the following decisions. 


In re Allen, 1941 C.D.176, (CCPA Court Decision) Com. 
Patents Mr. Coe 


This decision is relied upon by the Government for thete holding 
that applicant who loses an interference proceeding must go to the 
C.C.P.A. if he wants the Patent Office to stay issuance of a patent to 
the winning party. ! 

In the case cited of In re Allen, the Court held that when the 
case was taken from the Patent Office to their Court of Customs and 
Patent Appeais, that the Patent Office could not proceed to issue a 
patent until they (C.C.P.A.) had disposed of the case on appeal. 

In the decision of In re Allen, the Court, however, has made a 





statement which clearly applies even where a case is taken directly 
from the Interference Board's decision to the District Court under 
R. S. 4915. 

This is emphasized by the Court in the In re Allen decision as 
follows: : 
"The general rule is that where an appeal has been | 

taken, the effect of which is to transfer jurisdiction of : 

the cause to the Appellate Court, the Court from which 

the appeal is taken can proceed no further with respect 

to the subject matter of the appeal until the appeal has | 

been disposed of . . . : 

Reference being made to Corpus Juris Secundum (4 C. : S. 8607), 
this merely reaffirms the rule that when an appeal has been taken to 
an Appellate Court from a decision from a lower tribunal, that the 
matter is transferred as far as jurisdiction of the cause is concerned 
to the Appellate Court and the lower Court, including the Patent Office, 
cannot take further proceedings until the appeal has been disposed of, 

The decision upon which the Patent Office relies for its argu- 
ments on Motion to Dismiss on the grounds that when the plaintiff (loser 
in an interference proceeding before the Patent Office) takes his case to 
the District Court under R.S. 4915, that they follow the following decision: 


| 
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Ex e Fischer v. Pater, C.D. 1928, 


- 13 (Com. Patents Mr. fents Mr. Robertson ) 


In this case the Commissioner Kinnan ruled that the Commissioner 
of Patents had no authority to withhold the issuance of a patent to the 
winning party of an interference. In that decision he cited other C.D. 
decisions for his reliance and included the Federal Court decision. 


In re Whipple v. Miner, 15 F. 117. 
In this case the Court held that it would be improper to enjoin 


the successful applicant from receiving his patent upon the mere sug- 
gestion that the Examiner was mistaken. However, in that decision by 
the first assistant Commissioner Kinnan, he stated in the last paragraph 
that under Section 4911 it provided that where, after appeal is taken to 
the Court of Appeals from a decision of the Board of Appeals, the other 
party files notice that he elects to have proceedings in accordance with 
R. S. 4915, and if such suit is brought, the issue of the patent to the 
other party shall be withheld pending the determination of the suit. 

The Patent Office recognized that even where the case was orig- 
inally started in the C.C.P.A. and then was transferred to the District 
Court under R.S. 4915 by the other party filing notice, that he elected 
to have the proceedings be conducted under R.S. 4915, that the patent 
to the other party (winning party) shall be withheld pending the deter- 
mination of the suit in the District Court. 

In the 1928 C.D. 13 decision of Kinnan under Fischer v. Pater, 
there was cited a 1911 C.D. 92 decision of McIntyre v. Perry which 
was reviewed and is believed to be clearly analogous to the present 
case of Monaco v. Watson. 

In the case of McIntyre v. Perry, upon which the Patent Office 
is relying under the decision by the Commissioner Kinnan in 1928 C. D. 
13, the situation was as follows: 

In the case of McIntyre v. Perry, the parties went through inter- 


ference proceedings in the Patent Office and the losing party appealed 
to the Court of Appeals of the District Court and then, after an adverse 
decision by the Court of Appeals in the District Court, the same losing 
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party then proceeded to sue under R.S. 4915. The plaintiff also peti- 
tioned the Commissioner of Patents to withhold issuance of a patent 
to the winning party in interference. In this Petition and Motion to sus- 
pend granting of the patent which was brought before the Court, it was 
decided that the applicant could not hold up the granting of the patent 
because he had already gone through an appeal Court, namely, the 
Court of Appeals of the District of Columbia, and had had an adverse 
decision which affirmed the decision by the Patent Office Board of 
Appeals. 
It will, therefore, be seen that reliance made on the ae of 

Mcintyre v. Perry, to support the Patent Office arguments that because 
applicant has gone directly to R.S. 4915 that the Motion to suspend the 
Patent should be denied is not a good case to support the same. 

The decision in 1928, page 13, relied upon by the Commissioner 
in the Patent Office to proceed to issue the patent to the winning party 
is clearly not supported by the Court's decisions and, in fact, the 
decision in In re Allen, as pointed out above, and relied upon by the 
Patent Office, to withhold the issuance of a patent when the adverse or 
losing party goes to the C.C. PA. » Clearly supports applicant's posi- 
tion when he goes to R.S. 4915 or the District Court. Moreover, this 
is substantiated by the Court by their recent decision of Tur Turchan v. Bailey 
Meter Co., 119 USPQ 168. 

This ingle Court of Delaware stated that suits scusnt under 
R.S. 4915 require that the Patent Office withhold the issuance of the 
patent to the winning party until a decision has been made in that suit. 

Furthermore, in the case of In re Allen involved in :C. C. P. A. 
the Court indicated clearly that under the general rule when an al 


was taken from the Patent Office to Appellate Court, that the proceedings 
and cause, as well as the issues, are transferred to that Appellate Court 
directly from the Patent Office and that the Patent Office was not per- 
mitted to proceed further in the matter and could not issue a patent to 


the winni roperly until after the suit had been decided by the 
Appellate Court. This is not to Say that when one Appellate Court has 
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decided a case that the losing party cannot hold up the issuance of the 
patent after one of the Appellate Courts had decided against him. 

It is clear that the Patent Office is trying to construe that when 
the losing party takes an appeal from the decision of the Patent Office 
to the District Court under R.S. 4915 rather than proceeding under 4911 
to the C.C. P.A., that they can make a distinction and proceed to issue 
the patent to the winning party regardless of what is going on in the 
appellate court. 

Respectfully submitted, 
TOULMIN & TOULMIN 
BY /s/H.A. Toulmin, Jr. 
Counsel for Plaintiffs 
/s/ F. E. Drummond 
Of Counsel 


a 


ADDITIONAL POINTS AND AUTHORITIES IN 
SUPPORT OF DEFENDANT'S MOTION TO DIS- 


of a oe id 


23. Plaintiffs' brief (at pages 4 through 6) is incomplete as to the 
history of present 35 U.S.C. 146 (based on R.S. 4915), present 35 U. Ss. C. 
141 (based on R.S. 4911), and present 39 U. S.C. 135 (based on R.S. 
4904). 

From 1927 to 1939, the language quoted at the bottom of page 4 of 
plaintiffs' brief was not a part of either R.S. 4915 or R.S. 4904. During 
that period, that quoted language appeared only in R.S. 4911 and applied 
only where the interference loser had appealed to the U.S. Court of Cus- 
toms and Patent Appeals and an adverse party had elected "'to have all 
further proceedings conducted as provided in section 4915 of the Revised 
Statutes. '' Senate Report No. 877 of the 76th Congress, to accompany 
the bill H. R. 6873, recommended passage of a bill which eliminated 
said quoted language from R.S. 4911. The report states (pages 1 and 2): 
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"Following the decision of the proposed Board of 
Interference Examiners, the Commissioner can imme- | 
diately issue the patent to the winning party, whichis | 
ordinarily done when there is no appeal. But even 
when appeal to the court is taken, in many cases it is 
possible to grant a patent imnediately to the winning 
party without prejudicing the appeal, and in such cases | 
the Commissioner can so grant the patent immediately. | 


"The bill has the approval of the Commissioner of | 
Patents * * *,"' | 


As to present 35 U.S.C. 135, it is noted that R.S, 4904, prior to 
1939, read as follows in its last sentence: | 


"And the Commissioner may issue a patent tothe | 
party who is adjudged the prior inventor, unless the | 
adverse party appeals from the decision of the primary ' 


examiner, within such time, not less than twenty days, 
as the Commissioner shall prescribe. "’ (Emphasis | 
Se | 

Page 2 of said Report No. 877 indicates that the underlined language 
was also deliberately removed to leave only the language which now ap- 
pears in 35 U.S.C. 135, last part of the second sentence. 

Page 3 of said Report No. 877 quotes R.S. 4915 as it read prior to 
1939 and indicates no change relevant to the issue before this Court. In 
the report of ''Hearings before the Committee on Patents, House of Repre- 
sentatives, Seventy-Sixth Congress, June 22, 1939, on H.R. 6873, es 3 
page 17, Commissioner Conway P. Coe's testimony relevant to proposed 
changes in R.S. 4904, 4911, and 4915, includes the following: : 


"Following the decision of the proposed board of 
interference examiners the Commissioner can imme- 
diately issue the patent to the winning party. The ap- 
peal to the courts is left unchanged. " 


In summary, it is clear from the above that from 1927 to 1939 
there was no Statutory provision in connection with a loser's suit 
originally brought under R.S. 4915 that imposed a duty on the Commis- 
sioner to withhold a patent to the winner in interference proceedings in 
the Patent Office. See Fischer v. Pater, 1928C.D. 13, 3680.G. 493, 
cited under defendant's point 9. It is also clear that any duty (prior to 
1939), arising under R.S. 4904 or 4911, to withhold issuance of the 
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winner's patent was deliberately removed by the Congress in 1939 to give 
the Commissioner the unqualified authority to issue immediately a patent 
to the party awarded priority by the Board of Patent Interferences (form- 
erly Board of Interference Examiners). 

The defendant admits that subsequent to the first decision cited 
under defendant’s point 6 it has been and is the policy of the Commissioner 
not to issue a patent to an interference winner when there is pending an 
appeal under 35 U. S.C. 141 to the U.S. Court of Customs and Patent 
Appeals. 


* * Ed * 


eR are re 


[ Filed December 19, 1958] 


ADDITIONAL POINTS AND AUTHORITIES IN 
SUPPORT OF DEFENDANT'S MOTION TO DIS- 


MISS 

33. Hearing was had on defendant's motion to dismiss on Decem- 
per 15, 1958. On each of the days December 15, December 16, and 
December 17, 1958, plaintiffs filed an additional memorandum. Each of 
these papers offers irrelevant arguments. The issue raised by defen- 
dant's motion is actually a simple one, the essence of which is stated 
in defendant's point 12. However, plaintiffs’ new irrelevant arguments 
will be answered hereinafter. 

34, At page 2 of plaintiffs’ memorandum filed December 15, 
1958, and in plaintiffs’ letter to Judge Tamm filed December 17, 1958, 
it is alleged that there is a controversy as to the ownership of the 
Hoffman patent application. No such allegation appears either in the 
complaint or in the petition to the Commissioner (Exhibit A attached to 
the complaint). This unpleaded allegation is ineffective even as to 
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defendant's motion under Rule 12(b)6 since it is not supported by any 
documentary evidence or affidavits. Sardo v. McGrath, 90 U. S. App. 
D.C. 195, 196 F.2d 20. Counsel for defendant is aware of no evidence 
before the Patent Office that there is a controversy as to the title of 
the Hoffman application. Accordingly, defendant challenges the not- 
pleaded and unsupported allegation that there is a title controversy. 

35. If there were in fact a title controversy, such fact would be 
completely irrelevant to the issue before this Court. : 

In plaintiffs’ letter to Judge Tamm, dated December 11, 1958, 
Paragraph 2 is without basis in law. ! 

35 U.S.C. 151 does not indicate to whom a patent shall be issued. 

35 U.S.C. 152 (corresponding to old R.S. 4895) reads as follows: 

"* * * Issue of patent to assignee. 
"Patents maybe granted to the assignee of the aii 

of record in the Patent Office, upon the application made 

and the specification sworn to by the inventor, except as 

otherwise provided in this title." (Emphasis added.) __ 

In McCrady, Patent Office Practice, Third Edition, 19 50 (pub- 
lished by Pacot Publications, Box 986, Kerrville, Texas) at page 447, 
it is correctly stated: | 

"As between conflicting assignees, the Office, having 
no way of determining where the title is, grants the patent 
in the name of the inventor,, leaving the question of owner- 

ship to be decided in the courts. 89 

* * * 
"89Ex parte McFarlane 1896 CD 37, 76 OG 1418. 

Ex parte Short (1908 March 31) 20 Gour 27:25. In re 

Moller 1904 CD 70, 108 OG 2144. Ex parte Harrison | 

1925 CD 122, 3400G 838. Ex parte Harrison 1878 CD _ 

58, 13 0G 547. Ex parte Alexander (1894 July 23)6 

Gour 44:27." 





It is well settled that it is purely discretionary in the Commis- 


sioner whether he shall issue the patent to the assignee or the inventor. 
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Moore v. U. S. ex rel Royer, 32 App. D.C. 243, 248. See also In re_ 
Pearsall, 31 App. D.C. 265,268. 35 U. S.C. 152, quoted above, in the 
word "may" has retained the Commissioner's discretion as to this mat- 
ter. Accordingly, there is nothing in 35 U.S.C. 152 which deprives the 
Commissioner of the right, under 35 U.S.C. 135, to issue a patent to 
either the applicant-winner of the interference or his assignee. 

Assuming arguendo that there is in fact a controversy as to the 
ownership of the Hoffman application, plaintiffs show no basis in law 
for their bare contention that ownership of the Hoffman application will 
be determined in any 35 U.S.C. 146 action. In such action, the only 
ultimate issue which plaintiffs have the right to have decided relative 
to Hoffman's application or patent is whether or not Monaco is the prior 
inventor in the sense of the statutes. Sanford v. Kepner, 344 U.S. 13, 
15. Plaintiffs here contend that priority will be determined in a pending 
35 U.S.C. 146 suit. They thus admit that a court has jurisdiction of 
that action, and that all indispensable parties are before it. Therefore, 
whether they win or lose the suit, the actual ownership of the Hoffman 
application will not be determined since it is immaterial and a matter 
of no legal import to plaintiffs. See Paper Container Mfg. Co. v. Dixie 
Cup Co, ,170 F. 2d 333, 339. 

Moreover, the statute 35 U.S.C. 146 expressly provides that 
such "suit may be instituted against the party in interest as shown by 
the records of the Patent Office at the time of the decision complained of, 
but any party in interest may become a party to the action.” (Emphasis 
added.) Note the comment on the above-emphasized language in 
Minnesota Mining and Manufacturing Co. et al. v. Chavannes Industrial 


Synthetics, Inc. et al., 128 F.Supp. 659, 661. Assuming arguendo that 


there is in fact a controversy as to the ownership of the Hoffman patent, 
the fact of that controversy is irrelevant on the further ground that the 
plaintiffs here have neither pleaded nor shown by document or affidavit 
that the defendants in the 35 U.S.C. 146 civil action do not include all 
the parties in interest as shown by the Patent Office records at the time 
of the decision complained of. 
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36. In plaintiffs' letter to Judge Tamm dated December 16, 1958, 
it is apparently admitted that the statute 35 U.S.C. 135 provides for 
cancellation by operation of law of those patent claims which corres- 
pond to counts as to which either ina 35 U.S.C. 141 appeal or in a 35 
U.S.C. 146 suit, priority is finally awarded to the patentee'’s s opponent. 
Plaintiffs direct attention to the fact that such provision does not neces- 
Sarily cover all the claims in the patent. However, if unaffected claims 
are unpatentable over the counts of the interference, they are|also in- 
Valid. Smith v. Watson, 95 U.S. App.D.C.52, 318 F.2d 863; U. S. 
Rubber Co. v. Coe, 79 U.S. App. D.C. 305, 146 F.2d 315. A deter- 
mination of such invalidity could be obtained by timely amending the 
complaint in any 35 U.S.C. 146 suit to include an action under 35 U.S.C. 
291. See defendant's Point 29, paragraph 3. If plaintiffs win the 35 
U.S.C. 146 suit, and any Hoffman patent claims are not determined to 
be invalid ina 35 U.S.C. 291 action, it follows that those claims have 
no relation to the issues of the interference and plaintiffs’ rights in 





relation to those claims would be merely those of any other member of 
the public. See Mell Mell v. Midgeley, 31 App. D.C. 534, 938, cited under 
defendant's point 13; Heston v. Kuhlke, 179 F.2d 222, 227, cited under 
defendant's points 21 and 24. 

Plaintiffs' arguments as to an action to cancel a patent ie fraud 
are obviously completely irrelevant. Such action can be brought only 
by the United States. U. U.S. v. Bell Telephone Co., 128 U.S. 315, 373. 
Moreover, plaintiffs have made no allegation of fraud in this record. 

37. In plaintiffs’ memorandum filed December 15, 1958, at pages 
1 and 2, it is stated: 


"Monaco and his assignee, Montecatini, are forced 
to use this Court to get justice instead of the Court of 
Customs and Patent Appeals because there are diverse 


claimants to the ownership of the Hoffman patent appli- 
cation and Monaco, being a foreigner, can under the 
Statute, go only into this Court." 
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This contention is irrelevant and has no basis in law. There is 
obviously nothing in 35 U.S.C. 141, 142, 143, 144 (the statutes pro- 
viding for appeal to the Court of Customs and Patent Appeals) which 
prohibits appeals by a foreigner or makes appeals dependent in any 
_manner upon the residence of the owners of an interference winner's 
application. See also Rule 25 of the Court of Customs and Patent 
Appeals which provides: 

"In appeals from the Patent Office the appealing party 
shall file in the clerk's office a petition, addressed to the 
court, in which he shall briefly set forth and show that he 
has complied with the requirements of Title 35, United 
States Code, sections 142 and 143, to entitle him to an 
appeal, and praying that his appeal may be heard upon 
and for the reasons assigned therefor to the commissioner. 
Said reasons for appeal having been filed with the Com- 
missioner of Patents and made a part of the record, shall 
not be repeated in the petition of appeal. Said petition of 
appeal and a certifiedcopy of the record in the proceeding 
shall be filed in this court and the case duly docketed 
within 40 days (exclusive of Sundays and legal holidays) 
from the date upon which said reasons for appeal were 
filed with the Commissioner of Patents: Provided, That 
the commissioner may for special and sufficient cause 
extend such time to some definite and fixed date: Pro- 
vided further, That in inter partes cases appellant shall, 
at the time of filing said petition of appeal in this court, 
or within 10 days thereafter serve a copy thereof upon 


appellee or his counsel. * * *" (some emphasis added). 

See also In re Allen, 28 C.C.P.A. 792, 115 F.2d 936, cited under 
defendant's point 6, which discusses the court's jurisdiction. 

38. Attached to defendant's copy of plaintiffs’ letter dated Decem- 
ber 17,1958, is an originally typed paper which apparently is intended 
to be a copy of a stipulation (between attorneys for the plaintiffs and 
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only one of the defendants in a 35 U.S.C. 146 suit) that, of the three 
civil actions brought in different jurisdictions on the same cause of 
action, only that brought in the District shall be tried on the merits and 
that the other two shall be stayed. (Plaintiffs do not explain the fact 
that only one of the defendants entered into the stipulation and give no 
indication that the stipulation was actually filed in any court and acted 
on by a court. ) Such stipulation is not unusual in such a Situation and 
has no relevance whatever to the issue before this Court. | 

Respectfully submitted, 


/s/ C. W. Moore 
Solicitor, United States Patent Office, 
Attorney for Defendant. 


GEORGE Cc, ROEMING, 
Of Counsel. 


December 19, 1958 
[Certificate of Service] 
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[Filed December 23, 1958 ] : 
ANSWER OF PLAINTIFFS TO ADDITIONAL POINTS AND 


AUTHORITIES BY DEFENDANT ON DECEMBER 19, 1958, 
ee 
(In re Defendant's Point No. 33) | 


Defendant stresses in his additional Brief filed December 19, 1958 
that the issue raised by his Motion to Dismiss is a Simple one. ‘This 
allegation is manifestly unsupported by defendant else he would not have 
had to burden this Court with originally eleven pages containing some 
20 points and authorities, followed by 13 additional pages containing 
additional points and authorities, increasing the points to 32 (December 
5, 1958) and finally the addition of 8 more pages (December 19, 1958) 
with still additional points up to 38, | 
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(In re Defendant's Point No. 34) 

Referring to defendant's point 34, in our main Brief filed setting 
forth the ground for denying defendant's Motion to Dismiss, it was set 
out that under Section 119 of the Patent Office Code a United States 
patent must issue to 

“the original and first inventor". 
This clearly involves the question of ownership of the invention since 
the inventor, of course, must first own the invention before he can 
attempt to assign it. Accordingly, plaintiff does have support for his 
original pleadings for pointing out the controversy as to the ownership 
of the invention. 

Furthermore, plaintiff's memorandum to the Court filed 
December 16, 1958 was necessitated inasmuch as counsel for the de- 
fendant urged for the first time that Section 135 of the Patent Codification 
Act permitted cancellation of the patent if issued to the wrong party. 

It is further to be pointed out that the Patent Office is aware of 
the controversy as to ownership of the Hoffman patent application. The 
Patent Office is aware of the Civil Action Case No. 2026-58 filed in 
the United States District Court for the District of Columbia from the 
action of the Patent Office and this has been pointed out in our original 
Brief (see page 7). In the Civil Action case 2026-58, as shown by a 
stipulation filed with our memorandum of. December 17,1958, it was 
stipulated by defendant Waterbury Companies, Inc., that proceedings 
begun in the United States District Court for the Districts of Connecticut 
and Florida against the defendant would be stayed or otherwise suspended 
during the pendency of this action (2026-58) in this Court insofar as 
Waterbury Companies, Inc. has any interest in the Florida litigation, 
it being further stipulated that a copy of this stipulation be forwarded 
by plaintiffs’ attorney for the United States District Court for the Districts 


of Connecticut and Florida respectively, and that such other documents 


as may be necessary to affect this stipulation be filed by the attorneys for 
the respective parties. The Patent Office, through its Assignment 
Division and file record in the defendant's patent interference proceedings, 
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has accordingly had due notice of the pending Civil Action in the Courts 
of Connecticut and Florida, as well as in the United States District 
Court for the District of Columbia. 


(In re Defendant's Point No. 35) 


The question of who actually is the owner of the invention is mani- 
festly relevant since the Rules of the Patent Office do not permit one 
who has no legal right or ownership in the application to pay the final 
fee and for the Government to accept it and issue the patent. Under 
Rule 311 (35 USC 152) it is set out that : 

"If on examination it shall appear that the applicant 
is justly entitled to a patent under the law, a notice 
of allowance will be sent him, his attorney, or his ! 
agent, calling for the payment of the final fee within 
six months from the date of such notice of allowance. " 
(underscoring ours). : 

There is no provision made for accepting the final fee and issuing 
the patent where applicant does not apply for it, or his attorney, or his 
agent. In the case of the assignee who has been granted rights or part 


ownership in the invention, the Patent Office may issue the patent to 


said assignee. | 

This is provided for under 35 USC 152. ! 

It is thus clear that where the defendant is not found to be "the 
original and first inventor" he has no right in the invention whatsoever 
and thus any attempted assignment by him is void ab initio (Section 35 
Rule 311 U.S. Patent Office). | 

Defendant refers to a Patent Office practice cited under In re 
McGrady in regard to conflicting assignees and the grant of the patent 
to the inventor where there is a conflict in assignees. This decision, 
however, is not relevant because here we have a question of who is the 
inventor as well as who owns the invention. Accordingly, there isa 
controversy as to who is entitled to pay the final fee to have the patent 
issued to, since as pointed out above, there is a question of who is the 
original and first inventor and there is a fundamental question of who 
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is entitled to have the invention patented. This is the question now on 
appeal and which, as pointed out heretofore in our Brief, clearly consti- 


tutes a continuation of the issues which were before the Patent Office 


Interference Examiner. 

It is further to be pointed out to this Court that the defendant's 
counsel has failed to cite a decision which supports their contention that 
the Commissioner of Patents may issue a patent to one who has won in 
an interference in the Patent Office before the decision has been decided 
on any appeal. 

Defendant's counsel admit that before the decision in ‘In re Allen 
of the Court of Customs and Patent Appeals, the Patent Office practice 
had been for the Commissioner to proceed to issue a patent to an appli- 
cant before the same had been reviewed by any Federal Court having 
appellate jurisdiction, and that following the decision In re Allen, supra, 
the practice was changed to await the outcome of an appeal when appli.- 
cant took his case to the Court of Customs and Patent Appeals from a 
decision of the Patent Office. In Turchan vs. Bailey Meter Co. 119 
USPQ 168, the Court said 

"It ig customary that when a suit filed under Section 
4915, or the present statute, section 146, is pending, 
the Patent Office will not permit the winning party in 
the Patent Office to proceed to have the patent issued." 

In the case of In re Allen, supra, the Court there stated that 
under the general rule when an appeal was taken from the Patent Office 
to the Appellate Court, that the proceedings and cause, as well as the 
issues, are transferred to that Appellate Court directly from the Patent 
Office, and the Court also held that the Patent Office is not permitted 
to proceed further in the matter and could not properly issue a patent 
to a winning party until after the suit had been decided by the Appellate 
Court. 

Here, as the Court will appreciate, we have no Appellant ruling 
whatsoever. Furthermore, as will be seen from a copy of an order 
_(photostat) filed herewith, The Honorable Emett C. Choate, Judge of the 
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United States District Court for the Southern District of Florida, Miami 
Division, denied a Motion to Dismiss the complaint by defendant in that 
Court and continued the time for the defendant, Paul H. Hoffman to file 
an answer therein until thirty days after the decision in the District of 
Columbia Civil Action case No. 2026-58 which is on appeal from the 
Patent Office decision and referred to in our Brief in the instant case. 


(In re Defendant's Point No. 36) | 


Defendant's counsel brought up the question of applicants’ right 
to cancellation of the patent under 35 USC Section 135 and which neces- 
sitated plaintiff's additional memorandums. Accordingly he should not 
now complain. We have emphasized heretofore it is stated in 35 USC 
Section 135, as follows: | 

“a final judgment adverse to a patentee from which 
no appeal or other review has been or can be taken 
or had shall constitute cancellation of the claims : 
involved from the patent, and notice thereof shall : 
be endorsed on copies of the patent thereafter distri- 

buted by the Patent Office." (emphasis ours). 

It will thus be seen that Section 135 does not permit applicant to 
have the adverse party who has obtained a patent to which he is not en- 
titled to by law, to have the patent cancelled, otherwise the statute 
would have clearly so stated. 

The defendant does not deny that the wording is directed to can- 





cellation of claims rather than to a patent. 


In re Defendant's Point No. 37) ! 
Defendant admits that under Section 146 that under civil actions 

in the case of an interference that Civil Action suit lies and may be 
instituted against a party in interest as shown by the records of the 
Patent Office at the time of the decision complained of, and that 

"an adverse party residing in a foreign country (asin 

the case of plaintiff) the United States District Court 

for the District of Columbia shall have jurisdiction and 


may issue 2 summons against the adverse parties directing 
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the Marshal. of any District in which any adverse 
party resides ..... Judgment of the Court in favor 
of the right of an applicant to a patent shall authorize 
the Commissioner to issue such patent on the filing 
in the Patent Office of a certified copy of the judg- 
ment and on compliance with the requirements of 
the law." 

There is nothing stated with respect to applicant being required 
to go to the United States Court of Customs and Patent Appeals from a 
decision adverse in interference. Accordingly, plaintiffs' contention 
that they were required under the Rule of Section 146 in Civil Action 
cases to go to the District Court of Appeals is revelant and clearly 
indicates that as in the case of an appeal to the Court of Customs and 
Patent Appeals, plaintiff should have the right to be heard on appeal as 
to the issues raised in the Patent Office as regards the right of appli- 
cant to be granted a patent as in the case of In re Allen supra before 
issuance of any patent to the contesting parties. 

Again it is to be emphasized that in the Assistant Commissioner's 
decision in 1928 C.D. 13 upon which the Patent Office relies for their 
reasons for proceeding to issue a patent to the winning party in an inter- 
ference, the case cited in support thereof, namely McIntyre vs. Perry 
(1911 Commissioner of Patents decisions i911, Page 92), the Petition 
to the Commissioner was made after an appellaté Court had ruled 
against applicant and affirmed the Patent Office in regard to the winning 
party in the interference. In the present case we have not yet had an 
Appellate ruling of any kind and accordingly it is submitted that the 
Commissioner of Patents should not be allowed to issue a patent to 
Hoffman until an Appellate Court has ruled on the issues with respect 
to the rights of the inventor and ownership has been decided. 

(In re Defendant's Point No. 38) 

Defendant complains that plaintiffs' letter dated December 17, 
1958 supplies a typed paper of the original copy of the stipulation. This 
was necessitated because another photostatic copy was not available at 
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the time. To overcome this, plaintiffs attach a photostatic copy of the 
original stipulation as filed with plaintiffs’ letter to your Honor dated 
December 17,1958, to defendant's copy of this answer. : 
Furthermore, the stipulation shows that defendant's counsel 
Waterbury Companies, Inc., one of the disputed owners of the Hoffman 
patent application, has signed the stipulation and in accordance to the 
last paragraph of the stipulation plaintiffs’ attorney was allowed to 
present copies of this stipulation to the United States District Court for 
the Districts of Connecticut and Florida. ! 
For the above reasons, it is submitted that the defendant's Motion 
to Dismiss applicant's action should be denied. 
Respectfully submitted, 
TOULMIN & TOULMIN 
By /s/ H. A. Toulmin, Jr. 
Counsel for Plaintiffs 


/s/ F. E. Drummond 
Of Counsel 


[Certificate of Service] 


————-,qqqucwc——meur 


[Filed December 23, 1958] 
ORDER 

This cause having come on to be heard on the Motion of the 
defendant, Paul H. Hoffman, to dismiss the complaint, and it appearing 
to the Court that at the present time there is pending in the United States 
District Court for the District of Columbia a suit identical to the case 
at bar involving the same legal issues and the same parties, and it 
further appearing that an answer has been filed in said suit and that said 
District Court is prepared to try the issues of law and fact therein 
within a reasonable time; and it further appearing that a companion case 
involving the same issues and parties has been filed in the United States 
District Court for the Pistrict of Connecticut and that the parties therein 
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have stipulated that the proceedings in said Court be stayed during the 
pendency of the action in the District Court for the District of Columbia; 
it is, therefore, 

ORDERED, ADJUDGED and DECREED that the aforesaid Motion 
to Dismiss be and the same is hereby denied and the time for the defen- 
dant, Paul H. Hoffman, to file an answer herein is hereby enlarged un- 
til thirty (30) days after the litigation in the District of Columbia is 
finally completed. 

DONE AND ORDERED at Miami, Florida, this 20th day of 
November, 1958. 


/s/ Emett C. Choate 
District Judge 


[Filed December 23, 1958] 
STIPULATION FOR EXTENSION OF TIME TO 
ANSWER OR OTHERWISE PLEAD 

It is hereby stipulated by and between the attorneys for Plaintiffs 
and Waterbury Companies, Inc. that the time to answer or otherwise 
plead be, and hereby is, this Honorable Court so consenting, extended 
for a period of forty-five (45) days from August 28, 1958, i.e., to 
October 14, 1958. 

It is further stipulated that, action having been begun by Plain- 
tiffs in this Court, the United States District Court for the District of 
Connecticut and the United States District Court for the District of 
Florida, that any trial on the merits of this matter shall be had in this 
Court, and, Plaintiffs hereby stipulate and agree that the proceedings 
begun in the United States District Courts for the Districts of Connecticut 
and Florida against the above named defendants will be stayed or other- 
wise suspended during the pendency of this Action in this Court, in so 


far as Waterbury Companies, Inc. has any interest in the Florida 
litigation. 
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It is further stipulated a copy of this stipulation will be forwarded 
by Plaintiffs’ Attorneys to the United States District Courts for the Dis- 
tricts of Connecticut and Florida, respectively, and that such other docu- 
ments as may be necessary to effect this stipulation will be filed by the 
Attorneys for the respective parties to this stipulation. | 


Dated this Plaintiffs 


day of August, 1958 by 

their Attorneys 
Dated at Litchfield, | 
Connecticut, this Defendant, Waterbury 
28th day of August, 1958 Companies, Inc. | 


by /s/ E. Seward Stevens 
its Attorney | 


[ Filed December 23, 1958] | 
MEMORANDUM i 


| 
| 


The defendant's motion to dismiss is granted. 


/s/ Edward A. Tamm 
JUDGE : 


Dated: December 23, 1958 





[ Filed January 5, 1959] 
ORDER 


This action came on to be heard at this term on motion of defen- 
dant, Robert C. Watson, Commissioner of Patents, to dismiss the com- 
plaint and thereupon, upon consideration thereof, it is this 5th day of 
January, 1959 : 

ORDERED that the Motion to Dismiss be and it is hereby granted, 
and that the complaint be and it is hereby dismissed. : 


January 2, 1959 /s/___ Edward A. Tamm 
JUDGE 


Approved as to form 
Toulmin & Toulmin 


/s/ By H.A. Toulmin, Jr. 
Attorneys for Plaintiffs 





[ Filed January 7, 1959] 


NOTICE OF APPEAL 


Notice is hereby given that Ugo Monaco and Montecatini Societa 
Generale per l"Industria Mineraria e, Chimica Anonima, Plaintiffs, 
hereby appeal to the United States Court of Appeals for the District of 
Columbia from the order entered in this action on the 5th day of Janu- 
ary, 1959. 


Toulmin & Toulmin 


/s/ F. E, Drummond 


Attorneys for Plaintiffs 
[ Certificate of Mailing] 
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APPEAL NO. 14,937 
STATEMENT OF QUESTION PRESENTED 

In the opinion of appellee, the single question pre- 
sented is: 

Did the District Court err in dismissing, upon mo- 
tion of appellee, a complaint in which appellants 
sought entry of a judgment in the nature of an in- 
junction to restrain appellee, as Commissioner of 
Patents, from issuing a patent to Paul H. Hoffman 
on his application Serial No. 321,667, filed November 
20, 1952, during the pendency of a civil action brought 
by appellants under 35 U.S.C. 146 and involving that 
application? 
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In the United States Court of Appeals 
for the District of Columbia Circuit 


APPEAL NO. 14,937 


Ucao Monaco anp Montecatini Socreta GENERAL PER 
L’InpusTeia Minzranta E Cummica ANONIMA, AP- 
PELLANTS 

v. 


Rosert C. Watson, COMMISSIONER OF PATENTS, 
APPELLEE 


APPBAL PROM THE JUDGMENT OF THB UNITED STATES DISTRICT 
COURT FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 

This is an appeal from an Order (J.A. 53) of the 
United States District Court for the District of 
Columbia, dismissing, upon a motion by appellee 
(J.A. 7), a complaint (J.A. 1) in which appellants 
sought the entry of a judgment in the nature of an. 
injunction to restrain the appellee, as Commissioner 
of Patents, from issuing a patent to Paul H. Hoff- 
man on his application Serial No. 321,667, filed No- 
vember 20, 1952, during the pendency of a civil action 
brought by appellants under 35 U.S.C. 146 and in- 
volving that application. Appellee’s motion to dis- 

(2) 
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miss was brought on the grounds (1) that the District 
Court lacks jurisdiction over the subject matter of the 
complaint..and; (2). that, the, complaint . fails, te. state 
a claim. against appellee upon..which; relief can be 
granted. The motion was granted by the District 
Court without opinion (J.A. 53), 


COUNTERSTATEMENT OF THE CASE 


The Statement of the Case set,forth in the. Brief, 
for Appellants (pages, 2 through. 4) includes.so.many 
unnecessary factual details not pleaded in. the .com- 
plaint (J.A. 1) that a Counterstatement is in order. 

A patent, application of. appellant. Monaco_and a 
patent application of Paul. H.,Hoffman were placed 
In interference. Monaco was given the status of 
senior party. Under Patent Office Rule 257, Hoffman, 
as junior party, had.the burden: of proof.. ‘The Board 
of Patent Interferences-decided the issue of priority 
of invention-in favor..of: Hoffmaa.,- Monaee.and his 
assignee then filed a civil action under 35 U.S.C. 146 
in the United States. District.Court for the District 
of Columbia,, to. have that court authorize the Com- 
missioner to issue a. patent.to Monaco for the inter- 
fering subject matter. Subsequently, Monaco. peti- 
_ tioned the Commissioner of Patents to withhold issue 
of a. “patent to Hoffman on his application involved’ 
in the interference. When this petition was not. 
promptly granted, appellants brought the instant civil 
action to have the court enjom issuance of the Hoff- 
man patent. After the filing. of the. complaint in the 
instant action, the petition to the Commissioner Was. 
formally denied. © 





STATUTES AND RULES INVOLVED 
5 U.S.C. 1009. Judicial review of agency action 
Except so far as (1) statutes preclude judicial re- 

view or (2) agency action is by law committed to 

agency discretion. 
Rights of review 
(a) Any person suffering legal wrong because of 
any agency action, or adversely affected or aggrieved 
by such action within the meaning of any relevant stat- 
ute, shall be entitled to judicial review thereof. 
35 U.S.C. 141. Appeal to Court of Customs and 

Patent Appeals 
An applicant dissatisfied with the decision of the 

Board of Appeals may appeal to the United States 

Court of Customs and Patent Appeals, thereby waiv- 

ing his right to proceed under section 145 of this title. 

A party to an interference dissatisfied with the deci- 

sion of the board of patent interferences on the ques- 

tion of priority may appeal to the United States Court 
of Customs and Patent Appeals, but such appeal shall 
be dismissed if any adverse party to such interference, 
within twenty days after the appellant has filed notice 
of appeal according to section 142 of this titie, files 
notice with the Commissioner that he elects to have 
all further proceedings conducted as provided in sec- 
tion 146 of this title. Thereupon the appellant shall 
have thirty days thereafter within which to file a civil 
action under section 146, in default of which the deci- 
sion appealed from shall govern the further proceed- 
ings in the case. (RS. 4911; 35 US.C., 1946 ed, 
592.) 


W2236-—59-——2 
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35 U.S.C.'144: Decision on appeal 
The United States Court: of Customs and Patent 
Appeals, on petition, shall hear and determine such 
appeal’ on the evidence produced before the Patent 
Office, and the decision shall be confined to the points 
set forth in the reasons of appeal. Upon its determi- 
nation the court shall return to the Commissioner a 
certificate of its proceedings and decision, which shall 
be entered of record in the Patent Office and govern 
the further proceedings in the case. (R.S. 4914; 35 
U.S.C, 1946 ed., 62.) ; 

35 U.S.C. 154. Contents and term of patent 

Every patent shall contain a short title of the in- 
vention and a grant to the patentee, his heirs or as- 
signs, for the term of seventeen years, of the right 
to exclude others from making, using, or selling the 
inyention throughout the United States, referring to 
the specification for the particulars thereof. A copy 
of the specification and drawings shall be annexed to 
the patent and be a part thereof. (R.S. 4884; 35 
U.S.C., 1946 ed., 40.) 

35. U.S.C. 282. Presumption of validity; defenses 

A patent shall be presumed valid. The burden of 
establishing invalidity of a patent shall rest on a party 
asserting it, 

The following shall be defenses in any aetion in- 
volving the validity or infringement of a patent and 
shall be. pleaded: 

(1) Noninfringement, absence of liability for in- 
fringement, or unenforceability, 

(2) Invalidity of the patent or any claim in suit 
on any ground specified in part II of this title.as a 
condition for patentability, 
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(3) Invalidity of the patent or any claim in suit 
for failure to comply with any requirement of section 
112 or 251 of this title, 

(4) Any other fact or act made a defense by this 
title. 

+ * = * ® 

35 U.S.C. 291. Interfering patents 

The owner of an interfering patent may have re- 
lef against the owner of another by civil action, and 
the court may adjudge the question of the validity of 
any of the interfering patents, in whole or in part. 
The provisions of the second paragraph of section 146 
of this title shall apply to actions brought under this 
section. (RS. 4918; 35 U.S.C, 1946 ed., 66. Act. 
Mar. 3, 1927, ch. 364, 44 Stat. 1394 and Oct. 31, 1951, 
ch. 655, sec. 56a, 65 Stat. 728, 35 U.S.C., 1946 ed, 
722.) 

Rule 257 of the Rules of Practice of the United 
States Patent Office in Patent Cases (37 C.F-R. 1257; 
Appendix I, Title 35, United States Code) 

Burden of Proof. The parties to an interference 
will be presumed to have made their inventions in the 
chronological order of the filing dates of their appli- 
cations for patents involved in the interference or the 
effective filing dates which such applications have been 
accorded; and the burden of proof will rest upon the 
party who shall seek to establish a different state of 


facts:.*.'** 
SUMMARY OF ARGUMENT 


1. 35 U.S.C. 135 authorizes the Commissioner, at his 
discretion, to issue a patent to the winner of an in- 
terference proceeding in the Patent Office without re- 
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gard to the pendency of a civil action under 35 U.S.C. 
146.imvolving the same interference issues. 

2. The United States Courts for the Distriet of Co- 
lumbia Cireuit lack jurisdiction to contro} that dis- 
cretion exercised by the Commissioner under 35 U.S.C. 
135. 

3. Appellants in their complaint have failed to state 
a claim against appellee on which relief can be 
granted. 

: ARGUMENT 
History of Patent Office practice as to issuance of patents to 
. Winners of interference proceedings in the Patent Office 

In the recent case of Turchan v. Bailey Meter Co., 
119 USPQ 165 (cited in appellants’ brief, page 30), 
@ civil action under 35 U.S.C. 146, the District Court 
for the Distriet of Delaware stated: 

| It is customary that, when a suit filed under 

: ~: Seetion 4915, of the present statute, Seetion 146, 

is pending, the Patent Office will not permit 
the winning party in the Patent Office to proceed 
to have the patent issued. However, in this 

-- ease, the usual practice was not followed and 

Johnson was permitted to proceed and have a 
’ patent issued to him embodying the claim which 

_. was involved in the Interference and which is 

involved in the present suit. 

The District Court’s statement as to the practice of 
the Patent. Office is contrary tothe actual facts and 
must have been based on inadequate evidence of the 
actual practice. 

It-will hereinafter be shown that, since the decision 
of the Secretary of the Interior in In re Sargent; 1877 
€.D. 125, 12:0.G. 475, it has at no time been the prac- 





7 
tice of the Patent Office to withhold the issuance of a 
patent to the winner of an interference where the loser 
originally elected to proceed by bill im equity under 
B.S. 4915 or by civil action under the successor stat- 
ute, 35 U.S.C. 146. 

Oe aatg ate ea iat Pak teaches ie 
years is stated at page 168 of the Manual of Patent 
Examining Procedure, U.S. Patent Office, Department 
of Commerce, Second Edition 1953 (for sale by Super- 
intendent of Documents, U.S. Government Printing 
Office, Washington 25, D.C.), as follows: 

Under 35 U.S.C. 135, the Commissioner may 
at once issue a patent to the applicant who is 
adjudged by the Board of Patent Interferences 
to be the prior inventor, without waiting for 
appeal by any loser. However, in ordinary 
eases it is the policy of the Office not to issue a 
patent to the winning party during the period 
within which appeal may be taken to the Court 
of Customs and Patent Appeals, or during the 
pendency of such appeal. Therefore, the files 
are not returned to the examining division un- 
til after the termination of the appeal period, 
or the termination of the appeal, as the case 
may be. Jurisdiction of the Examiner is auto- 
matically restored with the return of the files, 
and the cases of all parties are subject to such 
ex parte action as their respective conditions 

_ may require, even though, where no appeal to 

the Court of Customs and Patent Appeals was 

. filed, the losing party. to the interference may 
fle a suit under 35 U.S.C. 146. .* * * 

The winning party. may -be sent to issue 
despite the filing of a suit under 35 U.S.C. 146 
by his opponent. 
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The above quotation (less completely set forth at 
page 9 of appellants’ brief) is the published instruc- 
tion of the Commissioner of Patents to the Patent 
Office staff on this matter. 

In each of the following decisions, it is clearly indi- 
cated, without criticism by the court, that the Patent 
Office issued a patent to an interference winner des- 
pite the loser’s bringing of an action under old B.S. 
4915 or new 35 U.S.C. 146: 

|. Daniels v. Morgan (C.A., D. Mass., 1890), 42 

Fed. 451. 

Harper v. Zimmerman (D.C., D. Del, 1930), 
41 ¥. 2d 261, 262. 

Clark, Atty. General v. American Cyanamid 
Co. (D.C., D. Me., 1949), 82 F. Supp. 657, 
658, 80 USPQ 488, 489. 

Etten v. Lovell Mfg. Co. (D.C., WD. Pa., 
ee. 83 F. Supp. 178, 180, 81 USPQ 342, 


Houdry Process Corp. v. Universal Otl Prod- 
ucts Co. (D.C., D. Del. 1949), 87 F. Supp. 
547, 549, 83 USPQ 442, 443. 

Heston v. Kuhlke et al. (C.A. 6, 1950), 179 
¥. 2d 222, 8 USPQ 168. 

Sanford v. Kepner (D.C., M.D. Pa., 1951), 
99 F. Supp. 221, 222, 99 USPQ 188. 

General Electric Co. v. Phileo Corp. (D.C., 
S.D. N.Y., 1951), 99 F. Supp. 707, 708, 90 
USPQ 207, 208. 

Pure Oil Co. v. Socony-Vacuum O1l Co., Inc., 
et al., 94 U.S. App. D.C. 86, 88; 212 F. 2d 
454; 101 USPQ 140 (1954). 

E. I. du Pont de Nemours & Co. v. American 
Cyanamid Co. (D.C., D.C., 1954), 120 F. 
Supp. 697, 101 USPQ 270 (only the USPQ 
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report indicates the issuance of a patent to 

Paden and MeKay). 

Rogers v. Klanentk et al. (D.C. N-D. Ii, 

1958), 119 USPQ 111, 112. 

In the case of Sanford v. Kepner, supra, the court 
stated : 

* * * upon the decision of the Board of In- 
terference Examiners of the Patent Office in 
Interference No. 82,623, awarding priority of 
invention of the subject matter in issue to 
Kepner, Patent No. 2,487,447 was granted to 
him as provided in BS. 4904, 35 U.S.C. 52.” 
[Emphasis added.] 

Here the district court specifically noted the Com- 
missioner’s authority under the statute so to issue 
the patent. 

In the ease of Pure Oil Co. v. Socony-Vacuum Oil 
Co., Inc., et al., this Court noted without criticism the 
issuance of a patent to the interference winner in the: 
Patent Office. 

Other above-cited cases indicate that the Commis- 
sioner has issued patents to interference winners de- 
spite actions under R.S. 4915 or 35 U.S.C. 146 brought 
by the Attorney General of the United States or by 
corporations of great prestige. 

Appellant Monaco’s petition to the Commissioner 
(Exhibit A attached to the complaint, J.A. 5 and 6) 
is per se evidence that appellants assumed that, in the 
absence of such petition, the interference-winner Hoff- 
man’s application would, in the normal practice, be 
passed to patent. 

The arguments stated in appellants’ brief require 
consideration of present 35 U.S.C. 146 (based on for- 
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mer B.S. 4915), present 35 U.S.C. 141 (based on for- 
mer R.S. 4911), and present 35 U.S.C. 185 (based on 
former B.S. 4904) in showing the history and bases 
of the present practice. 

Under the Patent Act of 1870 (applicants’ brief, 
page 15, or appendix A-1) the losing party in an in- 
terference had no appeal (Section 48, R.S. 4911) but 
had a remedy by bill in equity (Section 52, RS. 
4915). In In re Sargent, 1877 C.D. 125, 12 OG. 475 
(see appellants’ brief, page 20), after the Commis- 
sioner had, vefaset-to withhold an interference win- 
ner’s patent because of the loser’s bill in equity un- 
der B.S. 4915, the Secretary of the Interior reversed 
the Commissioner, holding in effect that the bill in 
equity was a “‘proceeding de novo’’ and not an appeal 
and that therefore it did not operate as a supersedeas. 
This decision was consistent with a court’s later hold- 
ings in Whipple v. Miner, 15 Fed. 117 (1883). It 
was also followed in Wells v. Boyle, 1888 0.D. 36, 43 
0.G. 753. 

By the Act of 1873 (appellants’ brief, page 16, or 
appendix A-1), the losing party to an interference 
was given rights of appeal in addition to the bill in 
equity. Under that statutory situation, in McIntyre 
v. Perry, 1911 C.D. 92, 169 O.G. 943, the Commis- 
sioner continued the policy of refusing to withhold an 
interference winner’s patent because of the loser’s bill 
in equity. However, prior to 1927, it had. become the 
policy to withhold the patent when the interference 
loser appealed under B.S. 4911. 

By the Act of March 2, 1927, 44 Stat. 1335, R.S. 
4915 was amended to read as quoted at page A-2 of 
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the appendix to appellants’ brief. The Act of March 
2, 1927 made appeal and bill in equity mutually ex- 
clusive remedies (appelleants’ brief, page 17). 

Prior to August 5, 1939, R.S. 4911 (as amended by 
Act of March 2, 1927, 44 Stat. 1335, and Act of March 
2, 1929, 45 Stat. 1476, the latter quoted at Page A-3 
of the appendix to appellants’ brief) read as follows: 

Sec. 4911. (U.S.C., title 35, sec. 59a.) If any ap- 
plicant is dissatisfied with the decision of the Board 
of Appeals, he may appeal to the United States Court 
of Customs and Patent Appeals, in which case he 
waives his right to proceed under section 4915 of the 
Revised Statutes. (U-S.C., title 35, sec. 63.) If any 
party to an interference is dissatisfied with the de- 
cision of the Board of Appeals, he may appeal to the 
United States Court of Customs and Patent Appeals, 
provided that such appeal shall be dismissed if any 
adverse party to such interference shall within twenty 
days after the appellant shall have filed notice of 
appeal according to section 4912 of the Revised Stat- 
utes (U.S.C., title 35, sec. 60), file notice with the Com- 
missioner of Patents that he elects to have all further 
proceedings conducted as provided in section 4915 of 
the Revised Statutes. Thereupon the appellant shall 
have thirty days thereafter within which to file a bill 
in equity under said section 4915, in default of which 
the decisions appealed from shall govern the further 
proceedings in the case. If the appellant shall file 
such bill within satd thirty days and shall file due 
proof thereof with the Commissioner of Patents, the 
issue of a patent to the party awarded priority by said 
Board of Appeals shall be withheld pending the final 

502286-—59-——3 
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determination of said proceeding undersaid section 
4915.' [Emphasis added.]) 

In the above version of R.S. 4911, where the loser of 
an interference had appealed’ and thus obtained a 
withholding ‘of the winner’s patent; the withholding 
was continued when:the winner elected to have further 
proceedings conducted under R.S. 4915. However, 
where the interference loser proceeded directly by bill 
in equity under R.S. 4915, the Patent Office contmued 
to refuse withholding of the imterference winner’s 
patent. Fischer v. Pater, 1928 C.D. 13, 368 :0.G. 493. 

_ By the Act of August 5, 1939, 53 Stat..1212, the em- 
phasized portions in the above quotation of R.S. 4911 
(1929-1989) were removed. For the words “Board 
of Appeals,’’ the words “‘board of interference exam- 
iners’’ were substituted. By this change the statute 
was adapted to the creation of the new board of inter- 
ference examiners. The specific provision in the last 
sentence for withholding the issue of the patent to an 
interference ‘winner was obviously deliberately re- 

Prior to Angust 5, 1939, R.S. 4904 (as amended by 
Act of March 2, 1927, 44 Stat. 1335) read as follows: 

* Whenever an application is made for a patent 
which in the opinion of the Commissioner 
would interfere with any pending application, 
or with any unexpired patent, he shall give no- 
tice thereof to the applicants, or applicant and 
patentee, as the case may be, and shall direct 
the primary examiner to proceed to determine 
the question of priority of invention.’ And the 
Commissioner may issue a patent to the party 
who ‘is adjudged the prior inventor, unless the 
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‘adverse party appeals from the decision of the 


primary examiner, within such time, not less 
than twenty days, as the Commissioner shall 
prescribe. [Emphasis added.] 

“By the Act-of August 5, 1939, 53 Stat. 1212, the 
above emphasized portions were removed and for the 
first of these there was substituted the words “a board 
of three examiners of interference”. By this change 
in the statute the present Board of Patent Interfer- 
ences was established. Also any limitation on the 
clause “and the Commissioner may issue a patent to 
the applicant who is adjudged the prior inventor’, as 
it now appears in 35 U.S.C. 135, was removed. 

Prior to August 5, 1939, R.S. 4915 read as quoted 
on page A-2 of the appendix to appellants’ brief: By 
the Act of: August 5, 1939, 53 Stat. 1212, for the 
words ‘“‘Commissioner of Patents’ in the first clause 
there was substituted ““Board of Appeals or whenever 
any applicant is dissatisfied with the decision of the 
board of interference examiners.”? Here the change 
merely adapted the statute to the creation of the new 
board of interference examiners. 

Any possible doubt as to the intent of Congress in 
legislating the changes made by the Act of August 5, 
1939, is resolved by the records of the. proceedings 
leading to the passage of that Act. Senate Report 
No. 877 of the 76th Congress, to accompany the bill 
H.R. 6873 (which became the Act of August 5, 1939, 
53 Stat. 1212), states relative to R.S. 4911 (see De- 
fendant’s Point 23, J.A. 40a and 40b) : 

Following the deeision of the proposed Board 
of Interference. Examiners, the Commissioner 





14 


can immediately. issue the patent to the win- 
ning party, which is ordinarily done when there 
is no appeal. But .even when appeal to the 
‘court is taken, in many cases it is possible to 
grant a patent immediately to the winning 
party without prejudicing the appeal, and in 
‘such cases the Commissioner can so grant the 
patent immediately. 

The bill has the approval of the Commis- 

sioner of Patents * * *. 

In the report of ‘“‘Hearings before the Committee 
on Patents, House of Representatives, Seventy-Sixth 
Congress, June 22, 1939, on H.R. 6873,” at page 17, 
Commissioner Conway P. Coe’s testimony relevant to 
proposed changes in R.S. 4904, 4911, and. 4915, in- 
eludes the following: 

_ Following the decision of the proposed board 
of interference examiners the Commissioner 
ean immediately issue the patent to the win- 
‘ming party. The appeal to the courts is left 
unchanged. 

In summary, it is clear from the above that from 
1927 to 1939, there was no statutory provision in 
connection with a loser’s suit originally brought under 
B.S. 4915 that imposed a duty on the Commissioner 
to withhold a patent to the winner in interference 
proceedings in the Patent Office. It is also clear that 
any duty (prior to 1939), arising under R.S. 4904 or 
4911, to withhold issuance of the winner’s patent 
was deliberately removed by the Congress in 1939, to 
give the Commissioner the unqualified authority to 
issue immediately a patent to the party awarded 
priority by the Board of Patent Interferences (for- 
merly Board of Interference Examiners). 





is 


In Dum v. Bagin v. Carlile, 50 USPQ 464 (May 
1941), Assistant Commissioner Van Arsdale stated 
the Patent Office interpretations of the 1939 versions 
of the above discussed sections of the statute as 
follows: 


The party Carlile has filed a petition re- 
questing that the issuance of a patent on the 
Ragin application involved in this interfer- 
ence be withheld. Ragin was awarded priority 

_ by the Board of Interference Examiners but 
‘an appeal to-the United States Court of Cus- 
toms and Patent Appeals was filed by Dunn. 
Carlile elected to have further proceedings con- 
ducted under section 4915 of the Revised Stat- 
utes and a Bill of Complaint under this section 
has been filed by Dunn. 

Prior to the amendment of sections 4904 
and 4911 of the Revised Statutes on August 
5, 1939, it was the practice, (1) in all inter- 
ferences in which appeal was taken by any 
party to the Court of Customs and Patent Ap- 
peals, to withhold the issuance of a patent to 
the successful party until priority was finally 
determined, even though some party other than 
the appellant elected to have the proceedings 
conducted under section 4915 of the Revised 
Statutes. 

Sections 4904 and 4911 of the Revised Stat- 
utes, in their present form, clearly authorize 
the Commissioner to issue a patent to the party 
to whom priority is awarded by the Board of 
Interference Examiners, even though appeal is 
taken to the Court. of Customs and Patent Ap- 
peals. In view of this authorization, the is- 
suance of a patent to such party should not 
be withheld because of the filing of ‘an appeal 
or a Bill of Complaint under section 4925 of 
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the Revised Statutes, unless the interference 
involves a patent, or unless there are special 
circumstances which make such withholding 
desirable. 

The showing made by the petitioner in the 
present case has been considered but is not 
found to be of such a nature as to warrant the 
withholding of a patent on the Ragin applica- 
tion. The petition is denied. [Emphasis 
added. ] 

In In re Allen, Jr., 28 C.C.P.A. 792, 115 F.-2d 936 
(October 1941), the Court of Customs and Patent 
Appeals held that the filing of a notice of appeal to 
that court from an appealable decision of a Patent Of- 
fice tribunal deprives the Patent Office of jurisdiction 
of the subject matter. The Allen decision overruled 
the Commissioner’s decision in Clement v. Richards v. 
Meissner, 1904 C.D. 321, which had stated the previous 
Patent Office view that an appeal did not deprive the 
Commissioner of Patents of jurisdiction to take cer- 
tain actions in an appealed application. 

The Court of Customs and Patent Appeals has 
never considered in its opinions the specific question 
whether the Commissioner under 35 U.S.C. 135 has 
the right to issue a patent to the winner of an inter- 
ference during the pendency of the loser’s appeal un- 
der 35 U.S.C. 141. However, in deference to the ‘Allen 
decision, successive Commissioners have exercised the 
discretion implied in the word ‘‘may”’ in old B.S. 4904 
and new 35 U.S.C. 135 and followed the pre-1939 pol- 
iey of withholding the winner’s patent when an ap- 
peal was or is taken to the Court of Customs and 
Patent Appeals either under old R.S. 4911 or new 35 
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U.S.C. 141. But withholding of the interference win- 
ner’s patent continues to be refused where a civil ac- 
tion under 35 U.S.C. 146 (or old B.S: 4915) is brought. 
Sanford v. Kepner, 179 Ms. Dee. 515; In re Me- 
Donough, file of patent No. 2,736,323, paper No. 29; 
Eckert and Mauchly v. Williams, Interference No. 
85,809, paper No. 65, relating to Williams Patent No. 
2,817,477; Manual of Patent Examining Procedure, 
page 168, quoted supra. 

It is thus clear that by 35 U.S.C. 135, second sen- 
tence, the Congress gave the Commissioner the un- 
qualified authority at his discretion to issue a patent 
to an applicant immediately upon his being ad- 
judged by the Board of Patent Interferences to be 
the prior inventor. Sanford v. Kepner, 99 F. Supp. 
221, 222, 90 USPQ 188. See also United States Gyp- 
sum Co. et al. v. Masonite Corp. et al., 21 F. Supp. 
551; Klumb v. Roach, 151 F. 2d 374, 378. 


2There is obviously no substance in appellants’ contention at 
page 27 of their brief that a decision of the Board of Patent 
Interferences awarding priority does not “adjudge” in the sense 
of 35 U.S.C. 185. Neither Jn re Allen, 28 C.C.P.A. 792, 117 
F. 2d 936, nor United States v. Utah-Idaho Sugar Co., 9% F. 2d 
756, support such contention. In the latter decision the court 
correctly stated in full context: 

“The question has not been adjudicated in the pending case 
with final and binding effect upon the parties thereto until the 
time has expired within which it is subject to review on appeal 
or certiorari.” {Emphasis added.] 

This is obviously not a statement that the judgment of the 
District Court in that case did not adjudicate the issues. 

See-also appellants’ use of the term “adjudged” in their brief, 

page 2, paragraphs 2 and 3. 
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»- A-eivil action under 35-U.S.C. 146 is not‘an appeal 

Since the Patent Office concedes that, in the exer- 
cise of ‘the Commissioner’s discretion under 35 U.S.0. 
135, it. withholds. the interference wimmer’s patent 
when an appeal is taken under 35 U.S.C. 141, appel- 
lants undertake to demonsttate (brief, pages 10 
through 14) that a civil action under 35 WSC. 146 
is amappeal... 

Fn the following cases it has ‘Deer specifically: held 
that in a 35.US.C. 146 (RS. 4915) civil action the 
eourt has independent original jurisdiction and that 
the ‘action is not an appeal. Morgan v. Daniels, 153 
U.S. 120, 124; Whipple v. Miner, 15 Fed. 117; Butler 
v. Show, 21 Fed. 321; Heston v. Kuhike; 179 F. 24222; 
Kuaison v. Galisworthy, 82 U.S. App. D.C. 304, 314; 
164 F. 2d 497, 507; Shell Development Go. ¥. Pure Ot 
Go. @D4., D.C.), 96 USPQ 309, 111 F.Supp. 197. 

In Morgan v. Daniels, the United States Supreme 
Court stated: 

i But this is something more than a mere ap- 
peal. Tt is an action to set aside the action of 
"one of the executive departments of the govern- 
/ “ment. The one charged with the administra- 
’ tion of the patent ‘system had finished its in- 
vestigations and made its determination with 
| mee to the question of priority of invention. 
_ That determination gave to the defendant the 


_ exclusive rights of a patentee. A néw proceed- 
_ ing.is instituted in the courts—a, proceeding to 
set aside the conclusions reached by the admin- 
_ istrative department, and to give to the i 
_ the rights there awarded to the defendant. It 
1s something in the nature of a suit to set aside 
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@ judgment, and as such is not:to be sustamed 

by a mere preponderance of evidence. Butler 

¥. Shaw; 21 Fed: Rep. 321, 32%. It is a con- 

troversy between two individuals ever a ques- 

tion of fact which has once been settled by a spe- 

incre ep rece arg pe 
premises. 

+ # * # 2 

Upon principle and authority, therefore, it 

~ must be laid down as a rule that where the 

question decided in the Patent Office is one be- 

tween contesting parties as to priority of in- 

vention, the decision there made must be ac- 

eepted as controlling upon that question of fact 

in any subsequent suit between the same par- 

ties, unless the contrary is established by testi- 

mony which in character and amount carries 

thorough conviction. Tested by that rule the 

solution of this controversy is not difficult. In- 

deed, the variety of opinion expressed by the 

different officers who have examined this testi- 

mony is persuasive that the question of priority 

is doubtful, and tf doubtful the decision, of the 

Patent Office must control. [Emphasis added.] 

In view of the arguments and authorities in appel- 

lants’ brief on pages 11 through 14, it is emphasized 

that: the question here is not what the word “appeal” 

has meant in equity cases in the past nor what it now 

means in various loosely worded state statutes pro- 

viding court review of orders of local boards whose 

procedures provide limited opportunity fairly to pre- 

sent evidence. The question is what the word “ap- 

peal” has meant and means in the federal: courts 

sinee the Act of March 3, 1803, c. 40, 2 Stat. 244 





20 


‘appellants’ brief, page 13, quotation from U.S. v. 
Coe, 155 U.S. 76) and what it means in the patent 
statute, 35 U.S.C. Sections 135, 141, 144, 145, and 146. 
35 U.S.C. 135, third sentence, refers to “appeal or 
other review”. 35 U.S.C. 144 provides that the 
United States Court of Customs and Patent Appeals 
shall hear and determine appeals under 35 U.S.C. 
141 “on the evidence produced before the Patent 
Office.” The above-mentioned Act of March 3, 1803, 
specifically provides ‘that no new evidence shall be 
received” on appeal from the-cireuit courts in equity 
causes, “except in admiralty and prize causes.’ It 
is thus clear that in the sense of the statutes relating 
to appeals in the federal courts and particularly to 
appeals under 35 U.S.C. 141, the action de novo under 
35 U.S.C. 146, with new evidence in addition to the 
record in the Patent Office, is not an appeal. 

Moreover, there are numerous differences other 
than the differences in evidence between the appeal 
under 35 U.S.C. 141 and the civil action under 35 
U.S.C. 146. Under 35 U.S.C. 135, the Board of 
— Interferences has jurisdiction to decide only 

the question of priority of invention. It has no 
jurisdiction to decide questions of patentability. Hen- 
drickson et al. v. Ronning, 22 C.C.P.A. 1040, 1045; 
"6 FB: 2d 137, 140. Similarly on appeals under 35 
U.S.C. 141 from decisions of the Board of Patent 
Interferences, the Court of Customs and Patent Ap- 
peals has jurisdiction only of questions of priority of 
invention and cannot consider questions of patent- 
ability. Knutson v. Gallsworthy, 82 U.S. App. D.C. 
304, 306, fn. 5, 164 F. 2d 497, 499.. But in a civil 
action under 35 U.S.C. 146, the court has jurisdic- 
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tion to authorize the Commissioner to issue a patent. 
It is well settled that such jurisdiction includes juris- 
diction to consider the question of patentability of the 
interference counts in the application of a plain- 
tiff who prevails on the priority issue. Hill v. 
Wooster, 132 U.S. 693; Sanford v. Kepner, 344 US. 
13. See also Radtke Patents Corp. v. Coe, T4 App. 
D.C. 251, 122 F. 2d 937; Knutson v. Gallsworthy, 82 
U.S. App. D.C. 304, 307; 164 F. 2d 497, 500; Triplett 
v. Line Material Co., 7 Cir. 133 F. 2d 533, 534. 
Moreover, the burden of proof in appeals under. 35 
U.S.C. 141 is different from that in civil actions under 
35 U.S.C. 146. . Before the Board of Patent Inter- 
ferences and on appeal to the Court of Customs 
and Patent Appeals, the burden of proof is on the 
junior party, as indicated in Patent Office Rule 257 
and Gatser v. Lindner, 45 C.C_P.A. 846, 847, 253 F. 
2d 433, 434. But in a civil action under 35 U.S.C. 
146 the burden of proof is on the loser of the inter- 
ference (who may be the first to file an application) 
to prove priority of invention “by testimony which 
in character and amount carries thorough convic- 
tion.”” Morgan v. Daniels, 153 US. 120, 125; Esso 
Standard Oil Co. v. Sun Oil Co., 97 US. App. D.C. 
154, 299 F. 2d 37. Also, on appeal under 35 U.S.C. 
141, the Court of Customs and Patent Appeals ean 
remand the case to the Patent Office for further find- 
ings. Vandenberg v. Reynolds, 44 C.C_P.A. 873, 242 
F. 2d 761. In a eivil action under 35 U.S.C. 146, 
the courts have no authority to remand the case to 
the Patent Office. Knutson v. Gallsworthy, 86 U.S. 
App. D.C. 304, 314; 164 F. 2d 497, 507. Also, in the 
civil action, there is possible further review by ap- 











peal to the circuit court of appeals and‘ by: writ of 
certiorari to the United States Supreme Court. 

It is thus ‘clear that there are numerous‘ signi- 
ficant differences between the appeal under’35 U.S.C. 
#41 and the civil ‘action de novo under 35 U.S.C. 
146: and that the above cited holdings of: the courts 
that the civil action is not an appeal are not. open 
to other construction. 

The courts lack jurisdiction to control the discretion of the 
: Commissioner as to the issuance of Hoffman's patent 

” If the appeliee is correct in his view that 35 U.S.C. 
135 gives him unqualified discretion to issue or not 
to issue a. patent to the winner of an interference pro- 
eeeding in the Patent Office, then it follows that. the 
courts lack jurisdiction to control that discretion by 
any one of mandamus, injunction, declaratory judg- 
ment, stay order, or the authority of the Administra- 
tive Procedure Act. (See authorities cited as to 
mandamus, injunction, and declaratory judgment, J.A. 
11 and 13.) The statute, 5 U.S.C. 1009, specifically 
excepts from judicial review an agency action which 

is ‘‘by law committed to ageney discretion.”’. Snyder V. 

Buck, 75 F. Supp. 902,-906.. See also Homavich v¥. 
Chapman, 89 U.S. App. D.C. 150, 153; 191 F. 2d 761, 
764. Obviously, there is here no- basis aor; a stay 
order.. 

lee ore gs nee ote ceearehtn hacen 

At page 5 of appellants’ brief it is asserted that ap- 
pellants “will suffer irreparable harm if a patent is 
issued to the other party to the interference pending” 
the civil: action under 35 U.S:C. 146. At page 29'of 
appellants” brief it is asserted only: that. “the appel- 
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lants: may: suffer irreparable- injury-” [BimpHasis’ 
added: ] 

Tf appellants should finally’ prevail im the: civil ac- 
tion under 35° U:S.G. 146; then: they’ will recetve- 2: 
patent for’ the same~invention as that for whieh the 
Patent Office may have previously issued a: patent to- 
Hoffnan: Under: 35: U.S-€: 385, third: sentence,. a 
final judgment’ adverse: to’ Hoffman “from which no 
appeal’ or other: review has~ been or can be taken or 
had‘ shall’ constitute: eanceHlation’ of ' the claims: in- 
volved from: the’patent:” Any claims: of the Hoffman- 
patent not corresponding literally: to counts of the’ in- 
terference’ proceeding but’ unpatentable over such: 
counts would also: be invalid: Smith:v. Watson-et al:, 
95 U.S. App. D.C. 52, 318 F: 2d 863; 0:8. Rubber Co. 
¥: Coe, TF: US. App: D.C. 305; 46-F: 24°315: A de- 
termination’ of‘ such- invalidity: could’ be: expeditiously 
obtained: by’ promptly’ as: possible bringing an action 
under’ 35\U:S:C; 291: Thus appellants would obtair 
an‘ unclouded' patent for the involved‘invention. Like 
any other patent, that patent would‘ have ali the attri- 
bates. specified’ in- 35: U.S:C: 154, namely, “a grant’ 
** ® for the term: of seventeen years; of the right to 
exclude others from: making; using; or selling the’ in- 
vention throughout the United States ** *.”? Until 
a patent: is-issued; there can be no infringement of ‘it. 
Gayler v: Wilder; 10 Howard (5I U.S.)°477. Nor can 
there be infringement of a patent after its expiration. 
White v. Walbridge, 46 Fed. 526. The patent grant 
of a seventeen-year monopoly does not limit the ‘con- 
sideration: for which the patentee negotiates private 
license~ contracts~for- the use’ of his invention. Such 
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consideration may include payment of-:royalties for.a 
period of more than seventeen years, which period 
may begin before: the patent is granted and end after 
the patent expires. Cook Pottery Co. v. J. H. Parker 
& Son; 89 W. Va. 7; Thomas & Smith v. Chicago 
Pump Co., 172 Tl. App. 614; Sproull v. Pratt & Whit- 
ney (1901 C.A. 2), 108 Fed. 963,965... There is noth- 
ing in:the patent statute which provides that a pat- 
entee shall be assured the most favorable conditions 
for negotiating license contracts before his seventeen- 
year monopoly begins. It is noted that from a prac- 
tical point of view appellants’ arguments (at pages 29 
and 30 of their brief) lack substance, since prospec- 
tive licensees who are properly. advised in patent law 
matters will be fully apprized of (1) the present 
unsettled: legal status of the,issue as to priority of 
inventorship between Hoffman. and Monaco, and (2) 
the probable outcome of the pending civil action under 
35 U.S.C. 146. They will contract accordingly without 
regard to whether or not a patent is issued to Hoff- 
man. ‘And if Hoffman ultimately prevails, by the 
prompt issuance.of Hoffman’s patent the public will 
gain..to the extent that Hoffman’s seventeen-year 
monopoly will terminate that much sooner. 

Moreover,. even if Monaco: ultimately. prevails, he 
must take his patent grant under 35 U.S.C.: 154 sub- 
ject to the- limitations and the: qualifications which 
Congress has chosen to impose by 35 U.S.C., Sections 
282, 291, and 135. In the former sections, Congress 
has provided that a granted patent may. be. declared 
invalid. In the latter section, Congress has specifi- 
cally authorized the Commissioner at his discretion 
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promptly to issue a patent to the winner of ‘an inter- 
ference proceeding in the Patent Office, regardless of 
further proceedings in the courts. Accordingly, Mon- 
aco, if eventually he is found entitled to a patent, 
must take that patent subject to prior proper issu- 
ance of a patent to Hoffman as authorized by 35 
US.C. 135. Directly in point is the following ex- 
cerpt from a decision of this Court in Kling v. Har- 
ing, 56 App. D.C. 153, 155; 11 F. 2d 202: 

The right to a patent is purely statutory, and 
it was clearly within the constitutional power 
of Congress to prescribe to whom a patent 

_ should issue, upon what terms and conditions 
a patent should issue, and the proceeding to be 
taken after its issuance. That exercise of 
power of section 8 of article 1 of the Consti- 
tation, is in strict accordance with it, mas- 
much as such terms, conditions, and proceed- 
ings are designed to secure to the real inventor 
the exclusive right to his discovery or inven- 
tion. 

Neither can it be successfully contended that 
the exercise of the powers conferred by Con- 
gress and the taking of the proceedings pre- 
scribed by law constitute a violation of the 
Fifth Amendment. The powers granted and 
the proceedings provided for deprive no per- 
son of his property, in view of the fact that 
they are designed to accomplish, and accom- 
plish, nothing more than the determination of 
the right to the invention, and the right to 
enjoy its benefits for the limited period 
prescribed. 

In any event, the record clearly indicates that, in 
their petition to the Commissioner (J.A. 56), appel- 
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lantsi made no: showing of irreparable: harm:. Since: 
the ‘statute; 35° US2C. 135, commits: to: the: Commis- 
sioner of: Patents;.and) not: to' the courts; the exercise: 
of' discretion as’ to: whether or not: the interference 
winner's. patent’ shall: promptly ‘issue, appellants have: 
completely miseonceived: their remedy when they” at-. 
tempt‘ to’ demonstrate irreparable harm to.the courts 
in’ this’ civil action without previously making any 
such showing to-the Commissioner.. No showing was: 
made to the:Commissioner of facts which:should con- 
vinee' any reasonable person that justice requires the 
withholding of Hoffman’s patent’in exception to long- 
standing. practice (see Dunn. v, Ragin v. Carlile, 
supra). Accordingly, it is clear, though here im- 
material,..that the Commissioner. reasonably. exercised 
his. diseretion:in, denying appellants’ petition, 

‘However; assuming ‘arguendo: that: this: Court has 
jarisdiction: to’ substitute its discretion’ for that of 
the’ Commissioner’ in ‘this matter, then it is’ further 
clear that before this Court there is no showing, either 
in, the pleaded facts, or by affidavit accompanying the 
complaint,; or. by. unsupported allegations and.conten- 
tiens,; which: would justify withholding Hoffman’s 
patent (see:authorities, J-A. 14). 
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CONCLUSION 

It is submitted that the District Court properly 
concluded that it had no authority to grant the relief 
requested by appellants, and that accordingly appel- 
lants’ complaint was correctly dismissed. Affirmance 
of the trial court’s order, therefore, is requested. 

Respectfully submitted. 

CLARENCE W. Moore, 
Solicitor, United States Patent Office, 
Attorney for Appellee. 
Grorce C. RoEMING, 
Of Counsel. 
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| 
The briefs of appellant and appellee, which have heretofore been 
filed, reveal that there is no dispute between the parties as to the issues 
involvec or any questions of fact. The only disagreement between the 
parties involves questions of law. Those questions are very funda- 
mental - in fact, some of them involve the foundation of our Anglo- 
American legal system. They involve the jurisdiction of both trial and 
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appellate courts over the subject matter of litigation and the inherent 
powers of both trial and appellate courts to preserve the status quo 
while an action is pending. They also involve a determination as to the 
power of trial and appellate tribunals while an appeal is pending and 
judicial review of action by administrative agencies. Those questions, 
of course, go beyond the important field of patent law. They transcend 
our entire judicial system. 


WHEN AN APPEAL IS TAKEN FROM A TRIAL COURT 
OR ADMINISTRATIVE AGENCY, THE TRIBUNAL FROM 
WHICH THE APPEAL IS TAKEN CAN PROCEED NO 
FURTHER WITH THE CASE BECAUSE JURISDICTION 
OVER THE ACTION HAS BEEN TRANSFERRED TO THE 
APPELLATE COURT 


As we showed in our main brief, that rule is universally recog- 
nized. (Appellants’ Brief, page 7). It is recognized by the appelige, 
and was well stated by him in his brief in the District Court in which he 


said (J.A. 10): 


'7. Inthe absence of specific statutory direc- 
tions to the contrary, an appeal operates as a super- 
sedeas and in the absence of positive provisions of 
the statute to the contrary, an appeal perfected as 
the law requires does proprio vigore stay proceed- 
ings under the order appealed from. 4A Corpus 
Juris Secundum, sec. 627A; Adler & Sons Co. v. 
Maglio, 198 Wis. 24, 223 N. W. 89; Slabosheske 
v. Chikowski, 273 Wis. 144, 77 N.W. 2d 497; 
Hudson v. Smith, 9 Wis. 122." 


The appellee also recognizes that the above rule applies to appeals 
from the Board of Patent Interferences to the Court of Customs and 
Patent Appeals. In his brief in the District Court, he said (J.A. 9): 

*tAn appeal to the United States Court of 
Customs and Patent Appeals from an award of 
priority by the Board of Patent Interferences 


deprives the Commissioner of Patents of jurisdic- 
tion of the subject matter." 
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Pursuant to the above rules the Commissioner withholds a patent 
whenever an appeal is taken from the Board of Patent Interferences to 
the Court of Customs and Patent Appeals. The reason for his refusal 
to withhold issuance of a patent when a decision of the Board of Patent 
Interferences is being reviewed by a district court under U.S.C. , Title 
35, sec. 146, is because he believes a review by a district court is not 
an appeal. Under the present statutes, this belief is clearly erroneous. 


. A PROCEEDING FOR REVIEW UNDER U.S.C., 
TITLE 35, SECTION 146, IS AN APPEAL 

The patent statutes provide for two methods of review of decisions 
of the Board of Patent Interferences. Both are listed under LSS. 6S 
Title 35, Chapter 13, which is entitled "Review of Patent Office Deci- 
sion." Section 141 provides for a limited review by the Court of 
Customs and Patent Appeals. Section 146 provides for a plenary review 
by a district court. As was shown in our main brief, the two types of 
review are comparable to review at common law by writ of error and 
appeal. (Appellants’ Brief, page 11). Under a writ of error the review 
was quite limited, but, under an "appeal," the case was heard de novo 
in the appellate court. Thus, the review provided by Section 14€ 
corresponds to the “appeal” in equity. An appeal in equity was a trial 
de novo. (See Appellants’ Brief, page 12). The mere fact that ad- 
ditional evidence may be introduced in the reviewing court does not 
prevent the proceeding from being an appeal. Unless restricted by 
statute, an "appeal" generally means a trial de novo. (See Appellants' 
Brief, pages 10-14). | 


In Marbury v. Madison, 1 Cranch 137, 175 2.1L. Ed. 60, the test 
for determining appellate jurisdiction was stated by Chief Justice 
Marshall to be as follows: ! 


“It is the essential criterion of appellate juris- 
diction, that it revises and corrects the proceedings 
in a cause already instituted, and does not create’ that 
cause." 
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The question of whether a proceeding in a district court to review 
a decision of the Board of Patent Interferences is an appeal has not been 
considered by a court since the case of Whipple v. Minor, 115 Fed. 117 
(D. Mass., 1883). In all of the other cases cited by the appellee, the 
question was not considered by the court. Although Whipple v. Minor 
was probably correctly decided under the statutes which were in force 
at that time, the reasons stated in the opinion in the case show that it 
would be decided differently under present statutes. (See Appellants’ 
Brief, pages 21-22). 


The case of Morgan v. Daniels, 153 U.S. 120, is relied upon by 
the appellee as authority that a proceeding under U.S.C., Title 35, sec. 
146, for review of a decision by the Board of Patent Interferences is 
not an appeal. (See Appellee's Brief, pages 18-19). In that case the 
court was not concerned with the question of whether a proceeding in a 
district court to review a decision of the Board of Patent Interferences 
deprived the Patent Office of jurisdiction to issue a patent while the 
proceedings for review were pending. Nor was it concerned with the 
power of the court to order issuance of the patent to be withheld pending 
the review. The only question which the Court decided in that case was 
with respect to the degree of proof necessary to overturn the decision 
of the Patent Office. Moreover, the case was decided under the statutes 
which were in force at the time of Whipple v. Minor, supra. Even so, 


the Court did not: say the proceeding was not an appeal. The Court said 


it was “something more than a mere appeal."" In order to be some- 
thing more than an appeal, it would have to be an appeal. 


A proceeding in a district court for review of a decision of the 
Board of Patent Interferences is not like an action to set aside a judg- 
ment. Ina collateral attack upon a judgment, the judgment will not be 
set aside except for lack of jurisdiction or fraud upon the court in ob- 
taining the judgment. A judgment will not be set aside in a collateral 
attack merely because it is erroneous - even if the error is clear. 
30A Am. Jur. 777-790 (Judgments 88 863-879). 
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Under U.S.C., Title 35, sec. 146, an action may be filed ina 
district court for "review" of a decision by the Board of Patent Inter- 
ferences. Such review must be sought within sixty days after the deci- 
Sion by the Board of Patent Interferences. The record in the Patent 
Office shall be admitted on motion of either party. The decision of the 
, Board of Patent Interferences will be reversed if it is erronéous. The 
| usual rule applies with respect to the degree of proof necessary to over- 
turn a decision by an administrative agency on appeal. : 


The review by a district court is now the same as the alternative 
method of review by the Court of Customs and Patent Appeals except 
that review by the district court is broader. The appellee admits that 
an appeal to the Court of Customs and Patent Appeals divests the Patent 
Office of jurisdiction to issue a patent after an appeal is filed. Clearly, 
a proceeding for review by a district court should do the same. If any 
distinction were to be made, a district court which makes a broad re- 
view of Board of Patent Interferences decisions should have more control 
over the cases being reviewed than the Court of Customs and Patent Ap- 
peals which makes a narrower review. It is anomalous to argue that 


. the power of a reviewing court varies inversely with its Scope of review. 


Il. A TRIAL COURT, AS WELL AS AN APPELLATE | 
COURT, MAY ISSUE ORDERS TO PRESERVE THE | 
STATUS QUO WHILE A CASE IS PENDING | 


Even if a proceeding for review of a decision by the Board of 
Patent Interferences by a district gourt under U.S.C., Title 35, sec, 
146, were not an appeal, the district court would still have power to 


issue orders to preserve the status quo and protect its jurisdiction dur- 
ing the proceeding. As stated in 28 Am. Jur. 208 (Injunctions, sec, 15): 


“A court, once having obtained jurisdiction of | 
a cause of action, has, as incidental to its juris- | 
diction, inherent power to do all things reasonably | 
necessary to the administration of justice inthe | 
case before it. In the exercise of this power, a 
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court may, when necessary in order to protect or 
preserve the subject matter of the litigation and 
the jurisdiction and make its judgment effective, 
grant or issue a temporary injunction in aid of or 
ancillary to the principal action." 


In the Federal courts, this power has always been authorized by 
statute. U.S.C., Title 28, 81651, provides: 


"(a) The Supreme Court and all courts 

established by Act of Congress may issue all 

writs necessary or appropriate in aid of their 

respective jurisdictions and agreeable to the 

usages and principles of law." 

See Continental 11. Nat. Bank & Tr. Co. v. Chicago, R. I. & P. 

R., 294 U.S. 648, 79 L. Ed. 1110, 55 S. Ct. 595; Kline v. Burke 
Construction Co., 260 U.S. 226, 67 L. Ed. 226, 43S. Ct. 79, 24A.L.R. 
1077; Looney v. Eastern Texas R. Co., 247 U.S. 214, 62 L. Ed. 1084, 


38S. Ct. 460. 


Under the above rules, it is well recognized that either a trial or 
appellate court may issue orders to preserve the status quo while a case 
is pending. The rule has often been applied in cases involving the review 
of decisions of administrative boards. (See Appellants’ Brief, pages 24- 
26). 


UNDER SECTION 10(d) OF THE ADMINISTRATIVE 
PROCEDURE ACT (U.S.C., TITLE 5, 81009(d)), 
EVERY REVIEWING COURT MAY ISSUE ORDERS 
TO POSTPONE ANY AGENCY ACTION OR TO 
PRESERVE THE STATUS QUO 


Section 10(d) of the Administrative Procedure Act (U.S.C., Title 
5, 8 1009(d)) provides: 


"Pending judicial review any agency is author- 
ized, where it finds that justice so requires, to 
postpone the effective date of any action taken by it. 
Upon such terms as may be required and to the ex- 
tent necessary to prevent irreparable injury, every 





reviewing court (including every court to which a | 
case may be taken on appeal from or upon applica- 
tion for certiorari or other writ to a reviewing : 
court) is authorized to issue all necessary and ap- 
propriate process to postpone the effective date of | 
any agency action or to preserve status or rights | 
pending conclusion of the review proceedings." 

Clearly, the issuance of a patent in this case is not committed to 
the “unqualified discretion" of the Commissioner as he contends in his 
brief. The statutes expressly provide for judicial review of decisions 
of the Board of Patent Interferences. Section 10(d) of the Administra- 
tive Procedure Act authorizes every reviewing court to postpone the ef- 
fective date of any agency action or to preserve the status in all cases 


which are subject to judicial review. 


Prior to the Administrative Procedure Act, there was only one 
type of case in which Congress precluded a reviewing court from issuing 
a stay order pending review, viz., cases under the Emergency Price 
Control Act - “a statute born of the exigencies of war." ‘See Scripps- 
Howard Radio v. Federal Communications Commission, 316 U.S. 4, 17. 
The Administrative Procedure Act authorizes every reviewing court to 
stay administrative action in all cases subject to judicial review. 


The cases cited on page 22 of the Appellee's Brief are not pertinent 
to this issue, viz., Snyder v. Buck, 75 F. Supp. 902 and Homovich v. 
Chapman, 89 App. D.C. 150, 191 F. 24761. In those cases it was 
contended that certain matters were committed to agency discretion and 
were not subject to judicial review. The courts held the matters were 
subject to judicial review in both cases. | 
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U.S.C., TITLE 35, SECTION 1385, DOES NOT AUTHOR- 
IZE THE COMMISSIONER TO ISSUE A PATENT WHILE 
A DECISION OF THE BOARD OF PATENT INTERFER- 
ENCES IS BEING REVIEWED BY A COURT 


Insofar as it is pertinent to this case, U.S.C., Title 35, 8 135 
provides: 

The question of priority of invention shall be 
determined by a board of patent interferences 
(consisting of three examiners of interferences) 
whose decision, if adverse to the claim of the ap- 
plicant, shall constitute the final refusal by the 
Patent Office of the claims involved, and the Com- 
missioner may issue a patent to the applicant who 
is adjudged the prior inventor." 

Section 135 does not authorize the Commissioner to issue a patent 
after a proceeding for review of the decision of the Board of Patent In- 
terferences has been filed ina court. The statute has the same applica- 
tion to appeals to the Court of Customs and Patent Appeals as it has to 
proceedings for review by a district court. Formerly, the Patent Of- 
fice thought it could issue a patent while a decision of the Board of 
Patent Interferences was being reviewed by either a district court or the 
Court of Customs and Patent Appeals. See Dunn v. Ragin v. Carlile, 
50 U.S.P.Q. 464 (discussed in Appellee's Brief, pages 15-16). The 
Commissioner now recognizes that he cannot issue a patent after an ap- 
peal is taken to the Court of Customs and Patent Appeals. In his brief 
in the District Court (J.A. 9-10), the Commissioner stated: 

*An appeal to the United States Court of 
Customs and Patent Appeals from an award of 
priority by the Board of Patent Interferences 


deprives the Commissioner of Patents of juris- 
diction of the subject matter." 


As we have shown elsewhere in our briefs, proceedings under 
U.S.C., Title 35, Sections 141 and 146, constitute alternative modes 
of appeal. The only difference between the two modes of appeal is that 





’ : 
the review by a district court, as provided by section 146, is broader 
than the review by the Court of Customs and Patent Appeals, as provided 
by section 141. In both cases, jurisdiction over the subject matter is 
transferred to the reviewing court. If any distinction were to be made, 
the court making the broad review should be given more control over the 


Subject matter of the appeal than the court making a limited review. 


Even if the statute, as amended in 1939, had precluded a court 
from postponing the issuance of a patent, it would have been superseded 
by section 10(d) of the Administrative Procedure Act. U.S.C. , Title 
5, 81009(d). Section 10(d) of the Administrative Procedure Act 
authorizes every reviewing court to issue necessary orders "to postpone 
the effective date of any agency action or to preserve status or rights 
pending conclusion of the review proceedings." | 


During the discussion of that provision on the floor of the House, 
Mr. Walter stated: ! 


“The section is a definite statutory statement 
and extension of rights pending review. It thus, | 
So far as necessary, amends statutes conferring _ 
exclusive authority upon administrative agencies 
to take or withhold action. Its operation will in- | 
volve no radical departures from what has general- 
ly been regarded as an essential and inherent right 
of the courts; but, however that may be, this pro- 
vision confers full authority to courts to protect 
the review process and purpose otherwise ex- 
pressed in section 10." Congressional Record, 
May 24, 1946, pp. 5759-5760. 


The Administrative Procedure Act thus authorizes every review- 
ing court to postpone the effective date of any agency action which is 


subject to judicial review. 
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Vi. WITHHOLDING THE PATENT IS NECESSARY IN 
ORDER TO PREVENT IRREPARABLE HARM TO 
APPELLANTS 

In our main brief (pp. 29-30) we showed why it is necessary to 
withhold issuance of the patent while the case is pending in the District 
Court in order to prevent irreparable harm to appellants if they are 
ultimately successful. We showed that if a patent were issued to Hoffman, 
he could immediately bring an infringement or injunction suit against the 
appellants or their licensees. In such an action, he would be aided by 
the presumption of validity which would result from the issuance of his 
patent. We also showed that, as a practical matter, Hoffman would be 
able to license his patent and collect royalties to which he may not be 
entitled. In reply, the appellee says (Appellee’s Brief, page 24): 

"It is noted that from a practical point of view 
appellants’ arguments (at pages 29 and 30 of their 
brief) lack substance, since prospective licensees 
who are properly advised in patent law matters 
will be fully apprised of (1) the present unsettled 
legal status of the issue as to priority of inventor- 
ship between Hoffman and Monaco, and (2) the 
probable outcome of the pending civil action under 
35 U.S.C. 146. They will contract accordingly 
without regard to whether or not a patent is issued 
to Hoffman." 

That statement is obviously incorrect. Prospective licensees 
might, of course, be apprised of the unsettled status of the legal issues 
as to priority of invention between Hoffman and Monaco. But would they 
risk predicting the outcome of the action in the District Court under 
U.S.C., Title 35, 8146? Whyshould they? As the appellee states on 
page 23 of his brief, "Until a patent is issued, there can be no infringe- 
ment of it. Gayler v. Wilder, 10 Howard (51 U.S.) 477." Consequently, 
rather than risking a prediction as to the outcome of a suit to determine 
priority, a prospective licensee would simply obtain his license from the 
party who had the patent. If he took a license from Monaco after a 


patent had been issued to Hoffman, the licensee might immediately be 





it 


enjoined from using his license. On the other hand, if he obtained a 


license from Hoffman, Monaco could not institute an infringement or 
injunction suit against him. ! 


Even a far-sighted, clairvoyant prospective licensee, who could 
foresee that Monaco should ultimately prevail on the issue of priority, 
could be compelled to obtain a license from Hoffman in order to protect 
himself while the litigation between Hoffman and Monaco is pending. 
Otherwise, he might be sued as an infringer by Hoffman and enjoined 
from using his license from Monaco. After being thus forced into taking 
a license from Hoffman, he could not challenge the validity of his licen- 
sor's patent. | 





In fairness to both parties and in the public interest, a patent should 
not be issued to either party until the District Court determines who was 
the original and first inventor. By withholding issuance of the patent, 
both parties will be placed on an equal footing while the litigation is pend- 
ing. 

Withholding the patent until the issues of priority and originality 
are determined will also obviate any necessity for another lawsuit. If 
a patent is issued to Hoffman and subsequently a patent is issued to 
Monaco, there will be two patents outstanding. The appellee admits 
that another suit would be necessary (under U.S.C., Title 35, 8291) by 
Monaco in order to obtain a cancellation of Hoffman's patent. (See Ap- 
pellee's Brief, page 23). | 


The appellee contends that appellants have failed to sufficiently 
allege that they will suffer irreparable injury if a patent is granted to 
Hoffman. Ina suit for an injunction, “the complaint must show that a 
refusal to grant the writ will result in irreparable injury to the plaintiff, 
but specific allegations of irreparable injury are not necessary if the 
averments as a whole show that this would be the result of the acts com- 
plained of." 43 C. J. S. 861 (Injunctions 8182). The complaint in this 
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‘case shows that appellants will suffer irreparable harm unless the patent 
is withheld pending review of the decision of the Board of Patent Interfer- 
ences. 


Of course, different tests are applied in granting a stay than in 
granting an injunction. It is not necessary to plead irreparable harm in 
a petition before an administrative agency in order to obtain an order 
from a reviewing court postponing agency action pending review. The 
request can be made, in the first instance, in the reviewing court. 


With regard to the grounds for issuing a stay order, 4A C. J.S. 
452 (Appeal & Error § 636) states: 


"A supersedeas or stay should be granted where, 
since the judgment appealed from has been rendered, 
the doctrine on which it was founded has been over- 
ruled by the appellate court, where the loss or damage 
occasioned by the stay can be met by a money award, 
where important questions of law are raised, which, 
if decided in favor of appellant or plaintiff in error, 
will require reversal, where in the event of a rever- 
sal appellants will be deprived of legal rights ac- 
corded by the reversal, where appellants would 
otherwise be deprived of the fruits of their victory 
on appeal, where it appears necessary to preserve 
the status quo, where substantial rights will be 
affected, or where it can be granted without de- 
priving respondent of a substantial right." 


If the proceeding under U.S.C., Title 35, 8146, does not auto- 
matically deprive the Commissioner of jurisdiction to issue a patent, 
there are certainly adequate grounds for issuing a stay. 


CONCLUSION 


There is no basis for distinction between an appeal to the Court 
of Customs and Patent Appeals under U.S.C., Title 35, 8141, anda 
proceeding for review in a district court under U.S.C., Title 35, 8146. 
They are alternative methods of appeal from decisions of the Board of 
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Patent Interferences. In either case the appeal should deprive the 
Commissioner of jurisdiction to issue a patent while the appeal is pend- 
ing. | 

If, however, the Court holds that the filing of the proceeding in the 
District Court does not automatically deprive the Commissioner of juris- 
diction to issue the patent, an order should be entered staying issuance 
of the patent while the review proceedings are pending in the District 
Court. | 
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